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John MeNeany, Ed. Elisha Mack, and Wm. M. 

Ticknor, Greeting : 

You are hereby commanded that you and each of you personally 
appear before the judges of the circuit court of the United States of 
America for the southern district of New York, in the second circuit 
court, in equity, on the first Monday of May, A. D. 1886, wherever 
the said court shall then be, to answer a bill of complaint exhibited 
against you in the said court by George B. Cluett and others, and 
do further and receive what the said court shall have considered in 
that behalf; and this vou are not to omit under the penalty on you 
and each of you of two hundred and, fifty dollars. 

Witness Honorable Morrison R. Waite, Chief Justice of the Su- 
preme Court of the United States, at the city of New York, on the 
23rd day of March, in the year one thousand eight hundred and 
eighty-six, and of the Independence of the United States of America 
the one hundred and tenth. 


(S'g'd) 
JAS. A. SKILTON, 
Complainants’ Sol’r. 


TIMOTHY GRIFFITH, Clerk, 


The defendants are required tu enter fg ee in the above 
cause in the clerk’s office of this court on or before the first Monday 
of May, 1886, or the bill will be taken pro confesso against them. 


(S’g’d) T. G., Clerk. 


2 (Endorsed :) I hereby certify that on the 9th day of April, 
1886, at the city of New York, in my district, I personally 
served the within subpoena in equity upon the within-named de- 
feudant, Ed. Elisha Mack, by exhibitirg to him the within original 
aud at thesame time leaving with him a copy thereof. Dated April 
9, 1886. (S’g’d) M. T. McMahon, United States marshal, southern 
district of New York, per John E. Dowley, deputy. 
(File-mark :) U.S. circuit court. Filed Apr. 13, 1886. Timothy 
Griffith, clerk. 


3 United States Circuit Court, Southern District of New York. 
In Equity. 


To the honorable the judges of the circuit court of the United States 
for the second circuit within and for the soutbern district of New 
York, sitting in equity: 

In Equity. 
George B. Cluett, J. W. Alfred Cluett, and Robert Cluett, all citi- 
zens of the State of New York, bring this their bill against John 


McNeany, of the city of Brooklyn, county of Kings, and State of New 
York ; Ed. Elisha Mack and Wm. N. Ticknor, both of the city and 


[u.s.]| The President of the United States of America to 
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2 GEORGE B. CLUETT ET AL. VS. JOHN MCNEANY ET AL. 


county of Albany and State of New York, all! citizens of the United 
States and of the State of New York. 

And thereupon your orators complain and say that heretofore, to 
wit, before the 17th day of November, 1874, Robert Cluett, one of 
the above-named complainants, was the original and first inventor 
of a certain new and useful improvement in shirts, not known or 
used by others before his invention or discovery thereof and not in 

public use or on sale for more than two years prior to his 
4 application for letters patent therefor, and duly prepared, 

executed, and filed in due form of law, with the proper De- 
partment of the Government, the necessary papers required by the 
statute preparatory to obtaining letters patent of the United States 
therefor; upon which application such proceedings were had that 
on the seventeenth day of November, 1874, letters patent of the 
United States, dated on said day, signed by the Secretary of the In- 
terior aud countersigned and sealed with the seal of the Patent 
Office by the Commissioner of Patents and numbered letters patent 
number 156,880, were issued and delivered to thesaid Robert Cluett 
for the said invention, entitled “an improvement in shirts,” whereby 
there was granted unto the said Robert Cluett, his heirs, adminis- 
trators, and assigns, for the term of seventeen years from the said 
date thereof, the full and exclusive right and liberty of making, 
using, and vending to others to be used the said improvement, as 
in and by acertified copy of the said letters patent, here in court to 
be produced and shown to your honors, will more fully appear. 

And your orators further show unto your honors that on the 
28th day of June, 1875, the said Robert Cluett, by his deed of that 
date, duly executed and recorded December 23, 1876, in Liber C 21, 
page 188, for a valuable consideration, conveyed to the said George 

Cluett, J. W. Alfred Cluett, and Robert Cluett, jointly, at that 
time coustituting the said firm known and doing business under the 
firm name and title of Geo. B. Cluett, Brother & Co., all his right, 
title, and interest in and to the invention and discovery secured by 
thesaid letters patent in and for the whole United States of America, 
with exclusive right and license therein to manufacture, use, and 
vend the said “improvement in shirts,” as described and claimed 

in said letters patent, during the unexpired term of said let- 
5 ters patent, as by the said deed, in court to be produced, if 
required, will more fully appear. 
- And your orators further show unto your honors that your orators 
have always since the said conveyance, and in the exercise 0. the 
_ full and exclusive liberty so granted and conveyed as aforesaid, 
7 eee, used, and vended to others to be used the said insprovement 
Bis. 90 no patented, and have had and maintained until within a short time 
previous to the infringement hereinafter complained of exclusive 
ossession of the said improvement and invention under and by 
ir ne vot anid letters patent, and have never acquiesced in any in- 
agement or invasion of their said rights, and that the right of 
to the exclusive use and enjoyment of said invention, 
aby a letters arent and acquiesced in by the public, 
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GEORGE B. CLUETT ET AL. VS. JOHN MCNEANY ET AL. 


And your orators further represent and charge, upon information 
and belief, that the said John MeNeany, Ed. Elisha Mack, and Wm. 
H. Ticknor, defendants herein, since the issue of said letters patent 
and the said conveyance thereof to your orators as aforesaid, well 
knowing the premises and intending and devising to infringe upon 
and violate the exclusive rights of your orators under and by virtue 
of said letters patent, have been engaged, in the city and county of 
New York and in the city of Brooklyn, county of Kings, in the 
State of New York, and elsewhere within the United States and 
within the jurisdiction of this court, and without any license or au- 
thority so to do, in making, using, and vending large quantities of 
shirts involving the invention secured to your orators as aforesaid 
by or under the said letters patent and said deed—how many your 
orators are unable to state, but pray that the defendants may dis- 

cover and set forth in their-answer to this bill—none of said 
6 articles so made, used, or vended by said defendants havin 

been made by any person or persons authorized or sesenall 
to use the said patented inventions; all of which acts of the said 
defendants-are in flagrant violation of the exclusive rights of your 
orators under and by virtue of said letters patent and the deed 
thereof hereinbefore mentioned; and by means of the premises the 
defendants have infringed upon and still continue to infringe and 
violate the said exclusive rights and privileges of your orators, se- 
cured to them as above stated. 

And your orators further show unto your honors that the shirts 
which have been made and are being made and sold by the defend- 
ants as aforesaid use and employ the elements and devices below 
described, which elements are actually the same as or equivalent to 
those described in an‘d secured by the said letters patent, are com- 
bined and related to each other in the same manner, and are in- 
fringements of said letters patent, to wit: Said shirts consist in some 
instances of the following elements, combined in the following man- 
ner: Ist, a shirt body ; 2d, a‘shirt bosom bound on the outer edge 
with a folded and stitched binding; and, 3d, the shirt bosom at- 
tached to the shirt body by a separate line of stitching through such 
binding, being substantially the same as set forth in the first claim 
of said letters patent. In other instances they consist of, Ist, a shirt 
bosom composed of two or more thicknesses of cloth; 2d, a binding 
on the outer edge of the shirt bosom; and, 3d,a line of stitching 
which secures them to the shirt front, being substantially the same 
as set forth in the second claim of said letters patent. 

In consideration whereof and forasmuch as your orators can only 
have adequate relief in a court of equity, where matters of this na- 

ture are properly cognizable, to the end, therefore, that the 
7 suid defendants may, if they can, show why your orators 

should not have the relief hereby prayed, and that the said 
defendants may, upon oath, to the best and utmost of their knowl- 
edge, remembrance, and belief, full, true, and perfect answer make 
hereto and to such of the several interrogatories hereinafter men- 
tioned and set forth as by the note hereunder written they are re- 
quired to answer—that is to say : 


Ist. Whether ietters patent were not issued to the said Robert 
Cluett, as herein set forth. 

2d. Whether said letters patent were not duly assigned and set 
over unto your orators by a deed duly recorded, and whether your 
orators are not now the sole and exclusive owners thereof. 

3d. Whether the said defendants have not since the issue and 
conveyance of said letters patent as aforesaid made, used, or vended 
various articles made in accordance with the invention covered by 
said letters patent without any license or authority so to do. 

4th. Whether a portion of such articles so made and sold as afore- 
said were not composed of the following elements: 

Ist, a shirt body; 2d, a shirt bosom bound on the outer edge with 
a folded and stitched binding; and, 3d, the shirt bosom stitched to 
the shirt body by a separate line of stitching through such bindirg. 

5th. Whether another portion of such articles so made and sold 
as aforesaid was not composed of the following elements: Ist, a 
shirt bosom composed of two or more thicknesses of cloth; 2d, a 
binding on the outer edge of the shirt bosom; aud, 3d,a line of 
stitching which secures them to the shirt front; and 

6th. What amount of suc articles so made and in accord- 

8 ance witli said invention the defendants have manufactured 

or sold since the date of said conveyance of said letters pat- 

ent and invention, and what profit has been made or derived there- 
from by the said defendants. 

And your orators further pray that the said defendants may be 
forthwith restrained by a writ of injunction issuing out of and 
under the seal of this honorable court from making or vending any 
article involving or embracing or manufactured in pursuance of 
the invention secured to your orators by virtue of said letters patent, 
and from all violation or infringements of the exclusive rights of 
your orators under or by virtue of said letters patent, and that on 
the final hearing of this cause the said injunction may be made 
perpetual. 

And, further, that said defendants may be decreed to account to 
your orators for all profits realized by them from sales of articles 
made pursuant to the said invention, as secured to your orators by 
said letters patent, in violation of the exclusive rights of your ora- 
tors, and also to pay to your orators, in addition to said profits, the 
damages which have been sustained by your orators by reason of 
said infringement; and that your orators may have such other and 
further relief in the premises as the nature of the case may require 
and as may be according to equity and good conscience. 

And may it please your honors to grat to your orators a writ 
of subpoena, to be directed to the said defendants, John McNeany, 
Ed. Elisha Mack, and Wm. M. Ticknor, commanding them at a cer- 
tain day and under a certain penalty to be an‘ appear before this 


» ~ honorable court and then and there full, true, direct, and perfect 


answer to make to all and singular the premses, whether specially 
interrogated thereto or not, and, further, to stand to, abide 

9 by, and perform such further orders, direction, and decrees 
therein as to your honors shall seem meet and proper. 
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GEORGE B. CLUETT ET AL. VS. JOHN MCNEANY ET AL. 6 2 


_ Nore.—Each one of the defendants are required to answer each 
interrogatory. 
(Signed) ROBERT CLUETT. 
(S’g’d) JAMES A. SKILTON, 
Solicitor and of Counsel for Complainants. 


Unitrep States or AMERICA, } rie 
Northern District of New York, 


On this 3rd day of March, 1886, before me, a United States com- 
missioner, personally appeared Robert Cluett, one of the complain- 
ants above named, who, being duly sworn, did depose and say that 
he has heard read the foregoing bill in equity and knows the con- 
tents thereof, and that the same is true of hisown knowledge except 
as to the matters therein stated to be on information and belief, 
and as to those matters he believes it to be true. 


(S’g’d) ROBERT CLUETT. 


Subscribed and sworn to before me this 3rd day of March, 1886. 
(S’g’d) JOHN A. OSBORN, 
U. S. Commissioner, 8. D. N. Y. 


10 (Endorsed :) U.S. cireuit court, southern district of New 
York. George B. Cluett & als. vs. John McNeany & als. Bill 
of complaint. James A. Skilton, compl’ts’ sol’r. 
(File-mark :) U.S. cireuit court. Filed March 23,1886. Timothy 
Griffith, clerk. 
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11 Circuit Court of the United States for the Southern District 
of New York, Second Circuit. 


GrorGce B. Civetr eé al. 


v8. P 
: : -In Eq 
JonHn McNeany, Ep. Evtsoa Mack, and Wm. M. uily 
‘TICKNOR. 


The clerk will please enter my appearance as solicitor for the 
above-named defendants, Ed. Elisha Mack and Wm. M. Ticknor. 
Dated New York, April 19th, 1886. 


Yours, &c., 
T (S’g’d) DAVID TIM, 
Solicitor for Defendants, Ed. Elisha Mack and 
Wm. M. Ticknor, 25 Chamber St., New York City. 


(Endorsed :) U. S. circuit court, southern dist. of New York 
George B. Cluett & al. vs. John MeNeany, Ed. Elisha Mack, and Wm. 
M. Ticknor. Notice of appearance of Ed. Elisha Mack, and Wm. 

M. Ticknor. David Tim, solicitor for defendants, Ed. Elisha 
12 Mack and Wm. M. Ticknor, 25 Chamber St., N. Y. city. 
} | (File-mark :) U.S. cireuit court. Filed Apr. 20, 1886. 
Tim othy Griffith, clerk. es 
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13 Replication. 
United States Circuit Court, Southern District of New York. 


GrorGE B. Ciuert, J. W. ALFRED CLuetTT, and Ros- ) 
ERT CLUETT | 
v8. 
JOHN McNeany, Ep. Erisna Mack, and Wm. M. 
TICKNOR. | 


These repliants, saving and reserving unto themselves all_and all 
manner of advantage of exception to the manifold insufficiencies 
of the said answer, for replication thereunto say that they will aver 
and prove their said bill to be true, certain, and sufficient in the law 
to be answered unto, and that the said answer of the defendants is 


pliants ; without this, that any other matter or thing whatsoever in 
the said answer contained material or effectual in the law to be re- 
plied unto, confessed and avoided, traversed or denied, is true; all 
which matters and things these repliants are and will be ready to 
aver and prove as this honorable court shall direct, and humbly 
pray as in and by their said bill they have already prayed. 
JAMES A. SKILTON, 
Complainants’ Solicitor. 


(Endorsed :) U.S: circuit court, southern dist. of N. Y. Cluett & 
al. vs. McNeany & al. Replication. | 

(File-mark:) U.S. circuit court. Filed June 22,1886. Timothy 
Griffith, clerk. 


14 Circuit Court of the U. S., Southern District of New York. 
In Equity. 


GeorGceE B. Civert, J. W. Atrrep Civuetr, and Roserr CLUETT ) 
against \ 
Jounx McNeayy, Ep. Exisoa Mack, avd Witi1am M. Trcxnor. } 


The answer of Ed. Elisha Mack and William M. Ticknor, respond- 
ents, to the bill of complaint exhibited against them by the 
above-named complainants. 


The respondents, now and at all times hereafter saving and re- 
serving to themselves all and all manner of benefit of exception 
which may be had or taken to the manifold errors, uncertainties, 
imperfections, and insufficiencies of the said bill of complaint, 


is. material or necessary to make answer to, answering, say— 
That upon information and belief alone they admit.that letters 
Eieged is the United States were issued-to a person of the name 
| in this bill,and at the date therein referred to, for an alleged 
on therein referred to; but whether any of the provisions or 


> In Equity. 


uncertain, untrue, and insufficient to be replied unto by these re- 
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GEORGE B. CLUETT ET AL. VS. JOHN MCNEANY ET AL, 


requirements of law were duly or at all complied with they have no 
knowledge or information and cannot set forth and leave the com- 
plainants to make such proof thereof as they may be advised. 

The respondents, further answering, say that they are not advised 
save by the bill of complaint whether said letters patent were as- 
signed to said complainants, as set forth in said bill or otherwise, or 
whether said alleged assignment was duly or at all recorded in the 
Patent Office, and leave the complainants to make such proof thereof 
as they may be advised. 

And the respondents, further answering, deny that they have 
ever at all in any way infringed upon the aforesaid letters patent or 
that they are now infringing upon the same or intend so to do. 

And the respondents, further answering, say that they are in- 
formed and believe that the said letters patent and each and every 
part thereof are void and of no éffect at law, because that. the said 
alleged invention had been prior to said alleged invention or dis- 
‘covery thereof patented by the following-named persons in and by 
the following-named patents : 

U.S. letters patent No. 134,909, granted to A. D. Marr January 
14th, 1873. 

U.S. letters patent No. 146,656, granted to A. Conger January 
20th, 1874. 

U.S. letters patent No. 111,978, granted to A. Salmon Feb. 21, 
1871. 

English letters patent No. 3036, granted to R. A. Ford and W. A. 

Page December 11th, 1860. 
16 English letters patent No. 1725, granted to William Ed- 
ward Newton June 28th, 1865. 

English letters patent No. 92, granted to Peter McIntyre January 
13th, 1864. 

English letters patent No. 1594, granted to Benjamin Nicoll June 
24th, 1864. 

French letters patent No. 97034, granted to A. M. Jay October, 
1872. 

And the respondents, further answering, say that the said letters 
patent and each and every part thereof are void and of no effect in 
law, because that the said alleged invention had been described in 
some printed publication prior to the supposed invention or dis- 
covery thereof by the complainants, to wit, the letters patent last re- 
ferred to. 

And the respondents, further answering, say that the said letters 
song and each and every part thereof are void and of no effect in 
aw, because that the said alleged inventor was not the original and 
first inventor or discoverer of any material or substantial part of the 
said alleged invention or discovery, but that the same and every 
material and substantial part thereof had been previously invented 
and used by and known to the following persons at the places set 
opposite their names respectively, such persons now residing, to the 
best of the respondents’ knowledge and belief, at the places respect- 
ively specified : 

George Richardson, Morris Kohn, Michael C. Hirsh, Jacob Bloch, 
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8 GEORGE B. CLUETT ET AL. VS. JOUN MCNEANY ET AL. 


Samuel Vendig, L. & S. Sternberger, Alexander Sinsheimer, Jacob 
Loeber, Peter Michael, John Sitz, David Wallace, and E. C. Beebe, 
and I". Sache, at the city of Philadelphia and elsewhere in the United 
States, and all of whom now reside in the city of Philadelphia, in the 
State of Pennsylvania. : 

Isaac Frank, Victor H. Rothschild, Albert Burkhardt, Albert 
Aaronson, H. Spiegel, Louis Frank, Jacob Shire, Jacob Wallach and 
Isaac Wallach, M. Ballin, Samuel Stern, Levi Price, Emile Weil, 

Joseph A. Carburg, and Moses Calm and Lemuel Serrell, at 
17 the city of New York and elsewhere in the United States, and 

all of whom now reside in the city, county, and State of New 
York; and Hugh W. McCleilan, at Chatham, New York; Myron E. 
Clarke, at Chatham, New York; H. M. Ford, at Chatham, New York, 
and Daniel Leonard, at Albany, New York. 

And the respondents, further answering, say that the said letters 

tent and each and every part thereof are void and of no effect in 


aw, because that the said alleged invention had been in public use 


and on sale in this country for more than two years before the said 
inventor and patentee made application for a patent therefor, and 
that the same had been abandoned to the public by the said in- 
ventor and patentee, and that the same was previously known to 


the persons heretofore named as having prior knowledge, who reside. 


at the places set opposite their names. 

And the respondents deny that said letters patent or the alleged 
rights of the complainant have ever been at all acknowledged or 
acquiesced in; but, on the contrary, that that the said alleged in- 
vention has been publicly used in defiance and disregard of any 
alleged rights of the complainants. 

And these defendants further allege that, taking into consideration 
the state of the art at the time the said improvement was alleged to 
have been made by the person named in the complaint, the said 
letters patent do not describe or claim any construction the produc- 
tion of which involved anything more than mere mechanical skill, 
and that for this reason the said letters patent do not contain any 
patentable invention and are therefore void. 

For answer to the first and second interrogatories, defendants say 
that they have by their auswer sufficiently replied thereto. 

For answer to the third interrogatory, defendants say “ No.” 

18 = answer to the fourth interrogatory, defendants say 
“ 0.” 
For answer to the fifth interrogatory, the defendants say “ No.” 

For answer to the sixth interrogatory, the defendants say that 
they have by their other answers sufficiently replied thereto. 

And the respondents deny all and all manner of unlawful com bi- 
nation by the said bill charged ; without this, that there is any other 
matter, cause, or thing in the said bill of complaint contained (ma- 
terial or necessury to make answer unto and not herein and hereby 


- well and sufficiently answered, confessed, traversed, and avoided or 
_ denied) true, to the knowledge or belief of the respondents; all 
_ which matters and things the respondents are ready and willing to 
- aver, maintain, and prove as this honorable court shall direct, and 
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humbly pray to be hence dismissed with their reasonable costs and 
; charges in this behalf most wrongfully sustained. 
(S’g’d) ED. ELISHA MACK. 
W. M. TICKNOR. 
DAVID TIM, 
Respondents’ Solicitor. 


LOUIS C. RAEGENER, 
Of Counsel. 


19 Unitep States OF AMERICA, 
Southern District of New York, County of New York. 


On this 10th day of August, one thousand eight hundred and 
eighty five, before me came Ed. Elisha Mack and William M. Tick- 
nor, the above-named respondents, and, being by me duly sworn, 
did each for himself depose and say that he had read the foregoing 
answer, and that the same is-true of his own knowledge except as 
to those matters therein stated to be on information and belief, and 
as to those matters he believes it to be true. 

[NOTARIAL SEAL. ] ALEXANDER SELKIRK, 
Notary Public in and for Albany County, N. Y. 


(Endorsed :) Cireuit court of the United States, southern district 
of New York. George B. Cluett & als. vs. John McNeany & als. 
Answer. David Tim, def’ts’, Mack & Tickuor, solicitor, 25 Cham- 
é bers St., New York. U. S. circuit court. Filed May 24, 1886. 


——— 


Timothy Griffith, clerk. 


20 Cireuit Court of the United States, Southern District of New 
York. In Equity. 


GeorGceE B. Crvuert, J. W. ALFRED CLuert, and Ropert ol 


i, f 


v8. 
Joun McNeany, Ep. EvisHa Mack, and Wiiur1am M. Ticknor. 


Amendment to the Answer in this Cause. 


1. In section 2, on page 4, after the name “ Moses Cohen” and 
| before the words “at the city of New York,” insert “Moses Cahm 
| and Lemuel W. Serrell.” 

2. At the top of page 3, after the words “ January 20, 1874,” and 


before the words “ English letters patent 3036, &c.,” insert “ United 


- States letters patent, A. Salmon, No. 111,978, February 21, 1871, for 
shirts.” 
| We consent to the entry of an order allowing the wi‘hin amend- 
Es "ment to the answer to be filed. 
21 New York, December 7th, 1885. 
JAMES A. SKILTON, 
Compl’ts’ Solicitor. 
DAVID TIM, 
Def’ts’ Solicitor. 


Ordered accordingly. 
New York, December 8th, 1885. 


WM. J. WALLACE, Judge. 
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GEORGE B. CLUETT ET AL. VS. JOHN MCNEANY ET AL. 


Circuit Court of the United States, Southern District of New York. 
In Equity. 


GerorGce B. Civuett, J. W. ALFReD CLuett, and Ropert CLuetr 
v8. 
JoHn McNeany, Ep. Exvisha Mack, and Wira1aAm M. Ticknor. 


Amendment to the Answer in this Cause. 


On the fourth page, after the words “city, county, and State of 
New York,” insert : 
“Hugh W. McClellan, at Chatham, New York. 
“Myron E. Clarke, at Chatham, New York. 
“H. M. Ford, at Chatham, New York. 
“ Daniel Leonard, at Albany, New York. 


22 x Thomas (whose Christian name is not known to these 
defendants, but which they beg leave to insert upon ascer- ) 

- taining the same), at Troy, New York.” ; 
We consent to the entry of an order allowing the within amend- ) 

ment to the answer to be filed. | 


® 

© “begs 
Bs 
Ris 


New York, October 7th, 1885. 


(Signed) JAMES A. SKILTON, 
: Complainants’ Solicitor. 
(Signed) DAVID TIM, 


Defendants’ Solicitor. 


Ordered accordingly. 


New York, October 8th, 1885. | 

| WM. J. WALLACE, Judge. | 

23 Notice of Taking Testimony. 
United States Circuit Court, Southern District of New York. | 


GrorceE B. Crvert, J. W. ALFreD Ciuert, and Ros- ) 
ERT CLUETT 
v8. In Equity. 
JoHN McNeany, Ep. Erisoa Mack, and Wm. M. | 
TIcKNOR. 


_ Srr: Please take notice that we shall proceed to take proofs for 
final hearing herein on behalf of aoieiiolannib under the 67th 
ale in equity, in accordance with the statute in such cases made 
d provided and in accordance with the stipulations entered into | 
n, before Wm. H. Butterworth, a notary public, at his office, 
0. 115 Broadway, N. Y., on Wednesday, August 4, 1886, at 10 | 
a.m. You are invited to attend and cross-examine the 
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The examination will be continued from day to day. 
Dated New York, July 28, 1886. 
JAMES A. SKILTON, 


Solicitor for Complainants. 


To David Tim, solicitor; Louis C. Raegener, of counsel for de- 
fendants. — 


The names of witnesses are as follows: 
Dr. George H. Benjamin, Robert Cluett, and others. 


24 Testimony on Part of Complainants. 
In the United States Circuit Court, Southern District of New York. 


GeorGce B. Crvuert, J. W. ALFReD Ciuett, and Ros- ) 


ERT CLUETT 
v8. } In Equity. 
JoHN McNeany, E. Etuisha Mack, and Wm. M. Trcx- 
NOR. 


Testimony taken on the part of complainants, under and pursuant 
to notice and consent (hereunto annexed), before William H. But- 
terworth, a notary public, at his office, No-115 Broadway, New 
York, on Wednesday, August 4, 1886, at 10 o’clock a. m. 


Present: James A. Skilton, Esq., sulicitor for complainants. 
Adjourned, at the request of counsel for defendants, until Thurs- 
day, August 5, 1886, at the same hour. 
New York, August 5, 1886. 
Met pursuant to adjournment. 
Present: James A. Skilton, Esq. 


Adjourned, by consent, until Friday, August 6, 1886, at the same 
hour. 


25 ; Testimony on Part of Complainanis. 


New YorkK, August 6th, 1886. 
Met pursuant to adjournment. 
Present: James A. Skilton, Esq. 
Adjourned, by consent, to Aug. 16, 1886, at 10 a. m. 
| New York, August 16, 1886. 


Adjourned, by consent, to August 19, 1886, at 10 a.m. Further 
adjourned subject to notice. 
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New York, August 26, 1886. 
Mot, pursuant to notice, at: 10.45 o’clock a. m. 


Present: James A. Skilton, solicitor for complainants; Louis 
C. Raegener, Esq., solicitor for defendants, and George H. Benjamin, 
Esq., the witness. 


It is stipulated and agreed by solicitors and counsel on behalf of 
both parties that in the absence of the notary, William H. Butter- 
worth, who is mentioned in the notices as the notary for taking this 
testimony, the testimony on behaif of complainants herein in re- 
buttal may and shall be taken by and before Edward 8S. Berrall, 
notary public, No. 115 Broadway, New York. 


26 GeorGE H. BenJAmrIn, a witness produced on the part of 
the complainants, was duly sworn and testified as follows: 


@. 1. What is your name, age, residence, and occupation ? 
A. George H. Benjamin. I am 33 years of age. I reside at Short 
Hills, Essex county, New Jersey, and have my office in the city of 
New York. I am by occupation a mechanical engineer. 
Q. 2. Please state what experience you have had in the practice 
of your profession, and also state whether you have been called upon 
to testify in the courts or elsewhere in relation to inventions and 
patents. 
A. I have been engaged in the practice of my profession as me- 
chanical engineer for the past seven years, during which time I have 
been frequently employed to design, construct, operate, and test 
machines of various kinds. I have for the past five years been al- 
most wholly occupied in examining patents, patented devices, and 
machiues, and I have frequently been called upon to give opinions 
or to testify in suits before the Patent Office and United States courts 
regarding the identity or diversity of devices or patented inventions. 
For two years I acted as associate editor of Appleton’s Cyclopedia of 
Applied Mechanics, and while so engaged was brought directly into 
contact with the majority of the manufacturing industries of this 
country and Europe. Many of the articles contained in the said work 
descriptive of machines, manufactures, &c., were prepared and writ- 
ten by me. I am familiar, from personal observation, with the 
methods e:nployed in shirt manufacture, as also with the subsequent 
treatment of the manufactured article prior to its being offered for 
sale or adapted for use. I refer to the process of laundering. 
27. Thearticleon laundering machinery in the before-mentioned 
cyclopedia was written by me. 
Mr. Skilton offers in evidence the Cluett patent here in contest 
_ for an improvement in shirts, No. 156,880, dated Nov. 18, 1874, and 
_ the same is marked Complainants’ Exhibit Cluett Patent, E. 8. B., 
_ motary public; also a certified copy of the assignment of Robert 
 Cluett to George B. Cluett, Brother & Company, and the same is 
— Complainants’ Exhibit Cluett Assignment, E. 8. B., notary 
- pubiic. | 
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Q. 3. Have you examined and are you familiar with the patent 
here in question and with the invention therein deseribed ? 

A. I have frequently examined the patent referred to in the ques- 
tion, which I understand to be complainants’ patent upon which 
this suit is founded. I believe that I thoroughly understand the 
invention described therein, and likewise that I thoroughly under- 
stand the manufacture and uses of the article described therein. 


Mr. Skilton offers in evidence one shirt of the defendants’ manu- 
facture, and the same is marked Complainants’ Exhibit Defendants’ 
Shirt, E. S. B., N. P. 

It is adinitted that the above-mentioned exhibit was manufactured 
and sold by the defendants herein prior to the filing of the bill 
herein and outside of the northern district of New York, within the 
United States. 


Q. 4. Have you examined the Complainants’ Exhibit Defendants’ 

Shirt, E. S. B., N. P., and do you enderstand its method of construc- 
tion ? 

28 A. I have examined the exhibit referred to in the question, 
namely, Complainants’ Exhibit Defendants’ Shirt, and I be- . 

lieve that I thoroughly understand its construction, as also the 

the method of manufacture and use of the said exhibit. 

Q. 5. Please compare the exhibit mentioned in the last question 
with the devices and combination of devices shown and claimed in 
Complainants’ Exhibit Cluett Patent and state whether you find in 
that exhibit substantially the invention claimed in that patent, and 
in giving your answer please state your reasons for any opinions 
you may express. 

A. I have frequently made the comparison called for by the ques- 
tion and I am clearly of the opinion that the defendants’ shirt, as 
illustrated by the Complainants’ Exhibit Defendants’ Shirt referred 
in the question, does contain the invention referred to in both 
claims of complainants’ patent. Referring to the Cluett patent, I 
will first state what I understand to be described and referred to as 
the invention of the two claims of the patent. The patent refers to 
a shirt, and for the purposes of analysis I will divide the invention 
into three parts: First, an improved shirt bosom; second, the 
method of attaching a shirt bosom to a shirt body, and, thirdly, the 
shirt as a completed whole—as an article of manufacture, the shirt 
having a bound and stitched bosom. I understand, further, that 
that the invention relates to a shirt made of a material adapted to 
be laundered to fit it for use—that is to say, a shirt wherein the 
body is of muslin or similar material and in a flexible or semi-flexible 
condition, and wherein the bosom is of one or more lavers of linen 
or similar material and starched, ironed, or otherwise finished to be 
rigid or stiff—a shirt having the features as stated in contradistine- 
tion to a shirt made from a cotton or woollen fabric—such, for in- 

stance, as flannel or knit goods—and wherein the body and 
29 bosom of the shirt are both flexible and intended to be soin 

the finished shirt—that is, a shirt wherein no starch or other — 
stiffening material is employed to put it into condition foruse. LTun- | 
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derstand further that the invention relates to a shirt wherein the 
bosom, when starched and ironed, as in a finished shirt, will lie in 
a plane differing from that occupied by the body of the shirt. I 
understand likewise that the patent relates to and describes a bosom 
made up of one or more layers of suitable material laid smoothly 
over another layer or layers, and so arranged as regards the body 
of the shirt that all the raw, selvedge edges or loose threads or both 
of the bosom or of the shirt body at the point of attachment at the 
bosom shall be concealed or, so to speak, pocketed—that is to say, 
a no free or selvedge edges or lvose tlireads will be left out or open to 
a view. I understand further that the invention relates to the means 
a whereby the raw or selvedge edges and loose threads of the bosom 
and shirt body are pocketed or concealed, such means consisting of 
a binding. The invention as a whole I understand to be for a shirt 
with a bound bosom, a shirt comprising a shirt body and a shirt 
bosom united together through the intermediation of a binding and 
stitching, the arrangement or relation of the several parts being 
such that all the raw or selvedge edges or loose threads are con- 
cealed or pocketed. The objects of the invention may be stated to 
be: Ist,-to avoid the necessity of folding in the raw edges and loose 
threads of the bosom, which I understand to be the method of manu- 
facture commonly employed by the trade or others prior to the in- 
vention of complainants’ device; 2d, by means of the binding to 
stay the bosom, rendering it firmer in itself and léss likely to rumple 
and break ; 3d, to avoid fulling up of any one of the layers compos- 
ing the bosom, which I understand to be a frequent source of 
30 trouble in the older methods of shirt manufacture, all of 
these three features having reference to the preparatory 
stages of the manufacture of the bosom itself; 4th, to furnish a 
ready means of attaching the bosom to the shirt body, thereby facili- 
tuting the manufacture and cheapening the cost; 5th, to strengthen 
the point of attachment between the bosom and the shirt body, 
thereby rendering the bosom better adapted to withstand wear and 
calculated to outlast the shirt body; 6th, to afford greater facility 
for ironing the shirt and less liability to the destruction of the shirt 
bosom in the flattening process of ironing. The devices described 
in complainants’ patent are made up essentially of the following 
elements: First element. A shirt body made of the usual material 
or materials and in the ordinary manner, two forms being shown— 
(A) wherein the front or bosom portion is con‘inuous with and of 
the satne material as the rest of the shirt body; (B) wherein the 
front or bosom portion is cut out to approximately the size and 
shape of a separately made bosom designed to be subsequently ap- 
plied over the opening of the shirt body. Second element. A shirt 
seek of any.desired shape made from one or more layers of any 
suitable material or materials, laid smoothly one over the others and 
aving arranged over the outer edge thereof a folded straight or bias 
nding. Two plans or methods for cutting the layers of the bosom 
e shown and ¢ bed—({C) wherein the layers of the bosom are 
the sanie size and their edges are covered by a binding, this style 
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tinuous front, of the style shown in Fig. 4 of the drawings of com- 
plainant’s patent, and attached to said body by a single line of 
stitching. In this arrangement of parts the front of the shirt body 
serves as an extra layer or backing for the bosom. This form 

of bosom may, bowever, be used with a shirt body having 
ol a cut-out front, as shown in figure 11 of the drawings of com- 

plainants’ patent; (D) wherein all the layers of the bosom 
are of the same size, or wherein the bottom or back layer is slightly 
larger than.the others, and wherein all the layers, except the back 
layer, are included between the edges of the binding. This form of 
bosom is adapted to be applied to a shirt body having a cut-out 
front, as shown in figure 11 of the drawings of complainants’ patent, 
the back layer of tle bosom in this case being the equivalent for the 
shirt body, as described ip the, former instance. Two methods of 
attaching this style of bosom to the shirt body are described. The 
first method consisting in stitching the back layer of the bosom to 
the shirt body, the raw edges of the superior layers of the bosom 
being bound with a folded binding, and subsequently attaching or 
connecting the whole to the body of the shirt by a line of stitching 


which completes the binding. ‘The second method consisting of at- . 


taching the bosom to the shirt body by a single line of stitching 
passing through the binding, or, the binding, the included edges of 
the shirt bosom, the back layer of the bosom, and the shirt Leds: 
A third method is indicated, which consists in first stitching the 
back layer of the bosom to the shirt body, and subsequently com- 
pleting by binding the whole. Third element: A binding. The 
specification deseribes and the patent relates to a binding formed 
from a straight or biased strip of material, which is not limited as 
to width, aud which may be applied in any convenient manner, so 
long as it perfurms its office, which I understand to be the pocket- 
ing or covering of the raw edges and loose threads of the bosom or 
bosom and shirt body. The binding is described as folded. This 
I understand to refer to the edges of the binding. The binding, I 
understand, is to be attached to the shirt bosom by a line of stitch- 
ing. ‘The position of the line of stitching which secures the 
32 binding to the shirt bosom | do not consider to be material, 
so long as it serves a like purpose. I am of the opinion that 
the position of the line of stitching which secures the back layer of 
the bosom to the shirt body is not material, providing the result be 
the same. Iam of the opinion that the position of the line of stitch- 
ing which secures the bosom to the shirt body is not material, so 
long as the conjunction of parts brought into relation thereby is 
substantially the sume. I um clearly of the opinien that the bind- 
ing—the office of which being taken into consideration, namely, to 
practically pocket and conceal the raw selvedge edges and loose 
threads of the shirt bosom and the shirt body—may be arranged 
and secured in a number of different ways, depending upon obvious 
changes in the relation of the bosom to the shirt body or the shirt 
body to the bosom, without departing from the character and intent 
of the invention. 
The first claim of the patent, I understafd, refers to the article of 
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manufacture—the shirt, as a whole, comprising a shirt body and a 
shirt bosom attached to said shirt body through the intermediation 
of a folded and stitched binding and one or more lines of stitclies. 
The second claim I understand likewise to be for an article of 
manufacture, comprising a shirt body and a shirt bosom, bound on 
the outer edge with a binding and attached to said shirt body. 
When I compare Complainants’ Exhibit Defendants’ Shirt with 
the device shown and described in complainants’ patent I find that 
it is in all respects substantially identical, and contains all the ele- 
ments of complainants’ device, to wit, a shirt body, a shirt bosom, a 
binding covering the raw edges of said bosom and attached thereto 
by a line of stitching, and said binding and bosom attached to the 
shirt body by a line of stitching passing through the binding and 
shirt body absolutely identical.' Taking the elements indi- 
83 vidually, we have, first, a shirt body with a closed front; sec- 
ond, a shirt bosom formed of one or more layers; and, thirdly, 
a binding covering the raw and loose edges and concealing and 
pocketing the raw edges and loose threads of the bosom and two 
lines of stitching, one of which secures the binding to the shirt 
bosom and the second securing the bosom to the shirt body. In 
addition to the elements as described, a second and supplemental 
binding surrounds the two upper layers of the bosom and is secured 
thereto by a line of stitching, and such upper layers of the bosom 
are secured to the third and lower layer by another line of stitch- 
ing. In the exhibit I have marked the body of the shirt as A, the 
lower layer of the bosom B, and the two upper layers of the bosom 
C and D respectively, the binding which secures the bosom to the 
shirt body as E, and the line of stitching which secures the shirt 
bosom to the shirt body as O, and the line of stitching which secures 
the two upper layers of the bosom to the bottom layeras F. It will 
be eceeeed that neither the line of stitching which secures the bind- 
ing to the two upper layers of the bosom, or the line of stitching 
which secures the two upper layers of the bosom to the third or 
im lower layer of the bosom, passed through the body of the shirt, and 
' that the bosom as a whole, namely, the three layers, is secured to 
_ the body of the shirt by the line of stitching O, which passes through 
the outer edge of the binding, and also by the outer edges of the 
bosom being secured in the seams of the sleeves and shoulders; the 
third or lower layer of the bosomn is somewhat larger and differently 
eck shaped from that shown in the Cluett patent, but it is in all respects 
_ similar in function. I am clearly of the opinion that the change in 
size and shape of the lower layer of the bosom is merelv a question 
of degree ; oo ype ag the same office in exactly the same way, is 
secured to the shirt in the same manner, and I consider the 
84 #8 arrangement of parts shown being an evident attempt to 
' avoid the construction shown in complainants’ patent, and 
n all essential particulars an equivalent therefor. The additional 
ding and rows of stitching may be considered purely supple- 
al and additional elements. 
tating the objects of the invention in your last auswer 
use you refer to the strengthening of the point of at- 
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tachment between the bosom and the shirt body. Please explain 
the object of increasing the strength of the parts at that point and 
make use of any shirt in your possession in making the explana- 
tion. 

A. Prior to the date of complainants’ patent the method commonly 
eniployed to secure a bosom to a shirt body was to insert the edge 
of the shirt body between the layers of the bosom, securing the 
whole by a line of stitching passing through the outer and folded 
edges of the layers of the shirt bosom and the included shirt body. 
The edge of the shirt body, which was inserted between the two 
layers of the bosom, was preserved flat, and it frequently happened, 
in the process of manufacture, that the line of stitching which passed 
cheetah the layers of the bosom and the shirt body but barely 
caught the included layer of the shirt body; in other words, but 
very little of the material of the shirt body was within the line of 
stitching; as a result, any strain would tear the body from the bosom 
by giving way of the edge of the body; and, further, the outer layer 
of the bosom being of linen and adapted to be stiffly starched and 
the outer edge of the bosom turned inward at the junction with the 
shirt body, the edge of the bosom formed a sharp and cutting edge, 
this difficulty being increased with each subsequent laundering of 
the article, it will be readily understood, with the shirt in use and 

on the body of the wearer, the bosom stiff and the body semi- 
35 flexible, that the body was constantly rabbed or pushed over 

the sharp cutting edge of the bosom. The device described 
in complainants’ patent shows a bosom with a thickened edge, thick- 
ened by reason of the folded edges of the bosom of the shirt body, 
of the bosom and shirt body, or of the bosom and the binding, or 
of the bosom, the shirt body,and the binding. The thickened edges 
absorb the starch, and no amount of subsequent ironing would be 
likely to produce a cutting edge around the bosom. The strength- 
ening is further assisted by the relation of the parts, and any strain 
to which the article is subjected will be borne by several thicknesses 
of material instead of one, as in the case described. 


Witness offers in evidence a shirt showing the construction and 
method of manufacture as previously employed and in use prior to 
complainants’ invention. 

The same is marked Complainants’ Exhibit Benjamin’s Shirt 
No. 1, E. 8. B., N. P. 


Q. 7. Please explain the object or function of the additional piece 
found at the edge of the bosom ia the Exhibit Benjamin Shirt No. 1. 

A. I understand the question to refer to the portion of material 
surrounding the bosom, placed under the shirt body, and secured 
to the bosom by its inner edge and to the shirt body by its outer 
edge. This piece forms what is known in the trade as a reinforce, 
a strengthening piece, and I understaud its object to be to strengthen 
the attachment of the shirt body to the bosom. In the exhibit, at 
the point marked A at the back of the bosom, I have separated at 
one edge and cut out the reinforce so as to show the single layer of 
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the shirt body as attached to the bosom, and to show how 
36 weak such a junction between the parts is or will become 
with slight use. 

Q. 8. In describing the office of the “ third element; a binding,” 
you mention “pocketing or covering of the raw edges and loose 
threads of the bosom or bosom and shirt body.” Will you please 
explain the function of pocketing referred to, using any model you 
may have for purposes of illustration ? 

A. Referring to Complainants’ Exhibit Benjamin Shirt No. |, at 
the point marked B on the front of the bosom of said exhibit I have 
separated the line of stitches which connects the bosom to the shirt 
body. It will be seen that the edge of the shirt body is left free 
between the layersof the shirt bosom. By free I mean that the edge 
of the shirt body is not folded, turned upon itself or included ; that 
the loose threads of the edge are free and uncontrolled. By holding 
the exhibit between the observer and the light these loose and free 
threads can be seen all around the edge of the shirt bosom and be- 
tween the two layers of the bosom. With the device in use this 
condition becomes aggravated; the process of laundering tends to 
further separate these threads, and which, so to speak, run together 
so as to form knots which readily absorb starch and which render 
it quite impossible to produce a smooth and even finish on the sur- 
face of the shirt bosom. I understand the office of the “ third ele- 
ment, the binding,” to be to include such raw edges and loose threads, 
and to limit their position to the edge of the shirt bosom, thereby 

rendering these very loose threads, which in the first instance were 
objectionable, a benefit by causing them to increase the thickness 
of the edge of the bosom to serve the purpose set forth in my answer 
to question 7. 

Q. 9. The Cluett patent here in question refers to the binding as 
“cut bias, diagonally, or straight from the piece, so as to turn 
37 the curves of the bosom.” Please explain the action of the 
bias-cut binding in the connection referred to and compare 

it with that of the straight-cut binding. 

A. By a straight-cut binding I understand a portion of material 
in which the threads run parallel and longitudinal; by a bias bind- 
ing, in which the threads are parallel and run diagonally across the 
binding, the practical effect of which is that a straight binding will 
not stretch, while a bias binding has considerable elasticitv. In op- 
plying a straight binding to a curved bosom and in turning the 
curve the binding has to be folded upon itself. It cannot be 
run on smoothly, and I am not aware of any mechanical binder 

which will apply such a binding to a curved shirt bosom, whereas 

-_ in the case of a bias binding the elasticity of the binding is such 

__ that it readily follows tle edge of the bosom without doubling upon 

‘itself and ean be readily applied by all of the mechanical binders 

now in use by the trade. The shirt bosom bound by the bias bind- 
t presents a smooth, even edge. 


psel for complainants offers in evidence the two strips of cloth, 
t straight and the other cut bias, and the same are marked as 
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Complainants’ Exhibit Straight Binding Strip, E. 8. B., N. P., and 
and Complainants’ Exhibit Bias Binding Strip, E. 8. B., N. P. 

Complainants’ counsel also offers in evidence the shirt used by 
the witness in connection with his several foregoing answers, and 
the same is marked Complainants’ Exhibit Benjamin Shirt No. 1., 
E. S. B., N. P. 


38 Q. 10. What experience, if any, have you had in connection 
with laundering establishments and machinery ? 

A. I am generally familiar with the majority of the laundering 
machinery in use at the present day and which has been used by 
the trade. I have been consulted as to the best forms of machinery 
for use and have submitted plans and have superintended the con- 
struction of laundries, one of which plans was adopted and erected 
at a large shirt-manufacturing establishment at Bordentown, New 
Jersey. I am geaerally familiar with the process of laundering 
shirts by hand and machinery, and have been consulted in relation 
to machinery for shirt ironing and finishing. 


Direct examination closed. 


Cross-examination : 


X Q. 11. What other methods to secure a bosom to a shirt body, 
other than the method described by you in answer 6, were employed 
prior to the date of complainants’ patent ? 

A. The method described by me in answer to question 6 is the 
metbod which was commonly employed, as shown by the state of the 
art. My examination of the state of the art, made with a view to 
instructing myself relative to the methods employed prior to com- 
plainants’ invention, does not show any other method or methods 
which differ materially from that described in my answer. 

X Q. 12. Then if there were other methods emploved you are not 
familiar with them ? 

A. My answer has been based upon the state of theart. If other 
metiods were in use they are not shown therein and I am not fa- 
miliar with them. 

X Q. 13. In your last answer but one you indicate that there 

are methods with which you are ‘amiliar, but which, you 
39 state, do not materially differ from the one employed in Ben- 

jamin shirt No. 1 and described by you. To what methods 
have you reference? 

A. I have reference more particularly to folded or pleated bosom, 
square, or a plain bosom likewise square on its lower edge laid over 
a shirt body—that is, a.shirt body with a continuous front, the edges 
af the bosom being first turned in and the whole secuied over the 
body of the shirt. 

X Q. 14. Is it not a fact that when the edges of theseveral layers 
of a bosom are turned in and under that this would prevent the rav- 
eling referred to in your previous answers” 

A. No; I do not think—in fact, I know from personal experience 
that it does not. The process of washing and starching a bosom 
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a tends to rub the layers of the bosom together and so increase the 

_ fraying or the straying of the threads of the selvedge edges. 

X Q. 15. What barm would result to the bosom or the appear- 
ance of the bosom if the loose edges of a bosom in which the edges 
are turned in and under, as referred to in the last question, should 
unravel ? 

A. In answer to a previous question in the direct examination I 
stated that the threads tend to bunch up and absorb starch and to 
form rough spots, destroying the appearance and finish of the bosom. 

X Q. 16. Supposing that this were so in a shirt bosom with the 
edges turned under, would not the appearance of these bunches of 
clotted starch be less visible in this kind of shirt than in the Ben- 
jamin shirt No. 1? 

A. No; I don’t see that it would make any difference. 1 under- 
stand the question to refer to a shirt bosom made of two or more 
layers. As a consequence, the outer edge of the outer layer of the 
bosom would come between the outer layer and the second layer, 

and consequently the loose threads of this layer of the bosom, 

40 as also the back layer of the bosom, would be in the position 

' referred to. If anything, this arrangement would tend to 
ravate the difficulty. 
Q. 17. At the date of the Cluett patent it was old to sew shirt 
bosoms to shirt bodies, was it not? 

A. It was. 

X Q. 18. Do you mean to be understood that it was new or that 
it was invention at the time of the Cluett patent to put a binding 
upon a shirt bosom ? 

A. Detached shirt bosoms had Leen bound previous to the date 
of complainants’ patent, but 1 am not aware that a bound shirt 
bosom was sbelied tu a shirt body and the parts so associated as to 

conceal all the raw or ragged edges of theshirt bosom or shirt body 
and shirt bosom. 

X Q. 19. Can you conceive of a bosom bound with a strip of 
Ts in which the raw edges of the bosom would not be con- 
cea: 

A. That depends altogether upon how the binding was put on. 

X Q. 20. I did not ask what it depended on; but, if you can con- 
ceive of such a bosom, please describe the same. 

A. Witness does not consider that he is called upon to exert his 
inventive faculties. To oblige the counsel for the defendant he, 
however, will describe such a bosom. Given a flatshirt bosom, turn 
_ the edges in for a distance, say, of halfan inch; given a binding having 
its folded and turned over the foided edge of the shirt bosom 

~ and that portion of the binding which comes under the edge of the 
shirt bosom one-quarter of an inch in width, as a consequence 
_ that portion of the shirt bosom which is turned under would extend 
'. towards the centre of theshirt bosom one-quarter of an inch further 
than the binding, and consequently would be free and ex- 
41 XQ 21. Is it not a fact that you cannot conceive of a 
+ practical shirt-maker putting e binding upon a shirt bosom 
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in which the raw edges would not be concealed, and have yo" not 
in your last answer been obliged to exert your imaginative abilities 
to describe a thoroughly impractical shirt which even you, not being 
a shirt-maker, would not think of making were you called upon to 
make a shirt? 

A. I have personally examined sliirts made subsequent to the 
date of complainants’ patent, which were made almost identical with 
the device described in my last answer, there being but a single 
difference, to wit, that portion of the binding which comes under 
the bosom was not folded on itself; as a consequence the raw edge of 
the binding was left exposed and free underneath the shirt bosom. 
~ X Q. 22. But all of these devices have been made use of since the 
Cluett patent, and if the Clugtt patent is good and valid are but 
colorable devices for the purpose of getting around thesame. Is not 
that so? My question had reference to the date of the Cluett in- 
vention or prior to the same. 

A. In answer to the first portion of this question, I am of the 
opinion that the various devices consisting of a shirt bosom, a shirt 
body, and a binding, where assembled and wherein the edges of the 
parts aud loose threads were left free or partially pocketed, were 
palpable attempts to avoid the construction or intent of the inven- 


tion described in the Cluett patent. The second portion of the ~ ~ 


question is not definite and cannot be answered. 

X Q. 23. Then you admit that the shirt described by you in 
which the edges of the bosom are turned under about half an inch 
is an impractical shirt, and even if there are shirts made similar to 
the one described by you, if it were not for the Cluett patent no one 
would think of making that kind of a shirt? 


A. I do not admit the premises. I have not construed the © 


42 Cluett patent to cover shirt bosoms or the combination of a 

shirt bosom and shirt body aud a binding to be for the whole 
where the loose threads and edges are free, and in answer to my 
»revious question I had in view a shirt bosom where the edges or 
cams threads of the shirt bosom or shirt body were in effect con- 
cealed. 

X Q. 24. Referring to your previous answer, and especially to that 
art which says, “I have not construed the Cluett patent,” &c., “ to 
e for the whole where the loose threads and edges are free,” do you 

mean to be understood that in the Cluett patent the binding under 
the several layers of the bosom must be turned in? 

A. I do not construe the Cluett patent to describe a binding 
which necessarily must be turned under. The office of the binding — 
is to include certain of the edges, but not necessarily the whole. 
The conjunction of the binding and the shirt body may in effect 
include the others. 

X Q. 25. Then shirts could be made under the Cluett patent in 
which the edges of the bosom layers could unravel and absorb the 
starch ? 

A. I[ have not so stated. 

X Q. 26. What have you stated ? “ 

A. My answers referred to a shirt with a laid-on bosom of twoor ~ 
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E more layers and a binding wherein the outer edge of the binding 
g was folded and turned over the lavers of the bosom and between 
the bosom and the shirt body ; the bosom secured to the shirt body 
by one or more lines of stitching, the second line of stitching pass- 
ing through the shirt bosom and shirt body ; or, supposing a line of 
stitching to be at the outer edge of the bosom, the free edge of the 
binding between the bosom and shirt body would be practically in- 
cluded tetween the two lines of stitching, and thus in effect limited 
to its position and thereby prevented from straying across the front 
of the bosom. 

X Q. 27. At the date of the Cluett patent how were bosoms 
bound 3 | 

43 A. Detached bosoms or dickies entirely separated from the 
shirt were bound with a strip of material folded on their 
outer edge and stitched to the bosom by a line of stitching passing 
through the inner edge of the outer fold of the binding, the bosom, 
and the under edge of the binding. 

X Q. 28: In such detached bosoms or dickies bound as described 
the different layers of the bosom—that is, the edges—were con- 
cealed and the unraveling of the same was prevented or concealed, 
was it not? 

A. It was. 

X Q. 29. Will you please make a diagram of these detached 
bound bosoms or dickies in use before the date of the Cluett 
patent? : 

A. I have made such a diagram, in elevation and in section, of a 
bound bosom which [ had in mind in making my former answers. 
I have, however, no personal knewledge nor am I aware that the 
state of the art prior to the Cluett petent reveals any such device. 


The same is marked for identification Benjamin Detached Bosom, 
E. 8. B., N. P. 


X Q. 30. How wide was the binding shown on this bosom ?° 

A. Varying. in width—depending on the taste of the maker—from 

a quarter to half an inch. | 

Q. 31. Given this detached bosom or dicky, bound as described 

by you and in use before the date of the Cluett patent, how would 

you sew the same upon a shirt body? 

A. The question implies a knowledge on my part of what I would 

haye done in 1874, and it is very possible that at that time, even 

supposing that such a bosom had existed, that it would never have 

occurred to me to sew it on at all. 

44 X Q. 32. But if you had been retained as an expert and re- 

ceived a liberal compensation and were given this bound 

- dicky with the request to sew the same or suggest a method of sew- 
_ same upon a shirt body, what would you have suggested 

and where would you have placed the stitch? I refer to the time 

date of the Cluett patent. 

A. My opinion at the ary date, 1886, after heving made a 
sareful examination of all the patents relating to skirts granted 
nce the date of the Cluett: patent, undoubtedly has the efiect to 
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ah pray my judgment at the present date. What I would do if I 
rad not the knowledge I now have it is quite impossible for me to 
say. 

X Q. 33. Would not the most natural way of sewing such a de- 
tached bosom or dicky upon a shirt body be by putting a second 
row of stitches through the binding onto the body of the shirt? To 
that I would like an answer yes or no. 

A. Witness is unable to answer yes or no to the question, as he is 
unable to decipher the process of reasoning upon which the ques- 
tion is based. 

X Q. 34. The process of reasoning has very little to do with the ~ 
question of how you would sew a dicky described and drawn by 
you to ashirt body. Leaving out of the question the time and tak- 
ing your present knowledge of the art into consideration, I ask you 
how you would sew such a’ bosom upon a shirt body, and whether 
you can suggest any conceivable and other practical way of sewing 
— a dicky upon a shirt body than by a second stitch through the 

inding. 

A. It I were called upon to attach a bosom to a shirt body I 
should want to know the object it was intended to accomplish by so 
sewing such a bosom to the shirt body. If the counsel for the de- 
fendants will specify the kind of shirt body he has reference to I 
will endeavor to answer the question. 

X Q. 35. I repeat my question and ask whether you can 

45 conceive to-day of any other practical way of sewing that 

dicky upon a shirt body thau by a second row of stitches 
through the binding. 

A. Yes; I can conceive several. A line of stitches could be so 
arranged as to pass through the bosom and shirt body within the 
binding—not touch the binding; second, a line of stitches passing 
down the centre of the bosom. 

X Q. 36. Supposing the binding of the dicky referred to were a 
half an inch, ean you couceive of any other way of fastening such a 
dicky to the shirt body except by a second line of stitches through 
the binding? 

A. Lean. Given a shirt with a bound bosom, the width of the 
binding being immaterial, it being simply a question of degree, such 
bosom could be attached to the shirt body bya line of stitching 
passing through the bosom and the shirt body and within the line 
of stitching which secures the binding to the bosom, and substan- 
tially as shown in Complainants’ Exhibit Defendants’ Shirt, which 
I have examined. 

X Q 37. Taking your last answer into consideration, and if at the 
time of the Cluett patent it was not new to stick on dickies, as de- 
scribed by you, on a shirt body with a stitch inside of or away from 
the binding, would it have been new to have attached a shirt m 
to the shirt body as shown and described in the Cluett patent? 

A. I have construed the Cluett patent to be for.the article as a 
whole, a completed shirt, in which the edges and loose threads of 
the bosom or bosom and shirt body were pocketed or, in effect, in- 
cluded. Tam not aware of any shirt made prior to the complainants’ 
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patent arranged as described in the question, to wit, a shirt body 
and a shirt bosom provided with a binding. The Cluett patent is 
the first in the state of the art that I am aware of which shows a 
bound bosom attached to a shirt body in any manner—that is, 
wherein the shirt is adapted to be laundried to be finished. 
46 X Q. 38. I repeat former question, with the additional 
statement that it is a hypothetical question; that it does not 
assuine that at the time of the Cluett patent it was not new to stitch 
bound bosoms upon shirt bodies with the stitch inside of the bind- 
ing; but, assuming that it was not new, whether it would have been 
new at the time of the Cluett patent to have attached a shirt bosom 
to the shirt body as shown and described in the Cluett patent? I 
do not mean to imply that vou have testified at any time that bound 
dickies or bound-bosom shirts were sewed upon shirt bodies. The 
dicky referred to in my previous question is a detached bosom 
marked Benjamin Detached Bosom, for identification, E. S. B., 


Question objected to on the ground that is capable of more than 
one interpretation, and, further, for the reason that it does uot spec- 
ify as to the arrangement or disposition of the material composing 
the shirt body or of the material composing the shirt bosom; and 
counsel for complainants suggests that for the sake of clearness and 
certainty counsel for defendants submit to the witness either the 
model of a shirt in regard to which he would inquire or a sketch 
representing the relations of the parts completely as to which he 
desires to be infurmed, in order to prevent ambiguity and conse- 
quent misunderstanding. 


A. Supposing that it was not new to attach a dicky such as I 
have drawn to a shirt body, I am clearly of the opinion that it would 
have been new to attaclhi a bound bosom by the methods described 

in complainants’ patent. My reasons for this opinion are 
47 that the complainants’ patent describes three several modes 

in which a bosom can be attached to a shirt body, in each of 
which the intent of the mode and the disposition of the several parts 
had an effect to and was for the purpose of not only securing the 
bosom to the shirt body, but also including or practically conceal- 
ing the raw or selvedge edges and loose threads. I do not see that 
the arrangement suggested in the question, taking the dicky as 
drawn by me, would have in effect produced the same result—that 
is, the completed article in its entirety would have differed in a 
measure from the completed article in complainants’ patent. 

X Q. 39. Supposing that prior to the date of the Cluett patent 
bound dickies similar to the one drawn by you had been sewed to 
shirt bodies, and the seam attaching the dicky to the shirt body 
had been inside of the binding, would it bave been new or inven- 
tion at the date of the Cluett patent to sew a bound dicky similar 
to the one drawn by you upon a shirt body, the seam attaching the 
dicky to the shirt body being on the binding, the construction re- 
ferred to resembling figure 3 of the Cluett patent, the dicky being 
represented by the bosom in figure 3? 
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A. The arrangement decribed in the question differs from that 
shown in figure 3 of complainants’ patent. I am of the opinion 
that it would have been new to have attached the bosom to a shirt 
body in the manner shown and described in complainants’ patent. 
My reason for this opinion is that the line of stitching shown in 
figure 3 of complainants’ patent does more than merely attach the 
bosom to the shirt body. In other words, it secures the bosom and 
at the same time includes the raw and selvedge edges of the several 
parts. 

X Q. 40. Former question repeated, with the request to answer the 
same with a yesor no. The point whether the binding or in the 

dicky in figure 3 covers a raw or selvedge edges, or whether 
48 the dicky or bound bosom shown in figure 3 was round or 

square or consisted of several layers of material or one, may, 
for the. purpose of the question, be entirely left out of considera- 
tion. 

A. 1 am of the opinion that there was clearly invention, and 
would answer the question by yes without reservation. 

X Q. 41. Then I understand you to say clearly and without 
reservation that, if at the date of the Cluett patent bound dickies 
were sewed to shirt bodies, the stitch sewing the bound dicky to the 
shirt body being inside of and not on the binding, it wouid have, 
nevertheless, been new and required invention to sewa bound dicky 
upon a shirt body, the seam sewing the dicky to the body being on 
the binding? Please answer the question by yes or no; and if I 
have misunderstoud you please confine yourself to pointing out in 
what respect, and do not answer the balance of the question for the 
present. 

A. Counsel for the defendants seems not to have understood my 
answers to the foregoing questions. I have stated decidedly that it 
was my opinion that the method of attaching a bound bosom to a 
shirt body by a line of stitching passing through the binding was 
new and did require invention, providing such line of stitching per- 
formed a new office and produced a new result, not shown in the 
arrangement supposed in the question. 

X Q. 42. Will you please point out what you mean in your last 
answer that counsel for defendant seems not to have understood 
your foregoing answers? And point out specifically in what re- 
spects this failure on his part relates to. 

A. Counsel for defendants has asked me whether I considered it 
invention to attach the bosum to the shirt body by a line of stitch- 
ing differently placed from that supposed in his hypothetical ques- 

tion. I have endeavored to answer the question in my pre- 
49 vious answer, which I repeat: That if the line of stitching, 
by being differently placed, produce a new result, thereby 
making a better article, that there is no question as to the inven- 
tion. I don’t see how I can answer the question any more plainly. 

X Q. 43. Referring to the detached bosom marked Benjamin De- 
tached Bosom, for identification, E. 8. B., N. P., what did the binding 
there shown cover? 
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A. The binding shown in the sketch by me covered the edges of 
the two layers of bosom. 

X Q. 44. Now, supposing that the dicky referred to in your former 
answer had been sewed upon a shirt body by a stiteh inside and not 
on the binding prior to the date of the Cluett patent, would it have 
been invention or new to have sewed such a dicky upon a shirt 
body by a separate line of stitching running through the bind- 
ing ? 

A. It would have been new, for the reason that such_a line of 
stitching running through the binding would have produced a new 
result. 

X Q. 45. Were the raw and selvedge edges in the Benjamin de- 
tached bosom pocketed and covered by the binding so as to prevent 
their unraveling? 

A. The edges of the bosom were covered and pocketed by the 
binding, and consequently would have prevented unraveling. 

X Q. 46. Now, then, will you tell us what you mean in your last 
answer but one when vou state that such line of stitching running 
through the binding would have produced a new result? Please 
explain the new result. 

A. I have made a sketch showing two views, marked figures 1 
and 2, horizontal sections through a shirt bosom and a shirt body. 
Referring to figure 1, a a represent the two layers of the bosom and 
b the shirt body and c the binding; d, the first line of stitching, se- 

cures the binding to the bosom, and f the line of stitching 
50 which secures the bosom of the shirt body, this being the 

arrangement supposed in the Lypothetical question. It will 
be observed that the binding which covers the edge of the bosom is 
folded at its upper edge, m: arked h, and is left free on its lowe r edge, 
marked g; consequently the line of stitching f which passes through 
the bosom and the shirt body does not include the point g of the 
binding, which is consequently left free and in a position to unravel. 
The eoevenge edge, in other words, is not pocketed. Referring to 
figure 2, the same letters indicate the same parts. It will be observed 
that the point g of the binding is included by the line of stitching 
f, which passes through the binding, the bosom, and the shirt body, 
thereby in effect pocketing or concealing the raw and selvedge g 

The sketches made by witness are marked Benjamin Detached 
Bosom and body No. 2, for identification, E. S. B., N. P. 


XQ. 47. You know the meaning of the term shop device, do 
you ? 

A. I do. 

X Q. 48. Undoubtedly you are familiar with a large number of 
shop devices? 

A. Lam. 

X Q. 49. Now, do you really mean to be understood as saying 
that if at the date of the Cluett patent it was old to sew shirt bosoms 
to shirt bodies, and it was also old to bind shirt bosoms, detached 
bosoms, or dickies with a binding covering the raw or selvedged 
edges of the different layers of the bound bosom or dicky, that it 
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was more than the commonest and simplest kind of a shop device 
to sew a bound bosom in any form upon a shirt body by a 

5] separate line of stitching through such binding? Please an- 
swer this question by yes or no. 


Counsel for the complainants objects to the question on the ground 
of ambiguity. 


A. Lam of the opinion that it was more than a shop device to 
make the change suggested in the question, and I arrive at this 
opinion from the fact that the prior state of the art prior to the 
Cluett patent does not disclose any such arrangement, and, further, 
that the arrangement as suggested has been extensively copied by 
the entire trade. I think there is nothing so true in the whole his- 
tory of invention as that arrangements which seem most evident 
after having been seen are the least likely to be putin practice and 
remain the longest undiscovered. 

X Q. 50. When did the manufacture of shirts in large quantities 
in factories begin ? 

A. I am not poSitive as to dates. 

X Q. 51. Wasn’t it about 1870? 

A. From 1870 to ’72, somewhere. 

X Q. 52. Before 1870 or "72 the wholesale manufacture of shirts 
in large quantities was comparatively unknown and small estab- 
lishments fitted-customers and made a dozen or more shirts for each 
customer. Is not that so? 

A. I don’t know anything about it. I have no recollection as to 
dates in the matter. Shirt factories may have been in existence in 
1850. All I remember, my attention was first called to the matter 
i 1870 or 1872. 

X Q. 53. Before open-back-laundered-completed shirts came into 
common use what kind of white shirts were in use? 

A. Ihave no personal knowledge in the matter, as open-back 

shirts came into use when I was very young. 
52 X Q. 54. Isn’t it a fact that on or about the years ’68, ’69, 
and ’70, 71 open-back white laundered shirts first came into 
common use? 

A. I am only able to answer the question by hearsay. I believe 
that the dates stated are in all probability correct. 

X Q. 55. Please describe to us flannel-bosom shirts in use at or 
about the time of the Cluett invention. 

A. An article of wearing apparel made of flannel shaped as a 
shirt was in use at the date of complainants’ patent. It was made 
of soft, flexible flannel, and consisted of a back, a front, yoke, collar, 
sleeves, and cuffs, open in front, I believe. 

X Q. 56. Deseribe the bosom. 

A. The bosom was integral, with the front all of one piece. 

X Q. 57. Please describe the ruffle-bosom shirts in use prior to the 
Cluett invention. 


Question objected to as incompetent on cross-examination, and if 
the counsel for defendants desires to test the knowledge of the wit- 
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ness he is requested to submit a model or sample of the shirt of 
which he inquires. 


A. I understand that a shirt was made consisting of a shirt body 
with a cut-out front, and a shirt bosom formed of a single layer of 
linen separated into a number of ruffles, the ruffling running verti- 
cally or horizontally with the shirt bosom. | have also seen shirts 
where the bosom was divided into a number of parts, each part en- 
closing a ruffle—an open-front shirt—and the ruffling attachec te 
the body of the bosom by stitching in any suitable manner. 


Recess. 


53 X Q. 58. These shirts described by you were bound, were 
they not? 

A. I have no personal knowledge to that effect. 

X Q. 59. Please tell us what other devices of attaching shirt bosoms 
to shirt bodies besides the one shown in Benjamin shirt No. 1 were 
in use prior to the date of the Cluett patent? 

A. Folded or pleated bosoms were in use prior to the date of com- 
plainants’ patent, and in some instances were sewn over the shirt 
body—that is, the edge of the bosom turned in anda line of stitching 
passing along the edge of the bosom and through the shirt body, 
this form in contradistinction to the form described by me and 
shown in Benjamin shirt No. 1. . 

X Q. 60. A re you familiar with other devices besides those men- 
tioned by you?” 

A. Two forms described by me are those which I understand to 
have been generally in use prior to the date of complainants’ patent, 
and are all which in the prior state of the art have any bearing in 
regard to the question in controversy. 

X Q. 62. Please make a diagram of the two varieties of shirts re- 
ferred to in your previous answer, showing the different styles of 
attaching shirt bosoms to bodies prior to the Cluett patent. 

A. I have made such diagram showing two horizontal sections, 
figure 1 showing a shirt body with an open or cut-out front and a 
bosom formed of two layers, B B, having their edges turned in and 
so arranged as regards the body of the ‘shirt that the edge of the 
shirt body lies between the plies of the bosom, and free, the whole 
adapted to be connected together by means of the line of stitching 
D. This shirt opens at the back. Figure 2 shows a shirt body, §, 
with a single bosom—that is, one of a single layer—applied over the 
shirt body,a pleated bosom, the edges of which are turned in and 

left free and the bosom attached to the shirt body by the line 
54 of stitches D. The letter C indicates the pleats of the bosom. 
This is an open-front shirt. 


The drawing is marked Benjamin Exhibit R, for identification, 


E. S. B., N. P. 


X Q. 63. In view of your former testimony, I presume that your 
opinion is that the raw edges of the bosom shown in figure 1 and 
figure 2 would unravel? 
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A. In the subsequent process of laundering, the raw edges would 
undoubtedly unravel. 

X Q. 64. Please look at Defendants’-Exhibit Salmon Patent, De- 
cember 23, 1885, L. T., N. P., and state in what way you find the 
bosom attached to the shirt body. 


Question objected to as incompetent on the ground that the patent 
is the best evidence of the fact called for. 


A. I have examined the patent referred to in the question and I 
find a shirt body and a shirt bosom, the bosom being below the 
lever of the shirt body; the edges of the shirt body appear to be 
turned in and under,and the bosom is connected to the shirt by 
two lines of stitching passing through the shirt body and shirt 
bosom, thus leaving the raw and selvedge edges of both the bosom 
and the shirt body free on the under side of the shirt. 

X. Q. 65. This patent is prior to the date of the Cluett patent, is it 
not? 

A. Yes. 

X Q. 66. It is a different device than either of the two shown by 
you in Benjamin Exhibit R, is it not? 

A. It is. 

55 X Q. 67. Now, inasmuch as your investigation of the state 

of the art is based mainly, if not altogether, upon an exam- 
ination of patents obtained prior to the Cluett patent and you have 
failed to point out this mode of attachment, is it not possible that 
there were hundreds of different modes of attachment, so-called shop 
devices, in vogue and in use in the manufacture of shirts long prior 
to this Cluett patent, but which the alleged inventors of these devices 
did not patent, and with which, therefore, you would not be familiar? 


A. It is impossible for me to state what shop devices existed prior 
to the date of complainants’ patent, neither is it reasonable to ex- 
pect that I should be fully conversant with all the details of the 
large number of patents relating to shirts and preceding that of 
complainants. My attention has been directed to patents which 
bear in some detail or part upon complainants’ device, and as the 
last patent, namely, that of Salmon, by me described does not, In 
my opinion, have any bearing upon that of complainants, I have 
not paid any especial attention to it, and therefore did not include 
it among the methods for attaching shirt bosoms which had come 
into general use. 

X Q. 68. Do you deliberately call that part of the layer B in 
Complainants’ Exhibit Defendants’ Shirt between the binding E 
and the binding including layers C and D a part of the bosom in 
the same sense that a bosom is shown and described in the Cluett 
patent and numbers of other shirt patents” 


The last clause in the foregoing question objected to as indefinite. 


A. I most certainly do. The portion B serves as the back layer 
of the bosom. It is likewise the medium through which a line of 
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stitching passes to connect the bosom as a whole to the shirt 
4) body. It therefore has all the functions substantially and 

identically the same as the back layer of the bosom described 
in the Cluett device. Claim-1 of the Cluett patent neither defines 
the style, shape, or size of the shirt bosom or of the layers of the 
shirt bosom. That the laver B has any additional function to that 
of acting as tlhe back layer is,in my opinion, absolutely immaterial. 
In regard tothe latter portion of the question I can make no defi- 
nite reply. All sizes, shapes, and conditions of bosoms have been 
made, and I ¢annot answer more definitely without specific refer- 
ences. 

X Q. 69. Can you show in any one of the several. hundred shirt 
patents which complainants’ counsel has here present in a bound 
volume where a part similar to the portion Breferred to in the pre- 
vious question is cailed bosom or part of a bosom ? 

A. The state of the art shows a great variety of bosoms, such, for 
instance, as patent No. 65596, G. B. Perkins; No. 135,424, O. Gow- 
ing: No. 135,478, C. W. Jenks; No. 136,771, J. A. Seriven; No. 
142,212, T. M. Denham; No. 143,108, W. B. Watson; No. 146,972, 
I. Zacharias; No. 157,890, F. A. Tormey; No. 163,984, 8S. S. Fleish- 
man; No. 215,442, T. M. and E. Denham; No. 219,284, I. H. Mam- 
bert; No. 253,483, F. C. Mott; No. 254,833, H. W. Messer. The 
above are all [ am able to enumerate in rapidly running over 
the volume of patents. The last three patenis cited relate more 
particularly to the question, the others being cited to show variation 
in bosoms. 


Cross-examination closed. 


Counsel for complainants here offers in evidence the letters 

57 patent No. 219,284 granted to I. H. Mambert September 2, 

1879, and the same is marked Complainants’ Exhibit Mam- 

bert Patent, E. 8. B., N. P., and he also gives notice under the stat- 

ute that at the hearing he will refer toand read the Mambert patent 

above mentioned as found in the monthly volume printed and cir- 
culated by the Commissioner of Patents. 


Redirect examination: 


R. D. Q. 70. Did you have any particular shirt in mind in mak- 
ing your answer to X Q.13? And, if yes, please point out the 
same. 

A. I had in mind the construction of shirt and bosom shown and 


described in U. 8S. patent No. 153,367, dated July 31st, 1874, J. H. ° 


Myers, inventor. The method of turning in the edges of the ex- 
ternal layer of the bosom before securing to the shirt body is prac- 
tically the same as was commonly in use prior to date of complain- 
ants’ patent. 

R. D. Q. 71. In cross-question 35 you are asked if you could con- 
ceive of any other practical way of sewing a dicky upon a shirt 
bosom than by a second row of stitching through the binding. Has 


| 
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any other method of securing such a dicky to a shirt body occurred 
to you since the last meeting? And, if so, please describe it. 


Objected to as not a proper question on the redirect examination. 


A. I said in answer to cross-question 35 that I could conceive of 
several, and I mentioned one method which could be used. I had 
in mind several others at the same time, one of which was to secure 

the bosom to the shirt body by stitching the upper edge of 
58 the bosom—that is, the portion at the neck—to the shirt 

body at the neck, thus leaving the lower part of the bosom 
free from the shirt. 

R. D. Q. 72. Referring to your answer to cross-question 46, what 
do you mean in describing figure 2, in the latter part of the answer, 
by the statement that the “ point g of the binding is included,” €e.? 

A. Referring to my answer to cross-question 46, I stated that g 
referred to the free edge of the building arranged under the layers 
of the shirt bosom—that is, if a bias or straight strip were used. 
Figures 1 and 2 of the drawing show the relation of this point g to 
the body of the shirt when the article is finished. Thus I described 
figure 1, the point g as external to the layers of the shirt body and 
not within the line of stitching f; in other words, free on the out- 
side of the shirt and in a condition to unravel. In figure 2 T have 
shown the point g within the line of stitching f, and thus in prac- 
tically the same position as would be occupied by the selvedge edges 
were the shirt formed in accordance with the method shown in 
Benjamin shirt No. 1, and by pocketing and concealing—as stated 
in the last line of my answer to cross-question 46—I bad reference 
to pocketing and concealing as regards the external surface or part 
of the completed shirt in eontradistinction to pocketing and con- 
cealing of the raw and selvedge edges so that such edges should 
not stray, as described by me in construing the Cluett patent. The 
edges g are pocketed, so far as. the external surface of the shirt is 
concerned, but not so far as the shirt bosom and shirt body when 
combined are affected thereby. 

R. D. Q. 73. The arrangement shown in the sketch Benjamin de- 
tached bosom and body No. 2, what is the structure shown—that 
of an ancient shirt, made prior to the patent, or a mere hypothetical 

shirt, which ? 
o9 A. A purely hypothetical shirt, an arrangement supposed 
by the counsel for defendant. 

R. D. Q. 74. Referring to your explanation of the “ Exhibit Sal- 
mon Patent,” will you please explain in detail the condition of the 
raw and selvedge edges of the bosom and shirt body ? 

A. Referring to figure 3 of the Salmon patent, which is stated to 
to be a horizontal section illustrating the manner of forming the 
seam for connecting the bosom to the shirt body, the shirt bosom 
appears in the drawing as but a single layer, and [ do not find any 
statement in the specification that more than a single layer is used. 
The edges of this layer are left free and uncontrolled. The edges of 
the shirt boly, which are turned under and over the shirt bosom, 
extend beyond the edges of the shirt bosom and are also free and 
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uncontrolled ; as a result, the completed shirt would have a double 
selvedge edge free on the underpart of the shirt, in a condition to 
absorb starch, and probably be a source of irritation to the wearer. 


Redirect examination closed. 


Recross-examination : 


R. X Q. 75. Referring to U.S. patent 153,367, July 31,1874, J. H. 
Myers, figure 4, there are two rows of stitches through the bosom, 
uniting the bosom with the body, are there not? 

A. I do not so understand the drawing. I find one row of stitch- 
ing through the layers of the bosom—that is, the outer ply of the 
bosom is turned over the second layer and a line of stitching secures 
the two layers together, and a second line of stitching secures the 
bosom to the shirt body. 

R. X Q. 76. Referring to Benjamin detached bosom and body 
No. 2, the unravelling of the loose edge of the binding at the point 

g would be prevented, would it not, if the lower part of the 
60 binding were turned in similar to the upper part of the bind- 
ing at h? 

A. It would prevent unravelling, and. if so formed, would be in 
effect identical with the device shown in the wiuett patent—practi- 
cally the same thing. 

R. X Q. 77. At the date of the Cluett patent it was, therefore, old 
to sew shirt bosoms to shirt bodies by two rows of stitching, one 


‘ row of stitching uniting the two layers of the bosom, as shown in 


the Myers patent, and the other line of stitching uniting the two 
layers of the bosom to the shirt body? 

A. It was old at the date of the Cluett patent to secure unbound 
bosoms to shirt bodies by two or more lines of stitching. 

R. X Q. 78. It was also old at the date of the Cluett patent to bind 
a detached bosom or dicky with a strip of binding? 

A. If counsel will explain what he means by a strip of binding I 
will answer the question. 

R. X Q. 79. At the date of the Cluett patent it was old to bind 
two or more layers in a detached bosom or dicky with a strip of 
material, pocketing the loose or selvedge edges of the layers of the 
bosom, was it not? 

A. The term “strip of material” is not definite. If the counsel 
will explain what he means by “strip of material” I will answer 
the question. 

R. X Q. 80. (Question repeated, with the request to the witness to 
point out in what respect the question is unintelligible to him asan 
expert, in view of the previous examination.) 

A. A strip of matertml may be a plain strip or it may bea bias 
strip. I prefer to make my answer definite,and I prefer the counsel 
to make bis question specific. 


Recross-examination closed. 
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61 Re-redirect examination: 


R. R. D. Q. 81. In your answer to Q. 27 you use tlie expression 
“a strip of material folded on their outer edge and stitched to the 
bosom by a line of stitching.” Will you please define what you 
mean by a strip of material? 

A. I am not aware that dickies or detached bosoms were made 
prior to or at the date of the Cluett patent and provided with a 
binding made of a piece of material, either bias or straight. In an- 
swer to cross-question 27 I used the words “ strip of material folded 
on the outer edge ”—that is, the strip of material which bound the 
bosom folded on its outer edge; and in making this answer I had 
in mind cross-question 19, which asked me to conceive of such a 
bosom. My answer, therefore, to cross-question 27 was made under 
a misapprehension, and the drawing marked Benjamin Detached 
Bosom, E. 8. B., N. P., having been made at thesame time, must be 
viewed in the light of this correction. So far as I am_ personally 
aware and so far as the state of the art has disclosed, a tape or braid 
binding was the style of binding used prior and at the date of com- 
plainants’ patent. Such a binding is shown ate, figures 1 and 2, 
of U.S. letters patent No. 156,155, dated October 20th, 1874, George 
EK. Hall, inventor. 

R. R. D. Q. 82. In answer to X Q.-36 you. refer to a method of 
attaching the bosom to the shirt body by a line of stitching passing 
through the bosom and the shirt body and within the line of stitch- 
ing which secures the binding to the bosom, and refer to the Com- 
plainants’ Exhibit Defendants’ Shirt. Please explain the meaning 
of the language quoted in that answer 

A. Referring to Complainants’ Exhibit Defendants’ Shirt, the 
line of stitching S is shown connecting the two upper layers of the 

bosom with the third or lower layer, producing what is 
62 known as a fly-edge. The exhibit does not strictly show the 

construction unless we consider the third layer of the bosom 
as the equivalent of the shirt front. ‘The resemblance is sufficiently 
near to explain what I meant. 

Testimoniy of this witness closed. 


GEORGE H. BENJAMIN. 


Sworn to before me this 3lst day of August, 1886. 
[ SEAL. ] EDWARD 8S. BERRALL, 
. Notary Public, Kings Co. 


Cert. filed N. Y. Co. 


Adjourned subject to notice. 
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63 In the United States Circuit Court, Southern District of New 
York. 


GeorGE B. Cuvert, J. W. ALFRED CivetT, and RoBerr ) 

CLUETT 

US. - >In Equity. 
JOHN McNeany, E. Evisha Mack, and Wo. M. Tick- | 
NOR. j 


Testimony taken on the part of defendants, pursuant to stipulation 
herein and notice, in a parlor of the Fifth Avenue Hotel, on Fifth 
street, Troy, New York, on Wednesday, September 15, 1886, at 12 
o’clock tn. 


Present: James A. Skilton, Esq., of counsel for complainants ; 
Louis C. Raegener, Esq., of counsel for defendants. 


Isaac H. MamBert, a witness produced on the part of defend- 
ants, being duly sworn, deposes and says: 


Q. 1. What is your name, age, residence, and occupation ? 

A. Isaac H. Mambert; age, 43; 117 South Hawk, Albany; occu- 
pation, foreman of the factory of Mack & Company, the defendants. 

Q. 2. In what industry have you been engaged during the last 
twenty years? 

A. In the shirt and collar business continuously except about six 
months. 

Q. 3. What positions did you occupy during that time? 

A. I was cutter, manufacturer of goods myself,and am now super- 
intendent of the shirt and collar department for Mack & Com- 

pany. 
64 Q. 4. Please look at Complainants’ Exhibit Defendants’ 
Shirt, E. 5. B., N. P., and state what you find, and give a de- 
scription of its several parts. 

A. I find when I examine it that it is a round-bosom shirt, 
usually called shield-shaped, a two-ply bosom consisting of the 
layers C and D, the upper layer, D, being made of linen and the 
lower layer, C, of cotton. The bosom is sewed on the reinforcement 
B, the object of whichis to strengthen the shirt and also gives 
weight to the shirt; also it saves wearing out where the suspenders 
strike across. 

Q. 5. Complainants’ expert has claimed that the reinforcement in 
part B was a part of the shirt bosom, and that the shirt bosom was 
connected to the shirt body by means of the line of stitches E and 
QO. Do youagree with him? And, if not, please state your reason. 

A. I donot. In the first place, if B was the bosom there would 
be no object in putting Cand D onto it. Cand D is the bosom 
proper, known so because it is pleated and stitched and attached to 
the shirt, and it is also known that a bosom is always ironed and 
starched with a heavy finish. The bosom is usually made of linen 
and cotton, the upper layer linen and the under cotton; also the in- 
terply of cotton where there is three-ply, and sometimes of linen. In 
this shirt the bosom proper is two-ply, the upper layer, D, being of 
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linen. Cis what is known as beetle cotton. The outside of the 
bosom or reinforcement B we never starched, or rather not rub it, 
merely iron it, the same as we do the-rest of the body of the shirt, 

where with the bosom we dip and rub to make it stiff and 
65 give ita high finish. If Bon this shirt was the bosom there 

would be no object to put on C and D; it would be an extra 
expense. 


Direct examination closed. 


Cross-examination by Mr. SKILTON: 


X Q. 6. Please give the names of the firms with or by whom you 
have been employed in the shirt and collar industry. 

A. Fields & White, collar manufacturers, of Troy. They were: 
George b. Cluett, Brothers &€ Company; Hermann, Aukam & Com- 
pany, of New York ; Coon, & Van Valkenburg; Sanford & Robin- 
son; Corning & Company, now Corning & Barker. From there I 
went in business for inyself. Then for six months I was in the ex- 
press business, and then I went to Mack & Company, where I am 
how. 

X Q. 7. Please state what years you were with these different con- 
cerns, in the order of the vears. 

A. In 1865 I was with Fields & White, and [ think the same 
year with Cluett; then back again to Fields & White, same year, 
and I think the following year I went to Aukatn’s; and that same 
year—the following year—I went to Coon & Van Valkenburgh; 
with them, I was three or four years. I went from there to San- 
ford & Robinson—about 1870, I should judge—with them two 
yeers. During a year I worked at piece-work off and on for Gallop 
& Company. From there to Mr. Corning’s. I was there four years. 
Went from Corning into business for myself,in the Centennial! year 
or the year before. I remained in business for myself until some 
time in 1879; then I went into business again with Rankin & Com- 
pany for about a year. All this was in Troy. Then I took the ex- 
press business for six months—in that neighborhood ; then | went 
to Mack & Company on the 3d of April, 1882. 1 have been there 

ever since. 
66 X Q. 8. Are you the patentee of letters patent No. 219,284 
of the United States, dated September 2, 1879? 

A. Iam. 

X Q. —. Where were you employed, and how, when you applied 
for that patent? 

A. Was in business for myself. 

X Q. 10. What are the terms used in the trade or art to indicate 
the starched or bosom part of the laundered shirt? 

A. It is the part of the bosom that is pleated and stitched. Be- 
fore it is attached it is called a shirt front. 


Recess till 1.30. 


X Q. 11. Is not the industry of making shirt bosoms frequently a 
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separate manufacture distinct from the manufacture or making of 
other parts of the shirt ? 

A. It is. 

X Q. 12. What are the articles so manufactured called ? 

A. Shirt fronts. 

X Q. 13. Is this term “shirt fronts” applied in the trade to both 
set-on and to set-in bosoms—that is, to bosoms that are secured 
upon the shirt body as well as those that are secured in an open- 
ing or cut made in the shirt to receive them, or intended to be 
so secured ? 

A. Yes. 

X Q. 14. Please examine Complainants’ Exhibit Defendants’ Shirt 
and point out and indicate by some mark that portion which con- 
stitutes the front part of the shirt body. 

A. A and B both area portion of the body. 

X Q. 15. Is not the part “A,” which extends underneath the part 
“B” as well as under the parts “C” and “ D,” the front part of the 
body proper of the shirt? 

A. Part of the body of the shirt. 
67 X Q. 16. Is not this part “A,” since it is continuous from 
side to side and from the neck-band to the bottom of the front 
flap, the front part of the body proper of this Exhibit Defendants’ 
Shirt? 

A. It is a part of the front. Band A make the front body of this 
shirt. 

X Q. 17. If the part “B” were absent in the defendants’ shirt, 
and only the parts “A,” “©,” and “D” were left, then “A” would 
be the front body proper, would it not? 

A. Yes, sir. 

X Q. 18. Do you call the back ply of a set-on bosom a part of the 
body, or is ita part of the bosom proper? 

A. Part of the bosom. 

X Q. 19. Why do you call it a part of the bosom in that case, in- 
stead of a part of the body ? 

A. Because it is made separate and applied to the body after- 
wards. 


X Q. 20. How are the parts in “ defendant’s shirt” marked “ B,” 


“CU,” and “D” made and applied? Are they not made first and 
applied afterwards ? 

A. They are. 

X Q. 21. Then in that respect they are made and applied in the 
same way as the bosom with its back ply, as you have just described, 
are they not? 

A. B, C, and D are made separate and applied afterwards. 

X Q. 22. Then “B,” “C,” and “D” are made and applied in 
the same wfy that a bosom or front provided with a back ply is 
made and applied, is not that so—that is to say, in both instances 
the parts referred to are first made separately and afterwards applied 
or secured upon the front portion of the shirt body in the case of a 
set-on bosom shirt ? 
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They are made separately and set on afterwards in both in- 
stances. 
X Q. 23. Can you point out any differences between a set-on 
68 bosom and this structure composed of the parts “ B,” “C,” 
and “ D,” set onto the shirt bedv, except the greater width of 
the part “B” in this instance over the ordin: ary width of the back 
ply of a set-on bosom ? 

A. If B were part of the bosom it would be cut right off here at 
the edge of C and D and be made separately with the bosom. 

X Q. 24. Well, it is made separately, this part “B,” with the 
bosom, as you have already testified, is it not? 

A. Yes. 

X Q. 25. The parts ““C” and“ D” are secured to the part “B” 
before the combined ited are secured to the shirt body, are they 
not? 

In this exhibit they are. 

X Q. 26. And these, “ B,” “C,” and “ D,” are secured together by 
a line of stitching as are the three parts of a three-ply bosom, con- 
sisting of a front layer of linen, an interlining or layer, and a back 
ply, are they not—that is, there is a line of stitching employed in 
‘ach case to secure the three layers or plies of material together, is 
there not, before they are put on the shirt? 

A. In this exhibit there is a line of stitching which seeures the 
bosom to the reinforcement. 

X Q. 27. And in this exhibit these three parts—the bosom and 
what you eall the reinforce—are secured together by the line of 
stitching referred to in your last answer before the completed struct- 
ure is secured to the front portion of the shirt? 

A. Yes. 

X Q. 28. When isthe binding marked “ E” in “defendants’ shirt” 


applied to the edge of the part “BY?” Is that done before parts “ B,” 
“C.” and “D” are secured to the shirt body or afterward ? 
4 ? 


A. It is done before “C” and “ D” are applied to “ 
69 X Q. 29. When is the part marked “E” on the dei of 
the part “C” and “ D” applied? 

A. After the center pleat or box pleat is pleated and stitcbed and 
before the line of stitching 5 is applied. 

X Q. 30. When in the order of stitches is the outer line of stitches 
through the binding “ E” applied ? 

A. It is the last. 

X Q. 31. It is this last or outer line of stitching through the bind- 
ing “ E” that secures the lower part of the part “B” — well as of 
the part “C” and “D” to the shirt body, is it not? 

A. The outer edge of the stitching of “ E” secures the reinforce- 
ment to the body of the shirt; the lower parts, C and D, are fastened 
to B—sew ed to B. 

X Q. 32. Please point out any other line of stitching, except the 
outer line through the binding “ E,” through or by means of which 
parts—lower parts—of “C” and “ D” are secured to the shirt body, 


if such there be. 
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A. The stitching on C and D is secured to the reinforcement B, 
and the stitching across the yoke also holds bosom. 

X Q. 33. Are the lower parts of C and D opposite the binding E 
secured to the shirt body by any other line of stitching or held to 


the body by any other line of stitching except the outer line of 


stitching through the binding “* E?” | 

A. Only with the stitching across the yoke,and the neck-band as 
well. 

X Q. 34. In letters patent No. 219,284 I find the following lan- 
guage: “Instead of forming the shirt in two parts, as above de- 
scribed, the shirt front may be cut as usual and the part be applied 
in proper position over the upper part of the front of the®shirt and 
stitched thereto, the brace in this case being formed by turning 

under the curved edge D and sewing it to the shirt front.” 
70 Will you please explain this language, in view of the inter- 

pretation you have given in yeur testimony herein of the 
parts “A,” “ B,” “C,” and “ D” and the binding thereon ? 

A. Well, this section may be cut solid just as this is and the 
bosom laid on. 

X Q. 35. What do you mean by “ this section ?” 

A. This part marked B and this here B can be cut whole or it can 
be cut in sections. 

X Q. 36. Is this all the answer you have to make to X Q. 34? 

A. I don’t know that I can explain it any clearer than that. 

X Q. 37. What do you understand the language I have just 
quoted in X Q. 34 from the specification of your patent to mean ? 

A. I take it to mean that we can cut the shirt like tnis and lay 
the bosom on here. 

X Q. 38. Do you understand that the language I have quoted 
from the specification of your patent describes a method of making 
a shirt like defendants’ shirt ? 

A. No, sir; I do not. 

X Q. 39. What does it describe, then, in comparison with defend- 
ants’ shirt: or, in other words, how should-the Exhibit Defendants’ 
Shirt be altered to correspond to the description contained in the 
part already quoted ? 

A. Cut this section right apart. The language quoted in the 
question does not describe Complainants’ Exhibit Defendants’ Shirt. 

X Q. 40. Then what does it describe? In your answer indicate 
what your reply is by comparing Complainants’ Exhibit Defend- 
ants’ Shirt with the shirt made according to that quotation. 

A. The modified shirt described in the quoted language of the 
patent—the edge of B is turned down and under and sewed onto A 

and there is no other binding. 
71 X Q. 41. According to which of the methods shown in 
these letters patent No. 219,284 is Complainants’ Exhibit De- 
fendants’ Shirt made? 

A. It is an imitation of figure 1 shown in said patent. 

X Q. 42. In what respect is it an imitation, and what do you mean 
by “imitation ?” 

A. By binding the reinforcement in the same manner. 
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X Q. 43. What is the object of the part marked D in your pat- 
ent? 

A. It is a binding intended to strengthen the shirt, and also adds 
to the looks. 


Cross-examination closed. 


Redirect examination by Mr. RAEGENER: 


R. D. Q. 44. The layers C and D are united together, are they not, 
before they are attached to B? 

A. They are. ! 

RK. D. Q. 45. The wristbands are made separately, are they not, 
before they are attached to the shirt ? 

A. They are. 


Redirect examination closed. 


Recross-examination by Mr. SKILTON: 


R. X Q. 46. By what means are the parts C and D attached to- 
gether before they are attached to the part B,as you have just 
stated ? , 

A. In this case the defendants’ shirt, the bosom marked D and C, 
is secured together by the binding “ E” before it is put on B. 

R. X Q. 47. Do you still adhere to the order in which the differ- 
ent lines of stitches are made in defendants’ shirt, as stated in 
your cross-examinatiov, and huve you correctly stated that order 
therein ? 

72 Question objected to as not proper cross-examination. 


A. I have numbered the stitches in order, from 1 to 5, as they are 
made and as that exhibit is constructed. 

R. X Q. 48. Please state what your duties are as employee of Mack 
& Company in connection with the manufacture of shirts like Com- 
plainauts’ Exhibit Defendants’ Shirt. 

A. General superintendent; give out work and inspect the same 
on its return. 

R. X Q. 49 Are you familiar with the entire process or order of 
proceeding in the manufacture of shirts like Complainants’ Exhibit 
Defendants’ Shirt ? 

A. Yes, sir; I am. 

ISAAC H. MAMBERT. 


Sworn to before we this 15th day of September, 1886. 
O. S. INGRAM, 
Notary Public, Troy, N. Y. 
Defendants here close their testimony in this case. 


73 At a stated term of the circuit court of the United States 
of America in and for the southern district of New York, held 
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at the United States court-rooms, in the city of New York, on the 9th 
day of June, one thousand eight hundred and eighty-seven. 
Present: Hon. Alfred C. Coxe, judge. 


GEORGE B. Ciuert,J. W. ALFrep Ciuert, and Ropert CLvetr, ) 
Complainants, 
against 
JoHN McNeany, Epwarp Enisaa Mack, & WititamM M. Toe: | 
Nor, Defendants. 


This cause having come regularly on for final hearing on the bill 

of complaint and the answer and replication and on the 

74 proofs taken on the part of the complainants in the presence 

of James A. Skilton, Esq., of counsel for complainants, and 

Louis C. Raegener, Esq., of counsel for defendants, and said James 

A. Skilton, Esq., having been heard on behalf of complainants and 

said Louis C. Raegener, Esq., having been heard on behalf of the 
defendants : 

Now, therefore, upon consideration thereof and due deliberation 
had and upon motion of David Tim, solicitor for defendants, it is 
ordered, adjudged, and decreed that said bill of complaint be, and 
the same hereby is, dismissed with costs to the defendants, to be 
taxed by the clerk of this court. 

(Signed) ALFRED C. COXE. 


(Endorsed :) U. 8. circuit court, southern district of N: Y. George 
B. Cluett & al., complainants, against Edward E. Mack et al., defend- 
ants. Final decree. David Tim, solicitor for def’ts, 25 Chambers 
St., N. Y. city. (File-mark:) U. S. circuit court. Filed June 10, 
1887. ‘Timothy Griffith, clerk. 


79 Circuit Court of the United States, Southern District of New 
York. 
GeorGE B. Crivuett & als. 


vs. In Equity. 
JoHN McNgeany & als. 


lt is hereby stipulated that the foregoing may constitute the rec- 
ord to be sent by the clerk of this court to the Supreme Court of the 
United States on the appeal to said Supreme Court in the above-en- 
titled cause; and it is further stipulated that the exhibits in the 
cause may be retained in the possession of the clerk of this court 
until the hearing on appeal in said Supreme Court. The foregoing 
stipulation is made without prejudice to any motion to be hereafter 
ES made to corrrect said record, if any errors shall be found to be con- 
“a tained therein. 


New York, October 7, 1887. 
(S’g’d) JAMES A. SKILTON, 
Sol’r and of Counsel for Complainants. 
(S’g’d) DAVID TIM, 


Sol’r for Def’ts. 


(Endorsed :) Filed October 10, 1887. 
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In the Cireuit Court of the United States, Southern District 
of New York. 


GEORGE B. Ciuert, J. W. ALFRED CLUetT, and ROBERT 
CLUETT 
vs. In Equity. 
Joun McNeany, Ep. Exvisoa Mack, and Wm. M. 
TICKNOR. 


Uo 


On appeal to the United States Supreme Court. 


It is hereby stipulated and agreed on behalf of, by, and between 
the parties hereto as follows: 

1. That the testimony taken on behalf of complainants in the case 
of George B. Cluett et al. vs..Horace B. Claflin & al., in this circuit, 
may be read and used at the hearing of the apveal herein as if 
taken and prinied as a part of the record in this case, and with full 
force and effect as such. 

2. That the testimony taken on behalf of defendants in the case 
of George B. Cluett & al. vs. Horace B. Claflin ef al., in this 
53? case, and with full force and effect as such. 
Dated New York, October 8, 1889. 


(S’g'd) JAMES 8S. SKILTON, 
Of Counsel with Compl'’ts. 
(S’g’d) DAVID TIM, 


Sol’r for Def’ts. 
(File-mark :) Filed October 10, 1887. 


76 Circuit Court of the United States, Southern District of New 


York. 


GeorGE B. Civett, J. W. ALFRED CLUETT, and RoBert ) 
CLUETT 
vs. 
JoHN McNeany, Ep. Enisha Mack, and 
Tr K NOR. 


| In Equity. 
Ww. M. No. VOidd. 


To the Honorable Supreme Court of the United States: 


The petition of George b. Cluett, J. W. Alfred Cluett, and Robert 
Cluett, complainants, respectfully showeth— 
That on or about the 23rd day of March, 1886, the above-named 
complainants filed their bill in the circuit court of the United 
States for the southern district of New York against the above- 
named defendants; that it was alleged in said bill that the com- 
plainants were the owners of certain letters patent for new and use- 
ful improvements in shirts therein designated; that the defendants 
had infringed the said letters patent; and the bill prayed for an in- 
junction enjoining the defendants from infringing the said 
patented invention, and an account of the gains, profits, and 
damages arising from said infringement. 

That on or about the 24th day of May, 1886, the defendants filed 
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an answer herein denying that they had infringed said letters pat- 
ent, alleging that the same were invalid, and in other respects trav- 
ersing the allegations of the said bill; that proofs on behalf of com- 
plainants and defendants were duly taken, and the cause was heard 
before his honor Judge Coxe at the February term, 1887, of said 
court, and on the 10th day of June, 1887, a final decree was entered 
herein whereby it was adjudged and decreed that the said bill be 
dismissed and that the defendants have judgment for their costs, 
and that judgment was duly entered in favor of defendants in the 
sum of one hundred and thirty-eight dollars and_sixty-nine cents 
($138.69) on the 21st day of June, 1887, and the same has not been 
satisfied. 

Wherefore these complainants appeal from the whole of said de- 
cree of said circuit court, and respectfully pray that the said 
decree, thé pleadings, proofs, and other proceedings, or such 

78 part and so much thereof as may be agreed upon by the 
solicitors and counsel for the respective parties hereto, may 
be sent to the Supreme Court of the United States, and that said 
Supreme Court will proceed to hear the said cause anew, and that 
the decree of the circuit court and every part thereof may be re- 
versed and such decree made as to said Supreme Court shall seem 
just, and that pending said decree the issue of execution herein may 
be stayed. 
(S’g’d) JAMES A. SKILTON,. 
Solicitor and of Counsel for Complainants and Appellants. 
‘ 


Allowed by— 
(S’g’d) ADDISON BROWN. 


79 Supreme Court of the' United States. 
Circuit Court of the United States, Southern District of New York. 


GEORGE B. Ciuett, J. W. ALFRED CLUETT, 
and Ropert CLuEetTtT 
<, ‘ome rin Equity. No. 3777 
JoHN McNeany, Ep. Evisua Mack, and 
Wm. M. Ticknor. | 


Know all men by these presents that we, Henry G. Fisk and 
George I’. Miller, both of the city, county, and State of New York, 
are held and firmly bound unto the above-named John McNeany, 
Ed. Elisha Mack, and Wm. M. Ticknor in the sum of two thousand 
dollars ($2,000); for the payment of which, well and truly to be 
made, we bind ourselves and each of us, our and each of our heirs, 
executors, and administrators, jointly and severally, firmly by these 


presents. 
Sealed with our seals and dated the first day of July, 1887. 
80 The condition of this obligation is such that whereas the 


said John MecNeany, Ed. Elisha Mack, and Wm. M. Ticknor 
have obtained a decree in the circuit court of the United States for 
the southern district of New York dismissing the bill of complaint 
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of the said George B. Cluett, J. W. Alfred Cluett, and Robert Cluett; 
and for costs, which said decree was entered on the 10th day of June, 
1887; and whereas the said George B. Cluett, J. W. Alfred Cluett, 
and Robert Cluett, in order to obtain reversal of the same, have 
obtained the allowance of a petition of appeal to the Supreme Court 
of the United States: 

Now, therefore, if the above-named George B. Cluett, J. W. Alfred 
Cluett and Robert Cluett shalt prosecute their said appeal to effect 
and shall answer the amount of the judgment obtained. by the de- 
fendants herein, with. interest, and all damages and costs, then this 
obligation shall be void; otherwise the same slall remain in full 
force and virtue. 

(S’g’d) HENRY G. FISK. L. s. | 
GEORGE F. MILLER. 2 s.] 


Executed and delivered in the presence of— 


(S’o’d) EDWARD S. BERRALL. 


5] Unirep STATES OF AMERICA, wt 
Southern District of New York, | ~ ° 


Henry G. Fisk and George F. Miller, the sureties above-named, 
being each severally duly sworn, does each for himself depose and 
sav that each of them is a resident of the State of New York, and 
each is a householder, and is worth the sum of four thousand dol- 
lars ($4,000) over and above all debts, dues, and demands and in- 
cuimbrances whatever, besides property exempt by law from execu- 
tion. 

(S’o’d) HENRY G. FISK. 
GEORGE F. MILLER. 


Sworn to before me this first day of July, 1887. 


(S’e’d) EDWARD 8S. BERRALL, 
[ NOTARIAL SEAL. | Notary Public, Kings Co. 


Cert. filed in N. Y. Co. 


§2 UNITED STATES OF AMERICA, ae 
» . . . . a a ss . 
Southern District of New York, | 


I hereby certify that on this first day of July, 1887, before me per- 
sonally came Henry G. Fisk and George I. Miller, each of whom is 
personally known and is known to me to be one of the individuals 
described in and who executed the within bond, and they each sev- 
erally acknowledged that they executed the same. 

(S’g’d) EDWARD 8. BERRALL, 
Notary Public, Kings Co. 
Cert. filed in N. Y. Co. 


Approved July 1, 1887. 7 
(S’g’d) ADDISON BROWN, 
U. 8. Dist. Judge. 
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Unitep Srates oF AMERICA, 88: 


To John MeNeany, Ed. Elisha Mack, and Wm. M. Ticknor, Greet- 
ing: 

Whereas George B. Cluett, J. W. Alfred Cluett, and Robert Cluett, 

in a suit in equity in the circuit court of the United States 
83 for the southern district of New York, wherein they were 

complainants and you, the said John MeNeany, Ed. Elisha 
Mack, and Wm. Ticknor, were defendants, have appealed to the 
Supreme Court of the United States from the final decree entered 
by said circuit court on the 10th day of June, 1887, and have 
filed the security required by law: 

You are therefore hereby cited and admonished to be and appear 
before the said Supreme Court of the United States,to be held at-the 
city of Washington on the second Monday of October, 1887, to show 
cause whiy the said decree should not be reversed and to do and. re- 
ceive what may appertain to justice to be done in the premises. 

Given under my hand, at the eity of New York, in the southern 
district of New York, in the second circuit, the first day of July, 
1887. 

(S’g’d) ADDISON BROWN, 
U.S. Dist. Judge. 


(Endorsed :) Circuit court of the United States, southern 

84 district of New York. George B. Cluett, J. W. Alfred Cluett, 

and Robert Ciuettvs. John MeNeany, Ed. Elisha Mack, and Wm. 

M. Ticknor. Petition on appeal, bond, citation, &e. James A. 

Skilton, solicitor and of counsel for complainants and appellants, 
115 Broadway, New York city. 

(File-mark :) U.S. circuit court. Filed July 1, 1887. Timothy 
Griffith, clerk. 
85 Circuit Court of the United States, Southern District of New 
York. 


GeorGE B. Ciuert, J. W. ALFRED CLUETT, ) 
and Ropert CLurtrtT 
vs. >In Equity. No. 3777. 
JoHN McNeany, Ep. Erisoa Mack, and 
Wm. M. Ticknor. 


SOUTHERN District or New York, 33: 


Epwarp S. BERRALL, being duly sworn, saith that on the first day 
of July, 1887, at about 4 o'clock p.m., be served on the solicitor and 
counsel of the above-named appellees, David Tim, Esq., and Louis 
C. Raegener, Esq., a copy of the appeal and a copy of the citation 
filed in this cause with the clerk of the circuit in and for the south- 
ern district of New York, by delivering said copy of the citation and 
appeal to the said solicitor and to the said counsel personally, and 
by leaving a copy of the same for the said appellees in the circuit 

court clerk’s office aforesaid. 


86 (S’g'd) EDWARD 8S. BEKRALL. 
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Sworn to this first day of July, 1887, before me 


(S'g’d) . JOHN A. SHIELDS, 
: | S. D. of N. Y. 


(indorsed :) Cireuit court of the United States, southern district 
of New York. George B. Cluett & als. vs. John MeNeany & als. 
Affidavit of service. James A. Skilton, sol’r and of counsel for 
compl’ts & app’l’ts, N. Y. city. | 

(File-mark:) U. S. circuit court. Filed July 1, 1887. Timothy 
Griffith, clerk. 


87 UNITED STATES OF AMERICA, 
Southern District of New York, | 


> i. 


I; Timothy Griffith, clerk of the cireuit court of the United States 
of America for the southern district of New York, in the second cir- 
cuit, do hereby certify that the foregoing pages, numbered from one 
to eighty-six, inclusive, contain a true and complete transcript of the 
record and proceedings had in said court in the case of George B. 
Cluett, J. W. Alfred Cluett, and Robert Cluett against John MeNeany, 
Ed. Elisha Mack, and William M. Ticknor as the same remain of 
record and on file in said office. 

In testimony whereof I have caused the seal of the said court to 

be hereunto affixed, at the city of New York, 
Seal of U. S. Circuit in the southern district of New York, in the 
Court, South. Dist. second cireuit, this tenth day of October, in 
New York. the year of our Lord one thousand eight 
hundred and eighty-seven, and of the Inde- 

pendence of the said United States the one hundred and twelfth. 


TIMOTHY GRIFFITH, Clerk. 


Endorsed on cover: S. New York C. C. U. S. No. 175. George 
B. Cluett, J. W. Alfred Cluett, and Robert Cluett, appellants, vs. 
John McNeany, Ed. Elisha Mack, and William M. Ticknor. Filed 
October 11, 1887. 
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SUPREME COURT OF THE UNITED STATES, 


OCTOBER TERM, 1890. 


Nos. 174 anp 175. 


tEORGE B. Civuetr and others, 
Appellants, 


- In Equity. 
vs. A 
‘ No. 174. 


Horace B. Ciaruin and others, 
Appellees. 


SAME 


vs. 
In Equity. 
No. 175. 
Joun McNeany, E. E. Mack and W. 
M. ‘TIcknor, 
Appellees. 


Answering Brief for Appellants. 


This brief is filed pursuant to a stipulation of the parties, 
under which it has been agreed that the cases be submitted on 
briefs—the appellees having the right of reply to appellants’ 
opening brief, and appellants having the right of reply to such 


brief of the appellees. 


2 


Most of the points made by appellees have been fully 
discussed in appellants’ former brief. A few points only seem 
to demand further attention. 


I. 
The alleged anticipation at Chatham. 


As to alleged anticipation by prior public use, defendants’ 


counsel have chosen to confine themselves in their. brief 
to three exhibits—the Exhibit A, the Clark Model and the 
McClellan Shirt, as each and all of them showing the com- 
bination of the Cluett patent. All of these exhibits relate to 
the alleged use at Chatham. 

Appellants have already shown that the “ foldéd binding ” 
of the patent is not found in Exhibit A. The Clark Model, 
which illustrates only a bosom and a strip secured to its edge 
preliminarily and partially, and the McClellan Shirt show pre- 
cisely the same unfolded strip (as to its lower edge), instead of 
the “ folded binding” of the patent. Therefore, neither one of 
the three exhibits “exclusively’’ relied upon by defendants’ 
counsel shows the combination of the Cluett patent. 

But these three exhibits, even if the strip be held to be the 
“folded binding” of the patent, fail completely 2s exhibitions 
of the elements of the patent combined as in the patent. 

The object of the patent is stated to be not only “to avoid 
_ the folding in of the edges of the bosom,” but “to avoid 
* * * the raw edges and loose threads thereof, which dis- 
figure the bosom when so folded in.” It is true the edges of 
the bosoms in these three exhibits are not folded in, but “the 
raw edges and loose threads thereof” are not “ avoided,” but 
are still left in such relations to the binding, the bosom and 
the shirt body as to “ disfigure the bosom,” practically, to the 
same extent as if the edges of the bosom were folded in as in 
the old method. 

Inspection of the Exhibit A and of thesketch of the same 


3 


accompanying appellants’ former brief shows that the space 
between the layers of the bosom and the bottom layer repre- 
senting the shirt body is one and continuous from the centre of 
the bosom to the fold in the-binding strip on the top of the 
bosom near which it is first secured by a line of stitching to 
the bosom; and also that neither the preliminary line of stitch- 
ing securing the plies of the bosom to each other, nor the outer 
line of stitching securing the same to the shirt-body, can pre- 
vent the loose threads from the raw edges of the bosom from 


escaping through the space between the bosom and the binding 


strip into the continuous space between the parts. In the process 
of washing and starching, these parts are displaced, moved and 
widely separated—relatively, in all directions and to the extreme 
extent permitted by the lines of stitching, which alone put a limit 
to such movements. The interspaces are more or less occupied 
at times by water and by starch, and the manipulations (some- 
times the work is done by machinery) are extremely severe. It 
is evident that the changes of the relations of the parts may be 
such that the edges of the bosom, and also of both raw edges 
of the binding strip, may be presented from each side of the 
bosom toward the centre of the space between the bosom and 
the shirt body, as in the accompanying sketch made for pur- 
poses of illustration. And when these loose threads once so 
reach the interspace, it is evident they cannot be removed 
therefrom except by taking the shirt and bosom apart and put- 
ting them together again. In other words, the raw edges and 
loose threads are not pocketed by the binding strip of these 
three exhibits. It necessarily follows that, as these three ex- 
hibits do not contain the combination of the patent, nor accom- 
plish its objects, they do not show anticipation. 

The Clark model merely shows the bosom with the strip 
secured by the first line of stitching to its edge. 

As to the McClellan Shirt, the testimony of Mr. McClellan 
shows that before he produced the exhibit he cut off portions 
of the body of the shirt, which he states were ragged and filthy. 


An examination of what remains in and with the exhibit 
shows that the bosom and binding of which so much use has 
been made, were not the bosom and binding of the original 
shirt body of which they formed a part when found by 
Mr. McCleilan in his garret. Whatever the facts of the case 
may be, the utter worthlessness of the exhibit is practically 
admitted by the appellees in their brief, in which they 


‘say, referring to the bosom of this exhibit, that 
it “was probably applied to a new shirt body.” The stronger 
probability is that this bound bosom was put into the shirt 


after the original bosom was worn out. At all events, it 
seems to be admitted that the shirt body has been 
worn out, while the bosom still remaius sound and strong 
in the material of which it is composed ; in other words, it is 
precisely in the condition of anew bosom which has been in- 
serted in an old shirt, and, as such, it is therefore worthless as 
an exhibit in this case for all purposes whatever. gr. 
In reply to the statement that McClellan positively fixes 
the date of his purchase of the McClellan Shirt as prior to 
1870, appellants urge that the uncertainties of this witness as 
to shape and construction of the Ford shirts purchased by 
him, already alluded to in our brief, apply to this exhibit and 
attempted identification as well. They also urge that the wit- Ao 
ness broke down completely in the two and only particulars in 
and through which he attempted to fix the dates of this ‘ 
exhibit. He identifies this shirt by the fact that it had “a 
single hole made in it,” in which he wore a peculiar kind 
of studs with a screw. But subsequently it appeared, fas 
and he admitted in the same answer, that it had 
“two such holes in it.” The surprise and chagrin of P 
the witness when he discovered, after completing his 
answer, that the exhibit had “two such holes” instead | 
of a “single hole” could not be expressed in the record; but L 
‘the record still shows that the means of identification utterly | 
failed (p. 592). And, in fact, the last sentence of the answer is 
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a complete refutation of the first, as well as of the statement of 
the witness that this shirt was bought before 1870. 

The “tab” incident is still more instructive and left the 
witness completely demoralized. He says his earlier pur- 
chases from Ford had no tab, while the later ones did have a 
tab, and therefore he identifies this exhibit as belonging to his 
earliest purchase from Ford—supposing it had bad no tab on it. 
When his attention was called to the remains of a tab still 
attached to the exhibit, but which he had not discovered for 
himself, he confesses he is mistaken and that his “ inference 
won't amount to much ” (x-Q. 150, p. 592). 

There are two irresistible conclusions to be drawn from this 
testimony. The witness, according to his own formula of “in- 
ference,’ was mistaken as to the date—1870—and _ the shirt, if 
made by Ford (it has his stamp, but Clark inherited his 
stamps), belongs among his later purchases, which had _ tabs, 
possibly was made by Clark after 1880, and, whenever made, 
has had a new bosom put on since its original manufacture, and 
consequently the ‘ate of the bosom cannot be now fixed. 

These two incidents also throw a strong back light upon all 


és 


his previous testimony and the various “ inferences” as to facts 


and dates contained therein. 


II. 
Cluett Bound Dickie. 


The Cluett bound dickie being made, sold and used before 
the date of the Cluett bound bosom shirt invention, the specu- 
lative opinions of experts and the surmises of defendants’ coun- 
sel that the bound bosom shirt, or bound shirt bosom, required 
and shows no invention, is met by the facts, put in evidence by 
appellants, that Robert Cluett, who knew of the bound dickie, 
and as early as 1873 was striving to accomplish some or all of 
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the objects of this invention with the aid of a factory full of 

shirt makers, and was skilled in the art, did not discover in the 
bound dickie the means and combinations for which he was 
searching diligently ; but between that date—1872—and the 
date of this invention made three other inventions and appli- 


cations for patents, some of which were allowed, and only P 


- 


reached this invention after experiment, and aided by.the ex- 
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perience and observation had in the manufacture, sale and use 
of these prior and intermediate inventions (pp. 37, 83-4, 
Robert Cluett File and Contents, February 17, 1873, Coffin 
Shaped Bosom Shirt; Robert Cluett Welt Patent 161,205, 
March 23, 1875; and Myers Patent 153,367, July 21, 1874). 
Myers was a skilled shirt cutter and maker in the Cluett 
establishment, and he was also striving as an inventor to ac- 
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complish similar objects, as an inspection of his patent shows, 
and yet, with all the advantages of knowing of the bound 
dickie made by the concern for which he worked, he also failed € 
to see in it even the germ of the bound bosom invention of the 
Cluett patent. 

Defendants offer no evidence that any one, after seeing the 
bound dickie, either secured such a dickie to a shirt front or 
conceived the idea of doing so. 

And appellants urge that these facts proven on their be- 


half outweigh reams of speculation on the subject. ‘ 
In this connection it is significant that defendants’ witness , 

Sinzheimer, even when giving his testimony in December, 1885, I. 

says : “ You cannot ‘set in’ a round |ound bosom into a shirt ” : 

(p. 505). a 
As to the existence of woolen or like unlaundered shirts 

having any “folded binding” on the edges of the shields or a 


chest protectors that are made by defendant’s counsel to do 
duty as “bosoms,” alleged to have been in existence prior to 
the date of this invention, the action of the firm of Hermann, wm 
Aukam & Co. is extremely significant. This Jewish house, 
sharp rivals of the Rothschild house, themselves applied in 


“— 
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December, 1874, within a month after the patent was issued, 
for a license under the patent, took and worked under a license 
for five years, making and selling bound bosoms of all kinds to 
be secured to shirt bodies by shirt makers in various parts of 
the country and in large quantities. 

Hermann, Aukam & Co. not only had equal facilities with 
the witnesses for defendants in New York and Philadelphia 
for knowing of the prior existence of such shirts and bosoms, 
but they had detectives even in Rothschild’s factory, and raked 
the country as far as Texas without ever finding a single speci- 
men of such a shirt to present to the attorney of Cluetts as the 
basis for a suit for infringement, although repeatedly urged by 
him to obtain and deliver to him any such shirt they could dis- 
cover. 

Further, it is by no means certain that if defendants’ wit- 
nesses ever saw .uch shirts anywhere, and are testifying truly, 
they did not see those made and sold by Herman, Aukam & 
Co. under their license and under this patent. As H. A. & Co. 
made and sold such bound bosoms throughout the country, it 
requires no forcing of probabilities to suppose that they are 
actually attempting to describe shirts made under the Cluett 
patent and the H. A. & Co. license, but are simply in error as 


to their dates. 


ITI. 


Finding of Circuit Court on the Prior State 
of the Art. 


Appellees criticise appellants’ opening brief on the alleged 
ground that it does not correctly represent the finding of the 
Court below in regard to the prior state of the art—in that it 
makes no mention of the fact that the Court found that laund- 
ered shirts with ruffled or puffed bound bosoms were well 


known. 
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It is true that the Court incidentally referred to the prior 
existence of shirts with ruffled and puffed bosoms. But it 
seems equally plain that the argument embodied in the opinion 
of the Court did not lay any emphasis upon such fact. Ap- 
pellants’ former brief dealt only with those facts which seem 
to have had a value in the mind of the Circuit Judge. 

It is presumed that the reference of the Circuit Judge to 
puffed or ruffled bosom shirts was directed to the shirts testified 
about by the witnesses Borchardt, Ballin, Van Beuren, Fisk 
and Rothschild. 

While Borchardt makes a sketch and Shirts X and Y, which 
he claims show how ruffled shirts were bound before 1874, and 
Ballin, testifying for defendants, calls the side pieces of ruffled 
bosom shirts of the period before 1874 “ bindings,” the lat- 
ter, when called as a witness for appellants, admits that these 
so-called ‘* bindings ” consist of folds of linen composing in- 
tegral parts of the shirt bosom, never less than half an inch 
wide and usually an inch and upwards in width, which he 
identifies as similar to the side pieces in Ballin Strips 1 and 3. 
Fisk, of Fisk, Clark & Flagg, produces an original shirt of 
that kind, the Fisk Ruffled Shirt, as a sample of the make of 
that time, and being shown Borchardt’s Exhibits X and Y, 
says he does not think “ shirts were ever made or sold this 
way,” “made in this way with raw edges would certainly make 
it unsalable.” | 

The appellants urged that no ruffled or puffed bosom shirts 
have been shown to have been made privr to 1874 in which 
the bosoms were secured to the shirt bodies by means of either 
a folded binding or any other binding. 

Borchardt was an employee of Rothschild, and notwith- 
standing the statements made by Rothschild, as appears by the 
testimony of J. A. Skilton, Rothschild admitted and asserted 
in 1875 that he was not making anv shirts with bound bosoms, 
and endeavored to secure a license under the Cluett patent. 
Whether it be considered in relation to alleged anticipation 


or in relation to the prior state of the art, it is urged by ap- 
pellants that the puffed or ruffled bosoms have no bearing 


whatever on these cases. 


IV. 
Cases Cited by Appellees. 


The various causes cited by the appellees in their brief, in 
support of their contention of the non-patentability of the in- 
vention of the patent in suit, add nothing to the argument em- 
bodied in the opinion of the Court below. 

The cases cited by the Court below in support of the 
doctrine of non-patentability were fully considered in appel- 
lants’ former brief at pages 42 to 45; but it may not be amiss 
to refer briefly to the additional cases now cited by the ap- 


pellees. 


Some of these cases turned upon the application of the 
familiar doctrine that a mere change of degree is not patentable. 

This was the case in Burt vs. Evory, 133 U.S., 349, and in 
French vs. Carter, 187 U. S., 239. 

In Burt vs. Evory, the invention related to a water-tight 
shoe which differed only im degree from what was old in the 


art. 
The Court said: 


“The changes made by Evory and Heston |the 
‘“ patentees] in the construction of a water-tight shoe were 
“changes of degree only, and did not involve any new 
“principle. Their shoe performed no new function. 
«* * * The test [of patentability | is that the improve- 
“ment must be the product of an original conception ; 
+“ * * * and a mere carrying forward or more extended 
‘‘ application of an original idea—a mere improvement in 
“ degree—is not invention.” 


This language of the Court was borrowed fom the text of 
the decision rendered in Smith vs. Nichols, 21 Wall., 112, from 
which decision the Court also made other quotations, showing 
what may be patentable as opposed to ‘‘a change only in form, 
proportion or degree.” The Court, in the earlier case, said : 


‘* A new idea may be engrafted upon an old invention, 
“ be distinct from the conception which preceded it, and 
“ be an improvement; in such a case it is patentable.” 


The case now at bar is not one which involves a change in 
degree. The Cluett invention embodies a “new idea ”’—en- 
grafted upon an old invention, to be sure, but yet “ distinct 
from the conception which preceded it.” Moreover, it is an 
admitted “improvement.” Therefore, patentable. 

In French vs. Carier, 137 U.8., 239, the Court held that the 
details of construction in the roofs of vaults (the subject of the 


patent) presented a question which was “‘ one of degree only.” 


Another class of cases referred to by appellees in their 
brief turned upon the doctrine of double use. 
Thus, Collins Co. vs. Coes, 130 U.S., 56, the Court said : 
“The application to the bar of the Coes wrench, for the 
“ purpose of securing ard supporting the step and resist- 
“ing the strain, of a nut already in use for the same pur- 


“ pose, on the Hewitt & Dixie wrench, lacks the novelty of 
‘‘ invention requisite to support a patent.” 


This doctrine of double use requires that the old device be 
used in substantially the same way, for substantially the same 
purpose, and with the production of substantially the same 
results. In the Cluett invention the “folded binding” is used 
in a new combination, not analogous to any previous use, and 
is used to accomplish results new to the art. 


In ters vs. Active Mufg. Co., 130 U.S8., 636, the patent 
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sought to cover the adaptation of dies to the shape of a partic- 
ular article to be struck up in them. 
The Court said : 
“In view of the prior state of the art, all that remained to 
‘be done in the present case, as in other cases, was to 


‘adapt the form of the dies to the shape desired in the 
‘article to be acted on by them.” 


In Germain vs. Brunswick, 135 U.S8., 227, the invention 
consisted in making the rack for: billiard cues circular in form, 
and mounting it on a revolving support. In view of analogous 
structures, like revolving casters, dining tables and book racks, 
the Court said: 


“The case falls within the familiar rale that an applica- 
“tion of an old process or machine or apparatus to a sim- 
‘ilar or analogous subject, with no change in the manner 
“of application, and no result substantially distinct in its 
“nature, will not sustain a patent.” 


In Dreyfus vs. Searle, 124 U. S., 60, the patent was for a 
method of imparting aze to wines, liquors, &c., by introducing 
heat into the liquid by means of steam passing through pipes 
arranged in the interior of the cask or vessel. The Court held 
that the patent was not good for the apparatus, as that was old 
in its general application to the heating of liquids. It also held 
that the patent was not good as for a process, since wines and 
liquors had already been “ aged” by the application of heat by 
other means, and since no new result as compared with the old 


modes was secured by this particular means of applying the 


heat. 


In Holland vs. Shipley, 127 U.S., 396, the Court held that 
the patented lead-holder for pencils involved merely a double 
use of old and well-known devices; and the case of Munson vs. 
New York City, 124 U. 8., 601, involving a patent ona bond 


book, also turned upon this doctrine of double use. 


The case of Aron vs. Manhattan Railway Co., 182 U.S., 84, 


also turned upon the doctrine of double use. The patent was 
for an improvement in railway gates—similar to those in use 
on the elevated railway in New York City. 


The Court said : 


“The combination referred to in the several claims are 
“ merely the application to a new situation of old devices 
‘which had been previously applied to analogous uses. 
«* * * It seems impossible to doubt that any competent 
*“ mechanic, familiar with devices well known in the state 
‘‘of the art, could have done this readily and successfully 
“upon the mere suggestion of the purpose which it was 
** desirable to effect.” 


- 


In Marchand vs. Emken, 132 U. 8., 195, the patent related 
to the manufacture of hydrogen peroxide ; and the essence of 
the invention consisted in the use of a horizontal screw as a 
mixer of the liquid. It appeared that this device was not new 
as a weans for agitating liquid masses; and the Court found 
that no useful result tollowed from the use of this particular 
mechanical means for stirring this particular liquid as com- 
pared with other modes previously in use for the same 


purpose. 


Another class of cases cited by appellees were decided upon 
the application of the well-known doctrine of aggregation. 

In Mosler Safe Co. vs. Mosler, 127 U. S., 354, the Court 
found that, as the different parts of the patented fire-proof safe 
were all old, and as they acted independently in the new asso- 
ciation, there was no patentable combination. 


The Court said : 


“ The combination is nothing more than an aggregation, 
“and falls by the application of the rulings in //ailes vs. 
“ Van Wormer, 20 Wall., 368; /éeckendorfer vs. Fuber, 92 
“U.S.; and Pickering vs. McCullough, 104 U.S., 318. 


In Hendy vs. Miners’ Iron Co., 127 U.S8., 370, the alleged 
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invention consisted in mounting the movable timbers of the 
feeding cylinder of an ore-stamp upon rollers. The Court said: 


“There is no patentable combination, but merely an 
aggregation of the rollers and the feeding cylinder.” 

In Royer vs. Roth, 132 U. S., 201, the patent related 
to the attachment to an ordinary rawhide-fulling machine 
of an old automatic shifting device. This shifting mechanism 
was old in connection with washing machines, and its action 
was not modified when applied to the rawhide machine. The 
Court held that there was no patentable combination between 


the two mechanisms, but only a mere aggregation of devices. 


Another class of cases cited by appellees involved a mere 
change of material. 

In Brown vs. District of Columiia, 130 U. §., 87, the alleged 
invention was for a wood pavement, the blocks of which had 
plain faces, with one or more of the sides inclined. Blocks of 
similar form, but made of stone, had been used before. 

The Court said : 


“The blocks of the Lindsay patent are of the same shape 
“as those of Cowing [the patent in suit], but are of stone, 
‘“‘ while the latter are of wood; but it is nothing more than 
“ the substitution of one material for another, without in- 
“ volving a new mode of construction or developing any- 
‘‘ thing substantially new in the resulting pavement.” 


The invention in Shenfield vs. Nashawannuck Co., 1387 U.5., 
56, related to the making of button loops of suspenders out of 
flat cord. Evidently, the Court regarded this as a mere change 


of material, without any useful result. 


The other cases cited by appellees are as follows 
Crescent Company vs. Gottfried, 128 U.S., 158 ;- where the 


Court held that one of the claims of the patent was anticipated, 
and that there was no infringement of the other claim. 

Peters vs. Hanson, 129 U.5S., 541, involving a patent for 
dash-frames for vehicles; where the Court held that the de- 
tails of construction covered by the claims involved only the 
use of everyday workshop expedients, made obvious by changes 
in the general mode of manufacture which had been introduced 
prior to the alleged invention. 

Foruncrook vs. Poot, 127 U. S., 176, involving a patent for 
sectional honey frames ; where the Court held simply that there 


was no novelty in the patented invention. 


Appellants submit that none of the cases thus cited are 
germane to the cases at bar. These new cases, now cited, like 
the cases relied upon by the Court below, all turn on the 
familiar doctrine of double use, aggregation, mere change of 
form or degree or material, and the exercise of ordinary judg- 
ment. 

It is not seen how the Cluett invention can be assigned to 
any one of these categories. Cluett made use of old devices, 
to be sure—a shirt bosom, a shirt body and a folded binding ; 
but these three elements of construction had never before been 
associated in the new relation which his ingenuity established, 
nor applied to the accomplishment of any analogous purpose. 
Moreover, the association of these elements in this new rela- 
tion constitutes a veritable combination, each of the parts con- 
tributing an important service towards the accomplishment of 
a new and unitary purpose. 

This new combination, again, was the product of an original 
conception on Cluett’s part, being the result of much thought 
and study and experiments; and it obviated difficulties that 
had long existed, but which neither he nor others, by repeated 
vite had been able previously to overcome. The result has 


15 


been marked improvement in the art, by the production of an 
article that has proved of great commercial value. 

These conditions stamp Cluett’s work as a genuine and 
meritorious invention. 

Moreover, it seems to appellants that a strong argument in 
favor of the patentability of the Cluett invention is to be drawn 
from the fact that numerous other patents, relating to the ap- 
plication of binding to shirt bosoms, have been granted by the 
Patent Office, and that not a few of these very patents have 
been issued to some of the defendants in these suits. It is 
specially significant in this connection that the solicitor, Dr. W. 
E. Hagan, through whom many of these letters patent were 
obtained, is the very man upon whose professed opinion the de- 
fendants now rely to belittle and destroy the patent which lies 
at the very foundation of this great improvement in the art. 


Vv. 


The Cluett patent should be sustained, and decrees entered 


for the plaintiff. 
S. A. Duncan, 


J. A. SKILTON, 
Of Counsel for Appellants. 
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SUPREME UOURT OF THE UNITED STATES. 
OCTOBER TERM, 1890. 


No. 175. 


GeoRGE Bb. Ciurtrr and others, 
4 | ppellants, 
Vs. 
: In Equity. 
JoHN McNerany, E. E. Mack and 
W. M. Ticknor, firm of Mack &«& 
Co., 


A ppellees. 


Brief for Appellants. 


This is a suit in equity origimating in the Circuit Court 
of the United States for the Southern District of New York. 


The plaintiffs are the same as in the companion suit, No. 
174 on the present docket of the Court; and the subject 


matter of the controversy is the alleged infringement of the 


same patent that is involved in the said suit, viz.: No. 156,880, 
for an “ /mprovement in Shirts,’ granted to Robert Cluett 
November 17, 1874. 

On final hearing at the Circuit the Court entered a decree 


dismissing the bill, with costs (page 40) ; and from that decree 
the plaintiffs took the present appeal. 

By stipulation between the parties (page 41), the testimony 
taken in the suit of George LB. Cluett et al. vs. Horace B. Claflin 
et al. (being No. 174 of the present docket) is to be read and 
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used on the hearing of this appeal the same as if taken as a 


. part of the record herein. 

By this stipulation, in connection witu the pleadings, it will 
be seen that the questions involved and decided are in all re- 
spects the same as in the aforesaid suit No. 174, except the 
question of infringement. | 

Counsel for appellants, therefore, refer to their brief in the 
said case No. 174 as to all questions other than that of infringe- 


ment. 
Alleged Infringement. 


The defendants Mack & Co. are manufacturers of what is 
known as the ‘ Big Boston” shirt, being a shirt constructed 
in its main features in accordance with the patent granted to 
their superintendent, Isaac H. Mambert, No. 219,284, under 
date of September 2, 1879. 

See pages 442-3 of the Record. 


One of these shirts is in evidence as “Complts. Exhibit 
Defendants’ Shirt” (p. 13); and its construction and relation 
to the patent in suit are fully set forth bv the witness Benjamin 
on pages 13-16. 

An examination of the exhibit shirt shows that its con- 
struction is as represented in the accompanying sketch, in which 
Fig. 1 is a front view of a section of the exhibit, and Fig. 2 
shows on an exaggerated scale the relations of the different 
parts, aud notably the construction of the seams. 

An examination of the exhibit shirt shows that the shield- 
shaped portion of the bosom consists of two plies or thick- 
nesses of material, a ), having one central pleat, c. The edges 
of these two plies lie flat, and are pocketed by means of a 
binding strip, d, both edges of which strip are folded in under 
the body of the strip, so that the raw edges of the binding 
itself, as well as the edges of the bosom plies, are pocketed. 
A single line of stitches, ¢, secures this folded binding to the 
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edges of the two plies. Lying beneath this bound shield- 
shaped fabric, and attached to it by a row of stitching, /, is 
another ply or thickness of material, 7, larger than the shield- 
shaped part; and the raw edges of this layer, g, are bound by 
another folded strip, 4, the edges of which are folded under 
in such a way as to be completely pocketed ; and this binding, A, 
is secured to the ply, g, by the line of stitching?. The testi- 
mony shows that in the making of the shirt, the back ply, g, of 
the front or bosom part, is first bound with the strip, 4; that 
then the shield-shaped plies a 6 are bound with the strip d; 
that next this shield-shaped structure is attached to the back 
ply ¢ by the stitching f; and that then this compound fabric 
is secured to the body of the shirt, t, by means of a line of 
stitching, m, passing through the binding, /, of the back bosom 


ply, ¢. 


Pliintiffs’ witness Benjamin and defendants’ witness Mam- 
bert do not agree as to what constitutes the “ bosom” of this 
shirt. Benjamin holds that the bosom consists of the bound 
shield-shaped pieces a b, plus the back ply g ; while Mambert 
contends that the bosom consists only of the shield-shaped 


pieces with their binding. 


It is hardly necessary to spend time in determining which 
of these views is the correct one, for appellants claim that under 
either view the shirt is an infringement of the Cluett patent 
when construed—as necessarily it must be—as set forth on 
page 10 of their brief in the Claflin suit. 

If, on the one hand, we regard the dosom as embracing only 
the shield-shaped part, and regard the layer g as a part of the 
body of the shirt, the structure would undoubtedly infringe the 
second claim of the patent. The bosom of the shirt would be 
composed of two thicknesses of material; it would -be bound 
on its outer edge by a folded binding (binding B”) and it would 


be secured to the shirt front by a line of stitching. The 


essential element of claim 2, viz., the folded binding applied 
in such a way as to pocket not only the two edges of the 
bosom plies but also its own raw edges, would be present. 

If, on the other hand, agreeing with Benjamin, we regard 
the bosom as including not only the shield-shaped pieces, 
but also the back ply g, then we find that the outer edges of 
this bosom are not only bound, but are also secured to the 
shirt body in a manner so exactly like that shown and de- 
scribed in the Cluett patent in suit as to embody the features 
of construction set forth in both claims of said patent, with all 


the limitations therein contained. 


Conclusion. 


[t appearing, therefore, that the Mack shirt contains the in- 
vention described and claimed in the Cluett patent, and it 
appearing further, as per appellants’ brief in suit No. 174, that 
the said patent is good and valid; it is submitted that the 
judgment below should be set aside and the cause remanded, 


with instructions to enter a decree for plaintiffs. 


S. A. DUNCAN, 
J. A. SKILTON, 
Of Counsel for Appellants. 


SUPREME COURT OF THE UMIED STATES, 


OCTOBER TERM, 1890. 
No. 174. 


GEORGE B. Civetr and others, | 
Appellants, 


VS. fu Equity. 


Horace B. CLAFLIN and others, 
Appellees. 


Brief for Appellants. 


This is a suit in equity, originating in the Cireuit Court of 
the United States for the Southern District of New York. 

sip The parties to the suit are as follows: 

Plaintiffs: George B. Cluett, J. W. A. Cluett and Robert 
Cluett, constituting the firm of George B. Cluett, 
Brothers & Co. 

Defendants: Horace B. Claflin, John Claflin, Edward E. 


Eames, William S. Dunn, D. N. Foree, H. J. Fairchild 
and Daniel Robinson, composing the firm of H. B. 


Claflin & Co.; and Solomon Tim, Louis Tim, Maurice 
Ober, J. O'Sullivan, Edward Wallerstein and Max 


Herman, composing the firm of Tim, Wallerstein & Co. 


The bill of complaint is brought upon Letters Patent of the 
United States No. 156,880 for an “ImprRovEMENT IN Satrts” 
granted to Robert Cluett November 17, 1874, and assigned 
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to the plaintiff firm June 28, 1875 (Record, p. 342). The bill 
charges infringement of the patent, and prays for profits and 


damages by reason thereof, and for an injunction (pp. 1-5). 


The defendants duly appeared and made answer, the an- 
swer setting up three defenses : 
Non-infringement ; 
Anticipation ; 
Want of patentable novelty. 


The plaintiffs made reply (p. 10), and thereby issue was 
joined. 

Proofs were taken, and upon the final hearing, on the 
pleadings and proofs, the cause was decided against the plaint- 
iffs; and on June 9, 1887, a decree was entered dismissing the 
bill with costs to the defendants (p. 672). 


From this decree the present appeal is taken. 


The opinion of the Court below, upon which the decree was 
based, is found on pages 669-671 of the record. 

This opinion sets forth the odject of the patented invention, 
with statement of the natwe of the same and quotation of the 
claims, and then proceeds to a discussion of the various de- 
fenses. 

As regards the defense of prior invention, the opinion dis- 
misses as not worthy of serious consideration all the testimony 
offered in support of the allegations of prior use or invention, 
except that relating to an alleged prior use at Chatham, New 
York. As to this particular use, the Court, although judiciously 
declining to make it conclusive against the patent, in the pres- 
ence of what it deems a superior defense, plainly intimates 
that if there were no other defense it would deem the use at 
Chatham to be fully established and to be an anticipation. 

The defense which the Court does hold conclusive is that of 
_ “want of patentable novelty,” in view of the established state 
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Assignment of Errors. 


The appellants respectfully submit that the Court below 


is in error upon two points : 


1. In finding upon the evidence that “it can hardly be 
said that there is a reasonable doubt remaining regard- 


ing this Chatham anticipation ” (p. 670). 


. 
~ 


2. In ruling that, even if the constructions covered by the 
bd , . 

claims of the patent are not directly anticipated, “‘ the 

patent must be declared invalid for want of patentable 


novelty ” (p. 670). 


It is for the purpose of securing a reversal of judgment 
upon the questions presented by these two assignments of 


error that the present appeal is taken and prosecuted. 


As to the Chatham shirt (illustrated by Exhibit A), the ap- 
pellants contend, frs/, that under any tenable construction of 
the claims it does not embody the invention of the patent; 
secondly, that the testimony regarding its manufacture is too 
untrustworthy and uncertain to justify a finding that the shirt 


was made at an earlier date than the Cluett invention. 


As regards the defense of non-invention, the appellants con- 
tend that the patented invention is not only essentially different 
from any one specifie thing existing in the earlier art, but is not 
the logical outgrowth of all or any number of the prior con- 
structions considered in gross—in other words, that, notwith- 
standing all that is shown to have bad an earlier existence, 
the production of the patented article required the exercise of 
that degree of ingenuity and of those indefinable mental pro- 


cesses to which the law attaches the term “ invention.” 
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This latter contention of appellants derives large support— 
(1) From the action of the Patent Office in granting the 
patent after fully Considering those things, or at least 
some of those things, which seem to have had the most 
weight in influencing the Court against the patent. 

(2) From the manifold advantages which the patented 
construction has over the earlier ones. 

(3) From the large favor with which the new construction 
was received by the public. 

(4) From the wide public acquiescence accorded to the 
patent for years after its issue. 

(5) From the various earlier attempts to obviate the 
difficulties which were first successfully overcome by 
this invention. 

(6) From the large number of patents which have since 
appeared for modifications of the fundamental inven- 
tion embodied in the patent in suit; several of which 
later patents have been taken out by some of the very 
persons who are here defendants, and some of them 


also by this inventor, Robert Cluett, himself. 


The accompanying sheets of sketches are intended to 
illustrate, on an exaggerated scale for greater distinctness, the 
construction of the Cluett shirt, the alleged infringements, 
and the various typical things in the prior state of the art— 


as well as the alleged Chatham anticipation, Exhibit A. 


Nature of the Patented Invention. 


The invention is styled in the patent an “ Jmprovement in 
Shirts.” | 

This improvement relates to that class of shirts in which 
there is a bosom made out of linen or similar material, 
adapted to be starched and ironed, and thus by laundering 
rendered rigid or stiff, as contradistinguished from a shirt 


vo 


of cotton or woolen fabric designed to have the bosom part 
as well as the body left flexible and unlaundered for use. 
While the patent does not state all this in direct, terms, 
it is a plain inference from the contents of the specifi- 
‘ation, and is positively asserted by plaintiffs’ expert—his 


statement in this regard not being questioned by the defense. 


Mr. Benjamin says (p. 15) : 


“T understand, further, that the invention relates to 
a shirt made of a material adapted to be laundered to 
fit it for use, that is to say, a shirt wherein the body is 
of muslin or similar material and in a flexible or semi- 
fiexible condition, and wherein the bosom is of one or 
more layers of linen or similar material and starched, 
ironed, or otherwise finished to be rigid or stiff; a shirt 
having the features as stated, in- contradistinction toa 
shirt made from a cotton or woolen fabric (such, for in- 
stance, as flannel or knit goods) and wherein the body 
and bosom of the shirt are both flexible and. intended to 
be so in the finished shirt—that is, a shirt wherein no 
starch or other stiffening material is employed to put it 
into condition for use.”’ 

The invention has to do with the mode of preparing the 
bosom part and of attaching it to the body of the shirt —-the 
claim on the part of the plaintiffs being that the resultant 
product isa superior article of manufacture as compared with 
the goods of this class produced by the modes of preparing 
and inserting bosoms in vogue at and prior to the date of 
the present invention. 

By the old methods (Sheet III1., infra), the practice 
was to cut the bosom out somewhat larger than it 
would be when finished up; and, then, if the bosom 
was made of a single ply or layer, to turn the raw 
edges in under, and, laying the bosom on the body, to attach 
it thereto by stitches passing through the two near the margin 
of the bosom, as illustrated in the Perkins patent, p. 414. 
In case the bosom was made up of two or more plies 
or layers, it was customary to turn the raw edges of each ply 


inwardly and between the plies, and then, if the body of 
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the shirt was not cut out in front, to attach the bosom to the 
body by laying it on the latter, and sewing through the turned- 
in edges and the body. If, however, the front of the body was 
cut out, it was customary to introduce the raw edge of the mate- 
rial composing the shirt boly in between the turned-in edges 
of the two plies of the bosom, and then to connect the-parts 
permanently by a single row of stitches. 

The object in thus turning in the raw edges of the bosom 
was to conceal them from sight, and, so far as such result 
would follow therefrom, to keep them from raveling. 

Such constructions, however, were found to be seriously de- 


fective, and in more ways than one. 


1. While in this way the raw edges of the bosom were 
withdrawn from sight, they were not effectually pre- 
vented from raveling. Even though turned in between 
two layers of the bosom, the severe manipulation to 
which such articles are always and necessarily subjected 
in the processes of the laundry, causes these raw edges 
to fray, and the loose threads work in beneath the outer 
ply of the bosom and become clotted with starch (Benja- 
min, x-Q. 14, p. 22). By repeated launderings, these 
threads become more and more expanded in size ; in the 
words of Mr. Benjamin (x-Q. 15, p, 22), they tend to 
“bunch up and absorb starch and to form rough spots, 
destroying the appearance and finish of the bosom ”— 
this being, in fact, the disfigurement spoken of in the 
patent. 


2. The bosom formed in this way, and having no other 
support than what was derived from the turned-in edges, 
was liable to rumple easily and to break with the move- 
ments of the body. 


3. A special difficulty lay in the impossibility of turning 
the edges in evenly, and of securing the bosom to the 
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body without inequality of outline and tension at differ- 
ent points. The work had to be done by hand, and even 
the most skillful, and when exercising the greatest care, 
found it a difficult task. 

The difficulty of securing uniformity in the tension 
of the bosom was specially manifest when the outline 
of the bosom was curved. 

Any lack of uniformity in the tension was sure to 
make itself manifest when the shirt was laundered ; it 
would then be most difficult, if not impossible, to iron 
the bosom evenly and smoothly. It was liable to 


wrinkle or pucker. 


4. With a bosom formed and secured in place in this way 
the heaviest wear, both in use and in the laundry, would 
come on or near the edges ; anil when these were worn 
out the bosom, as a whole, had to be discarded, even 
though the other parts might be perfectly good. Also, 
the turned-over edge of the outer ply of the bosom, 
when starched and ironed, had a sharp cutting action, 
and was liable to cut or fray out the adjacent parts of 


the shirt body. 


It was the object and effect of the patented invention to 
obviate, practically, these various defects. This desirable and 
highly useful result is secured by the expedient of leaving the 
edges of the overlying layers of the bosom perfectly flat, and 
then “ pocketing ” them by means of a binding strip of similar 
material, “cut from the piece” as distinguished from the use 
of a tape. When this binding strip is used on a bosom with a 
curved outline, it is to be cut “on the bias,” so that it can be 
applied evenly and without wrinkles, and continuously to all 


parts of the edge. 


This binding is spoken of in the patent as a “folded bind- 


*9 


ing,” by which it is meant (as the expert, Benjamin, fully ex- 
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plains on page 17), that the raw edges of the binding strip are 
to be folded in under the strip itself. The object of this is 
apparent, since manifestly it is as important to conceal the raw 
edges of the binding as to conceal the raw edges of the bosom 
itself. It would be but little gain to pocket or conceal the 
latter, if, in doing it, one were to expose the equally objection- 
able raw edges of the former. Hence, special note should be 
made of the qualifying word “folded,” thus used to indicate 
the mode of pocketing the edges of the binding strip itself as 
illustrated in the several figures of the patent drawing. 
As to the function and nature of this binding, Mr. Benja- 
min, p. 17, says: 
“Its office * * Iunderstand to be the pocketing 
or covering of the raw edges and. loose threads of the 
bosom or bosom and shirt body. Zhe binding is described 


as folded. This I understand to refer to the edges of the 
binding.” ' 


By leaving the edges of the bosom flat, it is a perfectly easy 
matter to apply such a binding as this to the bosom without 


bringing any strain or tension on the different parts of the 


bosom ; and, after the binding is thus secured to the bosom it 


is a perfectly easy matter to sew this bound bosom to the shirt 
body without putting any one part of the bosom under tension 
or strain as compared with the other part. 

The net result is a shirt in which there is no liability that 
the bosom will be disfigured by the loose threads or raw edges 
of either the bosom or the binding strip; in which the whole 


structure is stiffened, strengthened and made more durable by 


the presence of a binding strip, which—especially when it 


has been filled with starch, which it holds like a pocket—acts 
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1 It is to be noted, also, that the limitation toa ‘‘ folded” binding, in claim 
1, was not in the claim as originally drawn, although in the specification 
the binding had been spoken of as folded; but this limitatiod was introduced 
into the claim by amendment—and presumably, therefore, intelligently 


(p. 661). 
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like a frame to support the bosom and give it strength; and 
which thus prevents its rumpling or breaking; and in which 
the different parts of the bosom are not wrinkled or fulled up 
during the making, or put under unequal strain or tension, but 
lie smooth and even. 

Thus is fully secured the multifold object set forth in the 
patent, at page 311: 

“ The object of my invention is, first, to avoid the fold- 
ing in of the edges of the bosom, and the raw edges and 
loose threads thereof, which disfigure the bosom when so 
folded in; second, to stay the bosom, rendering it firmer 
in itself and less likely to rumple or break ; third, to avoid 
wrinkling of the bosom by the unevenness or fulling up of 
any one of the layers composing the bosom in any part 
thereof.” 


Another valuable object, not named in the patent, is secured 
by this construction, as follows : 

The hardest wear of a shirt bosom attached to the outer 
surface of the shirt body comes upon the edge of such bosom 
--this being the part most exposed to abrasion from the clothes 
of the wearer, and injury from hard rubbing on the washboard, 
and from contact with the sad-iron. If the wear at this point is 
taken by a mere binding strip, as soon as this is worn out it 
‘an be removed and the bosom be rebound—a manifest gain as 
compared witha construction where this destructive wear comes 
in the first instance upon the unprotected edge of the shirt 
bosom itself, obliging that the entire bosom be discarded as 


soon as the edge is worn through. 


The patent is printed on pages 341-2, and again, with the 


drawing, on pages 407-9. 
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The claims are as follows: 


“1. In combination with a shirt body, a shirt bosom 

bound on the outer edge with a folded and stitched 

binding, and attached to the shirt body by a separate 
line of stitching through such binding. 


“2. The shirt bosom S, composed of two or more thick- | 
nesses of cloth, B L., bound on the outer edge with the 


binding B’, and secured to the shirt front F by a line 
of stitching O.” 
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The differences between these claims seem to be as follows: 
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The first claim is broad enough to cover a bosom made 


of a single thickness of material, as well as of more thick- 
nesses ; the second claim is limited to a case in which 
the bosom has, at least, /wo layers or plies. 

By the first claim the bosom : to be attached to the 


body by a “ separate” line of stitching—. ¢., one separate 
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from that which attaches the binding to the bosom—and 
this separate line of stitching passes “through the bind- 
ing.” In the second claim these conditions are not present. 
In the first claim the folded binding is spoken of also as ' 
“stitched ;” meaning apparently that it is secured to the 
a4 bosom by stitches other than the “ separate line of stitch- 4% 
if ing” which attaches the bosom to the body. In the | 
4 second claim the binding is spoken of simply as “ binding 
: B”’;” which description is satisfied by reference to the , 
pocketing or folding under of the raw edges of the bind- | 
ing, and cannot properly be held to include the mode of a 
attaching such folded binding to the edge of the bosom by 
wrapping it around such edge. 
| 
: 
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Infringement. 


The alleged infringements are three in number—Claflin 
Shirts No. 1, No. 2 and No. 3. 


Claflin Shirt No. 1? 


This has‘a bosom which is shield-shaped in outline and 
made up of two plies; the edges of the bosom are left flat, but 
are pocketed by an enclosing strip of linen; the edges of the 
binding strip are also pocketed’ by being folded within the 
body of the binding; one line of stitches fastens this folded 
binding strip to the edge of the bosom; and another line of 
stitches, passing through the outer edge of this binding, fastens 
the bosom to the shirt body. 

Plainly, this form vf defendants’ shirt infringes both of the 
claims of the patent. 


Claflin Shirt No. 2: 


In this shirt the bosom is shield-shaped and made up of 
two plies or thicknesses ; the flat edges are pocketed by a bind- 
ing strip, which is attached to the edges by a special line of 
stitches ; and both edges of this strip are folded in under so as 
to be effectually pocketed. The only difference between this 
shirt and Shirt No. 1 is that in No. 1 the .bosom is attached to 
the body by a separate line of stitches passing through the 
binding, while in No. 2 the line of stitches which secures the 
bosom and the body together passes through the bosom just 
inside the binding. 

It is respectfully submitted that the words ‘through the 
binding,” in claim 1, are words of description merely and there- 
fore negligible, and not words of limitation. If this be so, the 
line of stitching in Claflin Shirt No. 2, whereby the bosom is 
attached to the body, is the equivalent of the stitching spoken 


of in claim 1 as “a separate line of stitching through such 
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perform the same functions. 

If, however, the concluding words of claim 1 are regarded 
as necessary words of limitation, so that the shirt No. 2 can- 
not be held under this claim, it certainly is an infringement of 
claim 2, which, as shown above, contains no limitation as to the 


location of the row of stitches that secure the bosom to the 


body. 


Claflin Shirt No. . 
This shirt, like No. 


patented constraction, but at the same time it embodies, although 
by a more complicated organization and an unnecessary and 
wasteful consumption of material, all the advantages which 
attach to the patented device. 

In this form of defendants’ shirt the raw edges of the bosom, 
instead of being enclosed by a folded vinding, are enclosed by a 
fold in the edge of the shirt body, where the latter has been 
cut out to receive the bosom; but this exposes a raw edge of 
the shirt body, and this has to be enclosed or protected by a 
binding strip, the edges of which are turned in under so as to 
be completely concealed. 
of which attaches one edge of the folded binding to the body 
of the shirt, and the other of which passes through the other 


edge of the binding strip, and also through the bosom and the 


body. 


It must be conceded that this form of shirt can be held 
under claim 1 only upon the construction which makes the 
concluding words of the claim words of description merely, and 
not words of limitation. 
to be infringed. 

But however it may be as to claim 1 it is confidently urged 
that this form infringes claim 2. The bosom is made up of two 
layers ; through the use of a folded binding strip (“ binding 
B””) the raw edges of the flat bosom are “ pocketed,” as also 


so that the shirt would be an infringement of the 


Certainly the two rows of stitches in the two cases 


is a manifest attempt to evade the 


Two lines of stitching are used, one 


Thus interpreted, claim 1 would seem 
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are the raw edges of the binding strip itself; and the bosom is 
secured to the shirt front by a line of stitching, which, 
although not separate from, but the same as, the line which 
secures the binding to the bosom, is really “ the line of stitch- 


ing O” of claim 2, for this claim does not require the stitching 


- which unites the bosom and the body to be separate from that 


which nnites the bosom and the binding. 

Nor does the fat form of the binding in shirt No. 3 relieve 
the shirt from the charge of infringement. Although, in this 
respect differing from the form of binding shown in the patent 
drawing, this difference is not matter of substance. The bind- 
ing is stilla “folded binding” (binding B”) ; and it is through 
its presence that all the advantages contemplated by the patent 
are secured to this form of shirt. Benjamin says, with reason, 
on page 18: 

“The method of associating the parts as shown in de- 
fendants’ shirt now under consideration produces or makes 
in the finished shirt an article substantially identical with 
that shown and deseribed in complainants’ patent. The 
relation of the parts as stated is somewhat. different, but 
the effect of the conjunction of the several parts in the 
completed shirt is substantially the same. The binding 
covers, includes and practically conceals all the raw selvedge 
edges and loose threads.” 


This third form of Claflin shirt 1s that which is shown and 
described in the Herman Patent No. 322,717 of July 21, 1835, 
printed at page 455 of the record. The Herman named in this 
patent is one of the defendants, and the patent was issued to 
the firm of Tim, Wallerstein & Co., all the members of which 
are of the number of the defendants. 

An examination of this patent shows that the patentee had 


in mind substantially the same points as Cluett bad in making 


the invention of the patent in suit—the object of Herman's in-. 


vention, as set forth in his patent, being “ to save labor and at 


_ the same time produce greater uniformity in the appearance of 


bosom shirts.” 
The Claflin Shirt No. 3 should be held an infringement. 
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Alleged Anticipation by Prior Use. 


The attempt is made by the defendants to defeat the patent 
in suit by proving various prior uses. 

These alleged anticipations are located in three different 
places—in Philadelphia, in the City of New York and in 
Chatham, New York. 

It was only in regard to the proofs connected with the 
alleged prior use at Chatham that the Court below seems to 
have had any doubt; the proofs offered to support the other 
alleged uses having been dismissed by the Court as wholly un- 
worthy of belief. On this point the Court said as follows 
(pages 669 and 670), italics ours : 


“ A voluminous mass of testimony has been returned upon the 
question of prior use. The greater part, however, may be laid aside, 
when it is remembered that this defense must be established by proof 
as explicit and convincing as that required to convict a person charged 
with crime—proof which preponderates the complainants’ testimony 
not only, but which satisfies the mind beyond a reasonable douht. 
The evidence upon this queation is full of contradictions and improbadili- 
ties and furnishes another illustration of the difficulty of arriving at the 
truth from human testimony. 

‘* Although corruption, prejudice and self-interest may be wholly 
absent, it is well-nigh impossible for a witness, no matter how intelligent 
he may be or how retentive his memory, to recall the details of ordinary 
transactions occurring twelve or fifteen years before. Even the most 
intelligent and incorruptible witnesses are here proved to have been 
mistaken in important particulars, and others, not so intelligent or 
virtuous, are contradicted and discredited. It is thought that the 
testimony falls below the standard required by the rule referred to, 
unless it be the proof of prior use at Chatham, New York. Two 
witnesses who made bound-bosom shirts similar to the patented shirt 
were called, and, at great length and with careful attention to details, 
told the manner of construction and the experiments which led to the 
adoption of that style of shirt. 

‘* But the character of one of these witnesses, Ford, was com- 
promised by an attempt upon his part to sell the knowledge he pos- 
sessed fora large amount of money, and the Court should hesitate to 
accept his story were it not corroborated by the testimony of the 
County Judge of Columbia County, whose character is conceded by 
all to be entirely beyond repoach. Judge MoC.e ian positively and 
with reiteration testifies that he bought bound-bosom shirts prior to 
1870, and gives facts and circumstances which render it quite improb- 
able thathe isin the wrong. To be sure, he is shown to be mistaken 


<< 
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as to minor details in a few instances, but upon all material questions 
his testimony remains entirely unshaken, and, when taken in con- 
nection with the evidence of Ford and Clark, it can hardly be said that 
there is a reasonable doubt remaining regarding the Chatham 
anticipation.” 

The appellants agree fully with the finding of the Court in 
regard to the alleged prior uses in Philadelphia and New York, 
but take exception to the finding of the Court in regard to the 
use at Chatham. Therefore, the latter only need be here con- 
sidered. 

The defendants seek to establish the alleged prior use at 
Chatham by the testimony of three witnesses— Hiram M. Ford, 
who had a small gents’ furnishing store at Chatham from 1865 
to 1880, and who, it is claimed by defendants, made the Ex- 
hibit A; Myron E. Clark, who was an employee of Ford, and 
who succeeded to Ford’s business in 1880; and Hugh W. Me- 
Clellan, who bought from Ford some of the alleged anticipating 
shirts. 


As regards the value of this testimony appellants says : 


1. The shirt made by Ford (said to have been like De- 
fendants’ Exhibit A—although this exhibitis not one of 
the original shirts, but was made at a date subsequent fo 
Cluett’s invention, and certainly as late as 1879, if in fact, 
it be not a fraudulent exhibit, made for the purposes of 
this suit) did not embody the invention covered by the 
claims of the Cluett patent. If like Exhibit A, they did 
not have the “folded binding,” which is an essential ele- 


ment of the patented invention. 


2. The witness Ford is shown to be utterly unreliable, 
his character, as the Court below found, having been “ com- 
promised by an attempt on his part to sell the knowledge 


he possessed for a large amount of money.” 


3. The witness Clark was so connected with Ford, such 


are the contradictions appearing in his testimony, and such 
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the inexactness of his statements that the gravest suspicion 


must attach to his evidence. 


4. The testimony of Judge McClellan, while that of a 
man whose character is beyond reproach, is not such as to 
command respect. His memory is shown to be defective ; 
his recollection of the dates at which he purchased shirts 
of Ford prior to 1874 (the year when Cluett made his in- 
vention) is not satisfactory ; his description of the shirts 
purchased in those early years is most uncertain; and 
even though he spoke with greater exactness than he does, 

in his attempt to describe minute details of construction of 
shirts he had purchased nearly twenty years before, it is 
submitted that his testimony upon such a point would be 
utterly unreliable. 

A court should hesitate long before such testimony by a 
single witness, no matter how respectable the nian may 
be, is accepted, for the purpose and with the effect of over- 
throwing a patent that has been so largely respected by 
the public, and has enabled its owners to build up a large 
and prospereus manufacturing industry. 


Considering these and the connected questions more in 
detail, the following facts are to be noted : 


First. The defendants do not produce any shirt actually made 
__ by Ford or by Clark, or purchased and worn by McClellan, prior 
_ to 1874, the date of Cluett’s invention. The claim is made 
a that prior to that date Ford, aided by Clark, made, and that, 
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among others, McClellan bought of Ford, shirts lite Defendants’ 
Lxhibit A (see Sheet II., infra). 

The date of this Exhibit A, also known as the “ Mambert 
shirt,” is wholly uncertain. It was found in the year 1885 by 
Clark in a package of old shirts then in the possession of 
Smith & Clark (successors in business of the witness Ford), 
and was then purchased by. Isaac H. Mambert, a drummer in 
the employ of Mack & Co., who are defendants against this 
same Cluett patent in the companion suit No. 175 of the pres- 
ent docket. Clark, on request, produces the bundle of shirts 
from which Exhibit A was taken, and testifies (x-Q. 343, x-Qs. 
399-363, pp. 569-571) that of the thirteen remaining shirts five 
were made by himself, five by Smith & Clark, one probably by 
Ford prior to 1880 (the date at which Smith and Clark succeeded 
Ford) and the remaining two by outside parties. He thinks that 
the one assigned to Ford must have been made by Ford, because, 
he says, (x-Q. 360): ‘The bosom is larger than I have any re- 
‘membrance of having made since I did the cutting, and as I 
‘have no recollection of making it as distinct from any other.” 
This apparently would have been as good a reason for assign- 
ing this shirt Exhibit A to ‘‘an outside party ” as to Ford. 

Clark’s story about this shirt is that it was made by Ford, 
at some uncertain date prior to 1880, fora man named J. H. 
Mambert, who, Clark says, once gave an order for two 
shirts and took one of them and paid for it, but never called 
for the other. He assumes it to have been made for J. H. 
Mambert, because his name appears stamped upon the shirt 
with a rubber stamp; but how or when that stamp was made 
is not satisfactorily explained. J. H. Mambert, the farmer, 
being produced by the plaintiffs in rebuttal, testifies (pp. 275-6) 
that he did once order from Ford two shirts ; that he paid for 
them, took them away and wore them out; and that that was 
the only order for shirts that he ever gave Ford. This, he 
thinks, was in 1877, but it might have been in 1878 or 1879. 

It is submitted that the evidence does not establish that the 


shirt Exhibit A was ever made by Ford. 
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Second, An examination of the shirt Exhibit A fails to re- 
veal the presence in it of the invention patented to Cluett. It 
does not contain the “folded binding” which is an essential of 
the invention. An examination of the exhibit shows that the 
under edge of the binding is not “folded.” Instead of being 
folded upon itself so that its raw edge is pocketed, it is left flat, 
and thus this edge is liable to become raveled in the manipula- 
tions of the laundry, and its loose threads to work in under 
and disfigure the bosom. In other words, there is present in 
this Exhibit A one of the very defects which it was the object 
of the Cluett invention to overcome. 

A section of this shirt, on an enlarged scale, to show the 
arrangement of the binding, is to be found on the sheet of 


sketches accompanying this brief. 


Third. Then, again, aside from Exhibit A, no one of the 
three witnesses, Ford, Clark and McClellan, describes a shirt 
having a “ folded binding,” such as is described in the Cluett 


patent and such as would serve all the functions of that binding. 


Fourth. Not only do the witnesses fail to produce any of 
the original shirts made by Ford prior to 1874, but they are 
wholly unable to produce any books or memoranda for the pur- 
pose of establishing the dates at which it is ciaimed they made 
the anticipating shirts. 

Order books and books of account were kept by Ford, and 
some of these books were left with Smith and Clark when Ford 
went out of business (Clar/, x-Qs. 166-179, 313-317, pp. 556, 
567), and repeated references are made to these books by Ford 
and Clark, but when the books are called for they are unable 
to produce them (Clark, p. 270; Ford, p. 195). Ford, when 
pressed for the books, claims that they have been destroyed 
(p. 195). 
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Llifth. The Chatham story not only gains no strength, but 
it is absolutely discredited, by the character of the principal 
actor and witness, Ford, and by the glaring contradictions in 


his testimony. 


Ford (pages 465-489) kept a gents’ furnishing store at 
Chatham, New York, from the year 1864 to 1880, and claims to 
have made bound-bosom shirts like Defendants’ Exhibit A 
continuously during all those years. In 1880 his business was 
sold out to Smith & Clark, and in 1882 the business passed 
into the hands of Clark alone. 

The testimony of this witness is valueless to support the 


contention of the defendants. 


1. As regards the character of this witness, the Court below 


(page 670) says as follows: 


“* The character of one of these u itnesses, Ford, was Com- 
promised by an attempt on his part to sell the knowledge he 
possessed for a large sum of money.” 


The evidence on which the Court based this estimate of 
Ford’s character is found largely in the testimony of the wit- 
ness himself, supplemented by that of Wallerstein, one of the 
defendants herein, and of Mack, one of the defendants in the 
companion suit No. 175. 

Ford admits that he met Wallerstein some three months or 
more before he was called to the stand, and then bargained 
with him that he should pay one thousand dollars provided he 
(Ford) could furnish evidence “ sufficient to break the patent, or 
if a compromise was made ” (x-Q. 124). For this sum he was 
to place “a perfect chain of evidence in the hands of defend- 
ants” (x-Q. 126). If the patent was not broken and no com- 
promise made, the witness was to lose nothing, but was to re- 
ceive “lawful expenses, subpoena fees and mileage” (x-Q. 
131). 


Although brought to the witness stand by a subpcena, and 
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apparently answering some questions with reluctance, Ford de- 
claies this bargain to be still subsisting, and that he expects 
“to hold the defendants to the payment of the one thousand 


dollars” (x-Qs. 128-130, x-Q. 141, pp. 475-6). 


It also appears that in the month of August, 1885—shortly 
before the bargain with Wallerstein—Ford was engaged in 
negotiations with Mr. Mack, of the firm of Mack & Co., 
defendants in the suit No. 175. He told Mack that he “could 
help him out,’ but would not do so “ without being compen- 
sated.” When asked whether he would do it for $200, he says, 
““My reply was that I was no $200 man. He (Mack) then 
asked me what I would take. I said it was worth $1,000 or 
nothing ” (x-Q. 149, p. 477). 

On pages 665-667 appears a correspondence had between 
Ford and Mack & Co. on the 3d, 4th and Sth of September, 


1885, in relation to this same matter, in which Ford offers “ to 
b 


break the patent’ on the payment of one thousand dollars to 
his wife; said Ford “to give an affidavit in full, and to appear 
in Court at any time, upon payment of lawful witness fees, 
when called, and give testimony in full of such facts and to 
furnish affidavits or testimony, as may be desired, of other 
parties, so far as I am able, to substantiate my own.” 

Mack & Co., replying to this proposition, say. that “the 
conditions are reasonable enough ;” but because Mack «& Co. 
desired a little more time “ to get the desired co-operation of 
some others” before paying the money, this second bargain 
with Mack & Co. seems never to have been consummated. 

So, also, Mack testifies (x-Q. 22, page 655) that Ford told 
him “ that the patent was good for nothing, and he could 
break the patent ; that he did not propose to give any affidavit 
unless he was paid for it, and he wouldn’t give an affidavit as 
was wanted unless he was paid $1,000.” 

Wallerstein says (Q. 6, page 652) that Ford told him “that 
Mack would not get his testimony unless he would pay him.” 
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2. For the purpose of effecting this corrupt bargain with 


Wallerstein and with Mack & Co., this venal witness endeavored 


to impress these parties with thé idea that the Cluetts were 
endeavoring to bribe him to suppress the supposedly damaging 
facts that he possessed. 

Wallerstein (Q. 6, page 652) says that Ford told him that 
“Cluetts had sent for him and offered him $800 to sell his 
prior right of having made this shirt, but he would not sell the 
right.” 

Mack also testifies (x-Q. 22, page 655) that Ford stated to 
him during their negotiations that “ the Cluetts had offered him 
$800 to not testify in any case to what he knew regarding the 


manufacture of the bound-bosom shirt.” 


All three of the Cluetts deny most positively that they ever 
had any conversation with Ford on this subject (pages 160-1, 
271-2, 273-4); and Ford himself (Q. 270, page 488) admits 
that he never had any such conversation with the Cluetts. The 
fact then is established that no such conversations took place ; 
but it is equally proven that Ford told Wallerstem and told 


Mack that the Cluetts had tried to purchase his silence. 


3. Another instance of the recklessness of this witness is 
found in his testimony regarding his knowledge of the Cluett 
patent prior to his coming upon the stand. 

Hehad for some months been engaged in his corrupt 
negotiations with Wallerstein and with Mack, whereby he was 
to furnish them with “a perfect chain of evidence,” with which 
“to break the Cluett patent ;” and yet on the stand, on Decem- 
ber 8, 1885 (x-Q. 218, page 484), he asserts that he never saw 
the Cluett patent until “a week ago to-morrow ”—that is, until 
December 2, 1885. Such statement is absolutely inconsistent 
with the language of the contract which Ford sent to Mack 
on September 3, 1885, for Mack & Co. to sign. In this draft of 


% 
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contract (page 666) Ford says: “ For the sum of $1,000, to my 
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wife Helen A. Ford in hand paid, I do hereby agree to give to 
Messrs. Mack & Co. all the facts in connection with my formerly 
manufacturing a bound-bosom shirt similar to shirt as specified 
and claimed in a patent issued to George B. Cluett November 
17, 1874.” 

Again (x-Q. 48-50, page 470), he explains when and how he 
first heard of the Cluett patent. He says it was in 1882, when, 
being measured for a shirt by Garry of Troy, Garry said that 
he could not make for Ford such shirts as he then had on, as 
they were patented. Ford proceeds, “I then said, ‘Give me 
“the date of this patent.’ He gave me thedate. * * * JT 
“then said he [ Cluett| could not sustain his patent.” Six days 
after, this same veracious witness says (x-Q. 213-14, pages 
483-4): “I never knew the date of the patent obtained by 
George B. Cluett, Bro. & Co.” “ x-Q. 214. Did not Mr. Garry 
give you the date? A. No, sir.” 

When asked on re-direct (Q. 247, page 486) to reconcile his 
statements in answer 50 with those in answer 214 he confesses 
himself wholly unable to do so. 

Again, he asserts in x-Q). 220, page 484, that nobody except 
Mr. Garry had “ explained the patent or the invention ’—mean- 
ing the Cluett patent and invention—to him until the day when 
he was called as a witness, December 2, 1885. This of course 
is simply incredible, in view of the fact that he had for months 
been bargaining with Mack and with Wallerstein to furnish the 


evidence with which “to break the patent.” 


4. If anything further were needed to discredit this witness 
it might be found in his constant reference to his books, as if 
those would ¢orroborate his statements. 

In his letter to Mack of September 3 (p. 665) he tells Mack 
that if he will bring the thousand dollars to Chatham the next 
Saturday morning “ all affidavits, &e., with my old books, can be 
pushed over to you,” &c. 

Again, in answer to (). 24 (p. 468), he says that he made 
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shirts like Exhibit A for Henry R. Thomas, of Troy, “ prior to 
1870—the books will show ;” and in answer to x-Qs. 174 to 196 


(pp. 480-482), he makes constant reference to his books, as if 


they were still in existence, either in his own possession or with 


Smith & Clark, except some which he asserts to be in his own 


family in an injured condition. He, however, sturdily refuses 


to send for any of these books or to produce them for examina- 


tion, giving as his reason (x-Q. 196, p. 482): “ There is noth- 


ing contained therein appertaining to this case ;”’ and this not- 


withstanding the admitted fact (x-Qs. 198-9) that when in 


business he was in the habit of keeping “ order books ” which 
contained “ measurements” and “directions as to style of 
shirts or how the orders were to be made up.” 

Coupling his persistent refusal to even consent to the pro- 
duction of these books with his statement (209 x-Q., p. 483) 
that he is unable to “‘ now fix the date of the manufacture of 


. 


‘ , , ae . : . . 
any particular lot of shirts’? made by him ‘ on which the bind- 
ing was used upon the bosom for any particular person, or to 


sé 


give the name of any such person,” it would seem a fair infer- 


ence that this witness at least believed that the books, if pro- 


duced, would not corroborate bis story. 

It is nothing surprising then, that, when subpoenaed ata later 
| day to produce the books, he should declare himself unable to 
: find them. This is no more than what might be expected of 
; such a witness. 


Sixth. The testimony of the witness Clark, again, (while 
plaintiffs have no wish to impeach his honesty), is untrust- 


worthy and inconclusive. 


‘The substance of his testimony is that in 1868 he became 


an employee of Ford; that in 1869 Ford began making shirts 


like Exhibit A; that the manufacture of such shirts was con- 


tinued by Ford in a small way down to 1880, when Ford went 


out of business ; that he, Clark, succeeded Ford in 1880, buy- 
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ing out his stock and good-will and receiving his order books ; 
that, subsequently, the firm of Smith & Clark was formed, suc- 
ceeding to the same business ; and that he, Clark, and the firm 
of Smith & Clark continued in a small way to make shirts like 
Exhibit A down to the time when he testified. 


The following observations as to this witness are in order: 
3 


1. He nowhere describes the shirts made by Ford and by 
himself as an employee of Ford, prior to 1874, as having a 
** folded binding ; 
presented as illustrating the shirts made by Ford, does not 
have the folded binding of the Cluett patent. 


> 


and, as hereinbefore explained, Exhibit A, 


2. While Clark testifies (Q. 13, p. 543) that Ford began 
making shirts like Exhibit A in 1869, on cross-examination 
(x-Q. 61) he finds himself unable to give the date when this 
manufacture began. 

It should be noted in this connection that Ford claims an 
earlier date for making these shirts, and thus the two witnesses 


are in direct conflict. 


3. It appears that Clark had been carefully coached by 
Mambert, employee of the defendants in the Mack (or Mc- 
Neany) suit No. 175, before he became a witness, and when put 
upon the stand he was examined by leading questions. 

His deposition was taken February 16, 1886, but on Sep- 
tember 1, 1885, Mambert, in the interest of the defendants in 
the Mack suit, had obtained from Clark the affidavit printed on 
page 664, in which Clark is made to describe the shirts made 
by Ford in 1869 and 1870, in the exact language of the Cluett 
patent. 

Moreover, Clark admits various consultations between him- 
self and the discredited witness Ford, before and during the 
taking of his deposition; and this, too, with the full under- 
standing on Clark’s part that Ford was endeavoring to defeat 


the Cluett patent, and was to receive one thousand dollars in 
case of success (x-Qs. 92-108, x-Qs. 112, 118-121, pp. 550-2). 
When Clark appears as a witness, instead of being asked to 
describe from memory shirts made by Ford, Exhibit A is put 
before him and his testimony is guided by its presence (12 Q., 
p. 542). Afterward, when asked to ‘ describe in words the ex- 
act way in which you [he| made shirts like defendant's Exhibit 
A, in 1869, and in subsequent years” (23 Q., p. 543), he shows 
his utter unreliability. Instead of answering the question in- 
genuously, he says : 
‘*IT cannot specify the shape of bosom made in 1869, nor I can’t 
‘ specify the years in which the changes of shape were made in the 
‘* bosom. We bound the bosom, using a bias binding in 1869 and during 
‘ allthe years subsequent. We bound the bosom with a bias binding strip 
‘the same in result that this is. We put on the same as in Defend- 


‘‘ ant’s Exhibit A, and the shirt in general cut, design and pattern ts 


‘ the same shirt except as regards shape of bosom.” 


- 


4. This witness gives no reason whatever for fixing upon 
the year 1869 as the date when the manufacture by Ford of 
shirts like Exhibit A was begun; and his untrustworthiness in 
regard to this date is made apparent by his testimony concern- 
ing the time when he and Ford first saw the advertisement of 
the Cluett bound-bosom shirt. ‘This date he fixes in the year 
/875, in which year he says the Cluetts had a full-page adver- 
tisement in the “ Gents’ [ Men’s| Furnishing Trade Review,” 
giving acut not only of their patented shirt, but also of their 
collars and cuffs. Ford was a subscriber to this trade paper, 
and this advertisement was discussed by Ford and Clark (Qs. 
[7 and 20, p. 543; x-Qs. 136 to 143, p. 553 ; x-Q. 302, p. 556). 

Now, the fact is that No. 1 of Vol. 1 of the Jen's Furnish- 
ing Trade Review, according to the evidence of the publishers 
and of the /eview itself, was not published until February, 
1878 ; and the first page-advertisement inserted by the Cluetts 
was In September, 1878 ; and not until December, 1879, did the 


Cluetts have a page advertisement containing a cut of their 


oe & B* 
£ a 
HW 
* oe 
b> | 3 z 
eae 
Fi a 
at. 
“*e@ 
le s 
me a: 
a ia 
1 
ese ™ "a 
$2 &s 
‘3S ; Bs. 
23 
% a 
ty 


26 


shirt, accompanied by cuts of collars and euffs (Clucas, pp. 
326-327).* 

It thus appears that Clark must have been from three to five 
years out of the way in fixing the date at which he and Ford 
first saw this conspicuous advertisement of bound-bosom shirts 
as made by the Cluetts, although its appearance led to a discus- 
sion between him and Ford that should have fixed the date 
accurately in their minds. If Clark’s memory is no more exact 
as to the dates when he made shirts like Exhibit A for Ford, it 


is utterly worthless. 


5. While plaintifis do not charge that Clark expected to 
profit by the thousand dollars which he says (x-Q. 111, p. 551) 
he believed that Ford was to receive in case the Cluett patent 
could be defeated, it abundantly appears that he had another 
powerful reason for doing all that he could to aid Ford in his 
attack upon the patent. 

He acknowledges (x-Q. 155, p. 553) that it had occurred to 
him that he was liable to be sued under the Cluett patent for 
the manufacture of the shirts which he had sold, in like manner 


as the Troy concerns were liable to such suit. 


For the foregoing reasons it is submitted that the testimony 


_ of the witness Clark should have no weight in support of the 


alleged anticipation at Chatham ; and very properly it was re- 


garded by the Court below as in itself of little, if any, value. 


*No. 8, Vol. L., September, 1878, contains the first page-advertisement of 
the Monarch bound-bosom shirt, printed in that review. No. 1, Vol. IL., 
February, 1879, has a cut of the shirt, but not of collars and cuffs. No. 5, 
Vol. I., May, 1879, has cut of a shirt, with cuffs, but no collars. No. 6, Vol. 
IIl., December, 1879, has the first full-page cut showing shirt, collars and 


bo 
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Seventh. The testimony of Judge McClellan (whose state- 
ments seem to have impressed the Court below) is regarded as 
equally inconclusive with Clark’s. 

Judge McClellan, who undoubtedly is a man of probity, 
was sixty-five years of age when he was called to the stand as 
a witness in the year 1886. He claims to have bought of Ford, 
at Chatham, prior to 1870, and on two or three oceasions, 
shirts like Exhibit A; and he even enters into details as to the 
special construction of the same, by which the bosoms of the 


shirts then bought were united to the bodies of the garments. 


A critical examination of McClellan's testimony will show 
not only that it would be unjust to the Cluetts to make it the 
instrument of destroying their patent, but that it would estab- 
lish a precedent that would imperil all patent property of this 


class. 


1. It seems incredible that any person not skilled in this 
particular art should assume to remember, sixteen or eighteen 
years back, just how a particular shirt then bought by him 
was made. The extraordinary character of this attempted 
feat of memory will come home to the members of the Court if 
they will try to recall, as to any of the garments composing 
their wardrobes of twenty years ago, how the same were made 


as regards any of the more inconspicuous details thereof. 


2. It will be noticed, however, that even this witness is very 
cautious at times, and is handled by his counsel with caution. 

Thus, in answer 7 (p. 575) he gives his “impression” as to 
how far the stitching extended aiong the binding in the first 
shirts bought of Ford. 

After giving (Q. 5, p. 574) a most general description of the 
shirts first bought by him of Ford, he says (Q. 9, p. 575) that 
all of the shirts bonght prior to 1870 were “of the description 


I have given here, as near as / can tell.” 
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Then follows this extraordinary question and answer (Q. 10, 
p. 575): 

‘*Q. 10. Please look at Defendants’ Exhibit A, and, after examin- 
ing the same, tell us whether it resembles or differs, so far aa you can 
observe, from the shirt made for you by Ford between 1867 and 1870, 
and worn by you during that time and after ? 

‘A. Yes, sir; this is just such a shirt as | have worn—just such 


bosom.” 


3. It should be kept in mind always that this witness was 
testifying with the shirt Exhibit A before him ; but, even so, 
he makes very blundering work when he comes to give the de- 
tails of construction of those shirts bought from Ford and which 
he undertakes to describe by reference to Exhibit A. He ac- 
knowledges (x-Q. 93, p. 585) that he never dissected the seams 
of one of the Ford shirts so as to examine its construction ; 
also (x-Q. 103, p. 586) that he cannot say whether he ever saw 
a shirt made by Ford or his successors that had “ a continuous 
binding on the sides and around the bottom of the bosom ;” 
and, although he had examined Exhibit A before he was sworn, 
and although he had Exhibit Ain his hand in the examination 
room, he acknowledges his inability to state how the seam is 
constructed without ripping it up (x-Q. 83, x-Q. 91, pp. 583- 


84). 


4. It abundantly appears that before this witness was called 
to the stand he had been interviewed on two or three occasions 
by Ford and Mambert, and that in such interviews his recollee- 
tion had been stimulated by the exhibition to him of a patent 
with drawings—undoubtedly the patent in suit (x-Qs. 108-114). 
Speaking of one of these interviews— probably with Mambert 


—he says, referring to the interviewer : 


*« He said, in substance, that he had been informed that 
I had bought shirts of Mr. Ford several years ago; and 
shirts with a bosom that was bound with linen or some- 
thing, and wanted to know if I had used such shirts 
bought of Ford; and I told him I knew Ford used to 
make such shirts, and he asked how long ago it was I had 
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seen such shirts or had such shirts of Ford, and deserted 
how they were bound ; and 1 thought a moment and I think 
I told-that it must have been seventeen or nineteen years 
ago; a good while ago anyway ; I told him when. 

* He showed me a paper that had a diagram and printed 
form of claim tor a Pp ttent in giving me a description, 
and lo see if what / recolle cled at all corresponded wath 


fa. FF 

‘rom this it will be seen that the memory of this witness 
was educated by the men who were working up this line of de- 
fense. It is not surprising, therefore, that when this witness 
comes to the stand and undertakes to testify up tu the standard 
which his mentors have laid down, be constantly recurs to 
* Exhibit A” as a sufficient description of the shirts which he 
bought of Ford; and for the same reason it is not surprising 
thet he makes a sad exhibition when called upon to make 


description of the details of construction of those shirts. 


5. This witness gives no good reason for his statement that 
he bought shirts like Exhibit A of Ford prior to 1870. 

McClellan removed from Albany to Chatham in 1867 ; in 
February, 1870, he removed from Chatham to Hudson, return- 
ing to Chatham in May, 1872 (x-Q. 16, p. 576). He says that 
between 1867 and 1870 he bought all lis shirts of Ford; that 
after his removal to Hudson he bought his shirts of Ball & 
Bros. of Troy, and thinks that he continued to buy their 
shirts for two or three years after his return to Chatham in the 
spring of 1872 (x-Q. 127, p. 589); but he admits that after his 
return to Chatham he resumed his custom of trading with Ford 
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. “24 x-Q. After your return to Chatham did you resume 
your custom of trading with Mr. Ford? 

‘“A. I did to a certain extent; that 1s, if Mr. Ford was 
at that time carrying on his business there, but I did not 
deal so wholly with Mr. Ford. 

“25 x-Q. Did you purchase shirts from Mr. Ford after 


your return to Chatham or Hudson. 
“A. JI did either from him or Mr. Clark, in the same 
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establishment. I don’t know who was running it then 
either Ford or Clark, one of them. 

“96 x-Q. When did you make the last purchase from 
either Ford or Clark ? I mean of shirts. 

“ A. It is impossible for me to tell you, sir, but it is sevy- 
eral years ago.” 


McCllelan testifies that he has no receipted bills of goods 
purchased of Ford, nor any memorandum or other form of 
documentary evidence whereby to establish the dates of any 
such purchases (x-Q. 105, p. 586); and, in the absence of such 
data whereby to refresh bis recollection, and in view of the fact 
that he purchased’ shirts of Ford after his return to Chatham 
as well as before he went to Hudson, it is submitted that he 
may be wholly wrong in thinking that any of the shirts bought 
before 1870 were like Exhibit A. It is not unreasonable to 
suppose that McClellan is four or five years out of the way in 
his dates on this point, when we consider that Clark made a 
mistake of four or five years as to the date when he and Ford 


first saw Cluett’s full-page advertisement. 


6. There is abundant evidence in the record that McClel- 
lan’s memory in regard to the matters here in controversy is 
anything but exact and reliable. 

Thus, while he claims to have a distinct recollection in re- 
gard to shirts bought of Ford prior to 1870—as to whether they 
had a binding or not, his mind is an absolute blank as to this 
feature in regard to the shirts which he subsequently bought of 
Ba]l Brothers (x-Qs. 134 and 135, page 590). 

So, also, he says that he has bought shirts of Clark since 
Clark has been in business alone at Chatham—that is, since 
1880 ; but, when asked whether svc shirts had a binding |ik® 
Exhibit A, he says, “I am not sure,” and when urged to give 
his ‘‘ impression ” about it he says, “ Well, I haven't any im- 
pression one way or the other” (Qs. 27-30, p. 576).. But 

immediately after (Q. 32) he says, “ I think that all the shirts 
I ever got of Clark were, I should say, just like this Defend- 
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ants’ Exhibit A, but I will not swear positively to that.” And 
yet these Clark shirts were bought within five years of the time 
when the witness was testifying. 

Then, again, the inaccuracy of this witness’ recollection is 
shown in his conflicting accounts as to the shape of the bosom 
in the first shirts that he claims to have bought of Ford. In 
answer 5 (page 574) he says that in the first shirts bought of 
Ford the bosom came down ‘“‘in a curve at the lower end ;” 
and in x-Q. 21 (page 576) he says that a// the shirts purchased 
of Ford between 1868 and 1880 were made in accordance with 
the description in avswer 5. In answer to x-Q. 42, however 
(page 579), he says, speaking of the shape of the bosom in those 
first shirts, ‘‘I am notsure as to shape;” and in answer to 
x-(). 67 (page 582), he says that he thinks “the sides of the 
bosom were nearer straight than in the exhibit here,” Exhibit 
A; and in x-Q. 69-70, he says that the two sides were “ quite 
straight” and that “there was no binding on the bottom of 
these shirts.” Again, in answer to x-Q. 71 (page 582), speaking 
of these same shirts, he says: ‘ Whether the first order had 
the sides of the bosom straight or were curved, as in the 
exhibit, 1 cannot say,” and in answer to x-Q. 100 (page 586), 
he is wholly at sea as to whether the bosoms of the first 
shirts bought of Ford were straight or curved, and on the next 
day he says (x-Q. 149), ‘“ To-day I doubt in regard to my first 
purchase being a straight-sided bosom.” 

Another instance of the unreliable character of this witness’ 
memory is found in connection with the affidavit of Clark, 
printed on page 664. This affidavit was written out by Judge 
MeClellan with his own hand and in his own offiee, and con- 
tains an important extract from the Cluett patent, and moreover 
was written out by him on the very day of his interview with 
Ford and Mambert with reference to his own purchase of shirts 
from Ford ; and yet, when the Judge is questioned about the 
matter, he has wholly forgotten that Clark ever made such an 


affidavit before him; (x-Qs. 153 to 160, pp. 593-4). 
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It is respectfully submitted that a witness who cannot re- 
member whether shirts bought within five years had a binding 
on the bosom, cannot be trusted in his statements as to the 
binding of bosoms in shirts bought eighteen years before ; that 
a witness who cannot remember even the shape of the bosoms 
of shirts purchased eighteen years before, is not competent to 
testify as to other and more inconspicuous features of construc- 
tion of those same shirts ; that a witness who from day to day 
varies his testimony in regard to so prominent a feature as the 
shape of the bosom of a shirt—at one time making the sides 
straight and at another curved, and then professing his uncer- 
tainty in the matter—cannot be relied upon in respect to the 
presence of a binding upon the bosom, or the. character of such 
binding if present, or the mode by means of which such bind- 
ing if present was secured in place. 

In short, it seems to the appellants that it was a grave 
mistake on the part of the Court below to place any reliance 
upon the testimony of the witness McClellan, however upright 
and well-intentioned the gentleman may be. 

To defeat a valuable patent which has worked a valuable 
improvement in a great and valuable industry, upon testimony 
so unsubstantial, would be to establish a most dangerous prec- 
edent. 

Appellants cannot see why the criticism of the Court below, 
upon this general class of testimony, does not apply to the 
deposition of Judge McCLELLAN with the same force as to that 
of the witnesses produced in support of the other alleged an- 
ticipations. The Court said: 


“Although corruption, prejudice and self-interest may 
be wholly absent, it is well-nigh: impossible for a witness, 
no matter how intelligent he may be or how retentive his 
memory, to recall the details of ordinary transactions oc- 
curring twelve or fifteen years before.” 
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As a conclusion from all the testimony respecting the alleged 
prior manufacture of shirts at Chatham, appellants respectfully 
submit that it 1s grossly insufficient to establish dates that 
anticipate the Cluett invention (in the spring of 1874). The 
burden of proof is upon the defendants (the appellees); and 
they must make out their case beyond a reasonable doubt. 


This they have failed to do. 


Alleged Want of Patentable Novelty. 


In considering this defense careful attention must be given 
to the various things in the prior state of the art upon which 
the defendants specially rely in support of their conclusion of 
non-patentability, as distinguished from direct anticipation. It 
is believed that all these things are fairly represented by the 
following : 

Conger Patent No. 146,656, January 20, 1874. 

Marr Patent No. 134,909, January 14, 1873. 

Nichol’s British Patent No. 1594 of 1864. 

Detached shirt bosoms or “ dickies with binding around 

the edges.” 

Dress shirts with separately formed bosoms inserted or 

attached by turning the raw edges in or under, and 


ves and the shirt 


| 


then sewing through such folded ed 


body, but without the use of a binding. 


Firemen’s shirts reinforced on the bosom. 


# The Conger patent. 


This patent, as well as the Marr patent, was referred to by 
the Patent Office in connection with the grant of the patent in 
suit (p. 661). 


This is a patent for undershirts, and not for dress shirts. 


* 
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This undershirt is to be of flannel or knitted goods, and not of 
linen or some other material to be laundered. On the front of 
the Conger undershirt there is placed “a sanitary chest pro- 
tector,’ shown in the drawing as shield-shaped. As to the con- 
struction of this chest protector the patent says : 


‘‘If the shirt is made of knitted fabric, the chest protector may be 
produced by suitable machinery simultaneously with the other portion 
of the shirt ; but, if the shirt is made of flannel, the chest protector ¢ will 
be sewed permanently upon the interior of the front.” 


Manifestly, the Conger patent has not the remotest relation 
to the invention in controversy. It does not show or describe 
a shirt to be starched and laundered, but one to be made only 
from flannel or knitted material. The shield-shaped “ pro- 
tector,” which may be but is not required to be sewed on, is 
placed on inside the shirt, so that in no sense can it be calleda 
shirt “ bosom;” nor is there the slightest suggestion of any 
binding to be applied to such piece, or of reason for the use of 


a binding. 


9. The Marr Patent (p. 422). 


This patent, also, manifestly has to do with a shirt that is 
not to be laundered; therefore, it has no relation to the in- 
vention of complaimants’ patent, which was designed to obviate 
defects present in laundered or dress shirts only. 

The Marr patent shows a shirt having a shield-shaped front, 
buttoned on to the bosom part of the shirt by a row of buttons 
on each side. Secured along the medial line of this attached 
piece are other pieces called “half fronts or flies,” each one of 
which is provided with buttonholes on its outer edge, and is so 
shaped as to cover one-half of the shield-shaped front. It is 
proposed to make these various pieces of different colors; and 
by unbuttoning any one and folding it over along the medial 
line, and buttoning it on to the row of buttons on the opposite 
side of the front, the wearer of the shirt can at pleasure change 
the color of the exposed shirt front. 
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The patent says that “ the edges of each ply and the bosom 
“ front may be bound with binding ;”’ but no special form of 
binding is shown or described, nor is there any reason to sup- 
pose that Marr contemplated anything more than the ordinary 
mode of binding the exposed edges of any article of wearing 
apparel, with the raw or selvedge edges of the binding ex- 
pe sec. 

Certain it is that he could not have had in mind any of the 
evils which it was the object of the Cluett invention to 
obviate ; nor were any of those evils present in the Marr shirt, 
which necessarily, as above indicated, was of flannel or some 
similar material and not laundered; and, therefore, nothing 


shown by Marr furnishes a remedy for such evils. 


3. The Nichols’ British Patent (p. 663). 


This patent has no relation to the Cluett invention, save 
that it describes a mode of attaching a-binding to the edge of 
any garment or other article which it is desired to finish up. 
[t does undoubtedly describe the use of a narrow strip of fabric 
to be applied to the edge of the article or garment by two rows 
of stitches and in such a manner that the edge of the garment 
will be pocketed by the binding strip, and at the same time 
both edges of the binding strip itself will be turned in under 
the body of the strip and thus be pocketed themselves. 

Thus, in 18t 4, ten years before Cluett made his invention, 
Nichols deseribed a mode of binding, of general application to 
the exposed parts of garmeuts ; but he makes no suggestion of 
utilizing either this or any other form of binding to overcome 
any existing defects in dress shirts, nor would any person by 
reading the Nichols patent have been led to the thought that 
by applying such a binding to the bosom of a dress shirt, those 
advantages would be secured which were first revealed to the 


world by the Cluett patent. 
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4. Detachable shirt hosoms or “ dickies :” 


The evidence shows that prior to the date of Cluett’s inven- 
tion detachable bosoms, commonly called “ dickies,” made of 
linen and adapted to be laundered, had been bound upon their 
edges by a narrow folded binding strip—that is, by a narrow 
strip of material which not only enclosed and pocketed the edge 
of the dicky, but which had its own edges turned under so as to 
be concealed from sight. Such dickies, in fact, were made and 
sold to some small extent by the plaintiffs herein ; but it should 
be remarked that these dickies did not have smooth, plain 
fronts, but the fronts were filled with pleats and ruffles in such 
a way that any slight irregularity in tension in finishing up the 
dickey would not be likely to make itself manifest in the 


laundered article. 
5. Dress Shirts with Inserted or Attached Bosoms. 


The old methods by which, in dress goods, the bosoms of 
shirts had long been attached to the body, were either to turn 
the edge of the bosom in under and then to sew through this 
doubled edge directly into the body of the shirt, or, where the 
bosom was made up of two or more layers or plies, and the 
front of the shirt body was cut ont to receive the bosom, to 
turn the edge of the plies in between the plies, and also to in- 
troduce the raw edge of the cut-out shirt body in between the 
plies and then to connect the bosom and the body together by 
a line of stitching passing through the edges of the two parts. 

It was the evils or defects connected with these modes of 
manufacture, as more fully explained in the early part of this 
brief, that Robert Cluett sought to obviate by the invention 
covered by the patent in suit. 


cee 


6. /iremen’s Shirts. 


These were fanne/ garments, reinforced or made of double 
thickness on the bosom part—this attached piece being sewed 
through its edges to the body of the garment, and the edges of 


this piece being left ancovered. 


[t thus appears that it was not new in the spring of 1874 
{the established date of Cluett’s invention) to make dress shirts 
by securing a linen bosom to the body of the shirt by a row of 
stitches passing through the edge of the bosom. Also, it is 
admitted, it was matter of common experience to apply narrow 
bindings in various ways—in fact, to apply “ folded bindings,” 
that is, bindings with their edges turned in under the body of 
the binding—to the edges of various parts of different articles 
of wearing apparel, to conceal the raw edges from sight and 
protect them from being frayed out. Moreover, as in the case 
of the Marr shirt, the free edges of “ fhes ” designed to be 
buttoned on to the shirt front had had their edges finished 
up (potentially, at least—as suggested in the Marr patent) by 
some sort of binding. Dickies, also, had been made whose 
edges had been provided with a folded binding. Firemen’s 
shirts, also, had been made of flannel, on the bosom part of 
which an extra thickness, cut out shield-shaped, had been 


secured by sewing through its edges. 


On these admitted facts the defendants contend, and the 
learned Judge at circuit held, that, aside from any direct an- 
ticipation—and, therefore, admitting actual novelty—there was 
no “patentable novelty” or “invention” in combining the 


bosom and the body of a dress shirt into an integral article of 
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manufacture by means of a “folded binding” applied in the 
manner set forth in the patent in suit. 

This is claimed by complainants to be substantial error, 
and they believe that the Court below, in making such ruling, 
must have overlooked the grave defects that had long existed in 
the manufacture of dress shirts prior to 1874, and which were in 


such large measure overcome by the Cluett invention. 


The learned Judge at circuit, in predicating non-patentability 
of the Cluett invention, seems to rely mainly upon two purely 
hypothetical cases. He presents the hypothesis of “a mother, 
‘ in 1870, whose son exhibited an aversion to wearing the bound 
“dicky.” He then assumes this indulgent mother to have 
sewed the dicky to the front of the shirt worn by the young 
man, by passing a line of stitching through the binding; and 
then inquires whether this would have involved invention. 

Under a second and very similar hypothesis he puts two 
“intelligent workmen” into the plaintiff's factory in 1872, one 
wearing a bound dicky, and the other a woolen shirt having 
a shield-shaped bosom sewed on to its front. He then as- 
sumes that the tab which holds in place the dicky of the one 
workman breaks, and that the owner, “after examining the 
“woolen shirt. of his companion,” proceeds to secure his disa- 
bled dicky to the body of the shirt “by a line of stitches 
“through the binding.” Then again follows the question 
whether that would have constituted invention. 

His Honor assumes, further, that in each of these hypothet- 
ical cases there would have resulted the exact invention dis- 
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closed in the plaintiff's patent; and his conclusion is that the 


inventive faculty would not have been brought into action. 


The plain answer to this view of the ‘matter seems mani- 


fold. 


First. The cases put by the learned Judge are purely hy- 
pothetical. Although serious defects in the manufacture of 
(iress shirts had long existed, no person had been sagacious 
enough to devise a remedy until Cluett gave the matter intelli- 
gent study in 1873 and 1874. 

It is of course conceivable that the good mother of 1870, in- 
stead of administering condign punishment to her rebellious 
son who refused to wear the garment she had provided, would 
have yielded to his whim and made for him the new garment 
suggested by the Court; but it is not shown that any mother 
ever did this, nor is there shown even a probability that she 
would have so acted under the assumed circumstances. 

So, also, it is conceivable that a workman im Clu- 
etts’ factory in 1872, if the tab on the upper end of 
his dicky had broken, would, “after examining the woolen 
shirt of his companion,” have come to the conclusion 
that he would better secure his dicky to the shirt body 
by a line of stitches passing through the entire 
length of binding, even though no dicky had _ previously 
been so secured ; but it is not shown that in fact such an idea 
ever entered the mind of any workman before Cluett’s invention 
was made, and, it is respectfully submitted, it is wholly improb- 
able that, under the assumed circumstances, this hypothetical 
workmati would have adopted such a course. The chances are 


a thousand to one that he would have discarded the dicky alto- 
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gether, or else would have mended or replaced the broken 
tab. 

Even if the ‘ mother, in 1870,” or the “ intelligent workman, 
in 1872” had concluded to attach the dicky to the shirt front 
by means of stitching, there is no reason to suppose that they 
would have done it by a continuous line of stitching running 
along the entire length of the binding. The connection might 
have been made by a few strong stitches at each of the upper 
corners and at the lowermost point of the dicky; or by passing 
a line of stitches from the two upper corners part way only 
down each side of the dicky, thus, in each case, securing 
the dicky firmly to the shirt body, but at the same time leaving 
it free to move through a portion of its outline relatively to the 
shirt body. This was regarded by some as a desirable mode of 
attaching bosoms to shirt bodies, as will appear by reference to 
the Jenks patent of 1873 (p. 424) and the Thomas patent of 
1873 (p. 426). 


Second. Suppose that this imaginary mother of 1870 (and 
the same would be true of the supposed “ intelligent workman ’ 
of 1872) had actually, under the circumstances stated in the 
opinion of the Court below, sewed the bound dicky upon the 
shirt front ; would this have been a making of the invention set 
forth in the Cluett patent? If done, would it have given to 
the world knowledge of the fact, first actually communicated 
by the Cluett patent, that the existing defects in dress shirts 
could be obviated in this way? What knowledge would that 
mother or that workman have derived as to the utilities effected 
by that mode of manufacturing shirts ? 


In this connection a most pertinent inquiry would be this: 
What would that same mother be likely to have done after the 
new shirt which she had made for her son (by sening a bound 
- Micky on to the shirt front) had worn out? If,in the year 
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1873, that same mother had been called upon to make a new 
shirt for her son, and to attach a fine linen bosom to the shirt 
body, is it at all probable that her_exceptional experience in 
1870 would have led her in 1873 to bind the edges of the 
bosom with a “ folded binding” in the manner set forth 
in Cluett’s patent of 1874, before sewing such bosom 
on to the shirt? Is it not far more likely that in 
making such new shirt in 1873, she would have attached the 
bosom in the only way then known among the manufacturers 
of this class of goods, viz., by turning under the edges of the 
bosom, without the use ‘of a binding, and then passing the 
stitches through such doubled edge? Would she have dis- 
covered any advantage in the use of the binding, either in 
facilitating the manufacture of the shirt or by way of giving 
greater regularity and evenness to the fabric when completed ? 
On the contrary, is 1t not almost certain that she would have 
regarded the binding as a mere waste of material when the 
bosom was to be permanently attached to the body ? 

So, also, it goes almost without the saying that, under the 
circumstances stated by the Court below, the fictitious “ work- 
man in 1872” would have no mental apprehension of the idea 
which underlies the Cluett invention. 

On this point the words of Prof. Robinson, in his excellent 
work on patents, are pertinent. He says (Sec. 79) : 

“ No exercise of the faculties can form a part of the 
“ inventive act unless the idea resulting from such exer- 
‘cise is fully apprehended by the mind of the inventor. 
“To create by accident, without a recognition of the fact 
“or note of his own creation, and consequently without 
“the power to repeat the same creative act, is not in- 
“vention. While previous intention to create in this 
‘ especial form, or even to create at all, is not required, it 
‘ is essential to the inventive act that the inventor shoul! 
“not only conceive, but should also perceive his origiual 
‘idea, and should do both so clearly as to make this ides 


‘an actual addition to his fund of knowledge, and be able 
“ to communicate it to the public. 
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Third. The various cases cited by the Judge at circuit, and 
upon which he seems to have relied in support of his conclusion 
of non-patentability, are, on examination, not found to be 
pertinent. 

In the leading case of Pennsylvania Pailway Co. vs. Loco- 
motive Lruck Co., 110 U.8., 490, the patent was defeated upon 
the ground of mere double use of the invention. A swiveling 
truck which had previously been used under cars, was put under 
the forward end of a locomotive. In this new position it worked 
in the same way as before, was used for the same purpose, and 
accomplished the same result. The Court, with citation of 
many authorities, held that in this double use there was no in- 
vention. ‘The Court said: 

‘*]t is settled by many decisions of this Court * * * that the 
‘‘ application of an old process or machine to a similar or analogous 


‘** subject, with no change in the manner of application, and no results 
‘ substantially distinct in its use, will not sustain a patent.” 


In Stimpson vs. Woodman, 10 Wall., 117, the patent involved 
was for a machine for pebbling leather. Previously, in the 
finishing of leather, machines had been used in which a regu- 
lated pressure was applied to the surface of the skin by means 
of a roller wit a smooth face ; also the surface of leather had 
been finished by the used of hand rollers having a grained or 
pebbled surface. ‘The patent covered, substantially, the use of 
a machine provided with a roller having a pebbled surface. 

This was regarded by the Court as a mere double use of an 


_old device, not involving invention. 


In Gardner vs. Herz, 118 U.S., 180, the patent seems to 
have been held invalid on similar grounds. The patent in- 
volved was for an improved chair seat, made of a wood fabric, 
consisting of two or more layers of perforated wood veneers, 
arranged with the grains of the different layers lying crosswise 
‘of each other. 

As this material was old, and as it was used in the chair 


On 
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seat in the same way in which wood had previously been used, 

the Court evidently regarded this new use of a perforated 
veneer as a mere double use. The Court said: 

‘*A patent cannot be taken out for an article old in purpose and 

‘shape and mode of use, when made for the first time out of an exist- 

‘ing material, and with accompanjments before applied to such 


‘an article, merely because the idea has occurred that it would be a 
‘ good thing to make the article out of that particular old material.” 


In Phillips vs. Detroit, 111 U.S., 604, the patent related to 

a pavement consisting of wood blocks set on end upon a gravel 

bed, the blocks being left in the natural form of the log from 

which they were cut, and the interstices being filled in with 
gravel. The Court said : 

‘The improvement described in the applicant’s patetit consists 

‘* * * in simply taking a material well known and long used in 

‘‘the making of pavements, to wit, wooden blocks set vertically, and 

‘‘ with them constructing a pavement in a method well known and 

‘long used. Itis plain, therefore, that the improvement described 

‘* in the patent was within the mental reach of any one skilled in the 

‘artto which the patent relates, and did not require invention to 


‘make it, but only the use of ordinary judgment and mechanical 
* skill.” 


In “Estey vs. Burdeti, 109 U. S., 633, one claim of the patent 
related to the size of the valve opening in the organ. The 
Court considered this a mere matter of degree, and, therefore, 
not patentable. The Court said : 

“ The dimensions of the valve opening and of the valve are regu- 


‘lated by the judgment of the manufacturer, as to the quantity of air 
‘necessary and the resistance to be overcome in working the valve 


* 


‘and the inconvenience in the leakage of the air.” 


So in Pumice Holder Co. vs. Ferguson, 119 U.S., 335, the 
Court revarded the relative size of two parts of the patented 
| machine to be a mere matter of degree, and, therefore, because 
_ within the ordinary skill and judgment of the mechanic, not 

patentable, 
The only novelty which the Court found in the patented 
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press was that the rack holding the pumice was made somewhat 


larger than the guide frame. The Court said : 


‘* There is no invention in making the guide frame and the rack of 
‘* the desired size. It required only ordinary skill and judgment.” 


In Jale Lock Co. vs. Greenleaf, 117 U. §., 554, the only 
difference (as regards matter pertinent to the present case) 
which the Court found between the patented lock and the old 
locks, was the change of shape in the irregular aperture of the 
wheels through which the key was thrust, to conform to the 
shape and size of the key to be inserted. As to this the Court 
said that it “would occur to the rudest and most unskillful G 


mechanic.” 


In Stevenson vs. Brooklyn Co., 114 U. &., 149, the Court 
held the patent bad as being for “a mere aggregation of sep- 
arate devices” in street cars, “each performing the function 
for which it is adapted when used separately, and the whole 

9? 


contributing no new result as the product of the joint use ”"— 


being the familiar doctrine of aggregation as distinguished from 


patentable co-operation. 
Reckendor fer vs. Faber, 92 U. S., 347 (not, however, cited / 
by the Circuit Court in this case), is, perhaps, to be regarded as 


the leading case on this SE of aggregation. The Court 7 
held that there was no invention involved in merely associat- 
ing a lead for marking and a rubber for erasing pencil marks, 


upon the opposite ends of a pencil handle or holder. The 


language of the Court was: 


‘** The law requires more than a mere change of form or juxtaposi- 
‘** tion of parts, or the external arrangement of things, or of the order 
‘* in which they are used, to give patentability.” 


In Hollister vs. Benedict Co., 113 U.S., 59, the Court held 
that the slight change in the patented revenue stamp, as com- 


te ee 


= pared with the older stamps, was the logical and almost inevit- 


able result of the growth of and experience in the revenue sys- 
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tem. The Court declares it to have arisen by “immediate 
inference from the existing regulations,’ and says that it 
involved ‘‘only the exercise of the ordinary faculties of reason- 


ing upon the material supplied by a special knowledge.” 


To the law as laid down in each and all of the foregoing 
cases appellants take no exception. They say, however, that 
the case at bar is unlike any of the cases cited. 

The changes which Cluett made in dress shirts regarded as 
an article of manufacture, are not referable to the head of 
“double use,” or of “‘degree,” or of “aggregation,” or of 
“ change of form,” or of mere “ ordinary judgment.” 

Cluett made use of an old device, it is true, to wit, a “ folded 
binding ” but he used it m new relations, and for neil pur- 
poses, and with the achievement of (i new ante valuable yesull, 
He employed this old device, a “ folded binding,” as the means 
of combining a shirt bosom with ashirt body. He did this with 
the intelligent purpose of thereby obviating defects which had 
long existed in the manufacture of dress goods of this class, and 
which the inventive faculty of the art seemed unable to over- 
come. The result was a greatly improved article of manufac- 


ture, and one which speedily obtained wide popularity. 


Fourth. It is a recognized argument in support of the pat- 
entability of a new thing done that it works an improvement 
in the art—that there were long-existing defects in the art which 


are overcome by the new thing done. 
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On this point Cluett’s own testimony (pp. 86-87) seems di- 


rectly in point (italics ours) : 


‘*In the spring or early summer of 1874, after numerous experi- 

| ments, | produced a shirt, the bosom of which was attached by a 
folded binding to the outer edges, the object of this improvement being 
to obtain a uniform seam or finish entirely around the bosom from 
yoke to yoke. 
‘* By this means the appearance of the bosom was greatly improved, 
both in its outline and by the doing away of wrinkles or creases, which were 
very common in bosoms made in the old manner. 

‘* The binding also produced a heavy welt on the outer edge of the 
bosom, which added strength to the Fosom and prevented its wrinkling by 
at the motions of the arms or body. 


** This binding, pocketing or covering the various raw edges of the 
| ) bosom and the shirt, where attached to the bosom, prevented the fraying out 
of loose threads and the consequent disfigurement of the outer surface of 
| the bosom. 

‘* Not only was the appearance of the shirt greatly enhanced, but 


the durability of the garment was also materially increased. The binding, 

forming a heavy welt or ridge, prevented the cutting of the body of 
the shirt near sides of the bosom, a common occurrence in 
the old style of shirt. In the old style of shirt the thin edges of the 
{ bosom tended to cut the body of the shirt at the sides of the bosom, by 
the constant friction of these parts occasioned by the motion of the 
body. 

‘* 1 found that the bound-bosom shirt could be produced with greater 
facility than where the bosom was made in the old manner. Under the old 
| plan the outer edgesof the bosom of the upper and under ply were 
folded up to the interlining or middle ply, or to a line nearly corre- 
sponding to the same. A line of stitching was then put through these 
plies and the bosom was then ready for insertion into the shirt. The 
folding and stitching above alluded to extended down the sides of the 
bosom only. The bottom of the bosom was cut straight or square, and 
the raw edges of the same were covered by a folded piece of linen or 
, | other material, this folded piece being so stitched to the bottom of the 
we bosom that it covered the raw edges of the bosom at that point, also 
those of the shirt and the tab, which was placed under the lower part of 
this strap or folded piece of material already described. It was not an 
unusual thing for this strap to wear out and expose the upper portion 
of thetab which it was intended to cover. It was also a common 
thing for this strap to break away from the bosom or from the tab, as 
the strap was only secured to these parts by a single line of stitching, 
and consisted of but one ply of material. The preparation of these 
various parts which | have described and attaching the same to the 
shirt was rather a difficult and slow process. 

‘The binding of the bosom dispensing with the strap and em- 
bracing the edges of the shirt and of the tab when completed was 
found to be not only a saving of time but also of material. In the 
bound-bosom shirt the folding in of the outer edges of the bosom was 


 di- 
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dispensed with, and this accomplished two important results; Firat, 
the outer edges of the bosom being uniform and being bound in this 
condition rendered the fulling up of any one of the plies or wrinkling 
of the same much less likely while the bosom was being made ; second, 
less material was required in cutting the three plies, as there was no 
folding in of the outer edges required. 

‘*Where the bosom was inserted into the shirt under the old 
method already described, the body of the shirt, or that portion which 
had been cut to correspond with the shape of the bosom, was inserted 
into the sides of the bosom between the folded parts already mentioned 
and secured bya single line of stitching. The fact that the sides of 
the bosom were attached to the shirt by a single line of stitching ren- 
dered that portion of the shirt somewhat insecure, as the shirt fre- 
quently broke away from the stitching above alluded to.” 


Fifth. Another argument in support of the patentability 
of the improvement made in the art by Mr. Cluett, is found 
in the fact that this improvement was with him the result of. 
careful and prolonged study and experiment. He says, on 
page 86, that he produced his improved shirt in the spring or 
early summer of 1874, “ after numerous experiments.” 

It also appears in the testimony (pp. 37 and 220) that, in 
his endeavors to overcome the defects in dress shirts, he made 
other inventions before he hit upon that covered by the patent 


in suit. 


Sixth. Another argument in support of the patentability of 
the improvement made by Cluett is found in the fact that, not- 
withstanding the favor with which the invention was received 
by the public, yet for some eight years after the patent issued, 
and down to the time when the infringement now complained 
of began, there was practically a public acquiescence. 

Although the plaintiffs pushed their bound-bosom shirts 
vigorously and advertised it widely from the very day of the 
patent, Mr. Cluett testifies that he was not aware of any in- 
fringements prior to the year 1882 (p. 36). Meanwhile, however, 
a license had been granted to a large house in Troy—Herrman, 


Aukam & Co.; Rothschild Bros. & Gutman of New York City 
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had applied for a license but had been refused on the ground 
of the existing license to Herrmann, Aukam «& Co. ; and other 
large manufacturers in New York and Boston had acknowledged 


the plaintiff's rights under the patent (pp. 37-38). 


Seventh. An examination of the record shows that after the 
grant of the patent in question, various other patents issued for 
modified forms of applying the generic idea embodied in 
plaintiffs’ patent. Among these may be mentioned the patents 
of Wm. L. Hall, No. 276,809, May 1, 1883 ; No. 308,607, De- ; 
cember 21, 1884 (pp. 444-448); No. 331,786, December 8, 
1885 (p. 459); No. 336,106, February 16, 1886 (p. 462); G. W. 
Pine, No. 313,520 of March 10, 1885 (p. 450) ; Max Herrman, 
No. 319,487, June 8, 1885 (p. 453); No. 322,717, July 21, 1585 
(p. 455); No. 322,718, July 21, 1885 (p. 457); No. 332,799, 
December 22, 1585 (p. 460). 


It is respectfully submitted, therefore, that the work done by 
Cluett bears all the indicia of invention. It was the result of study 
and investigation on his part, directed to the ascertainment of ‘ 
the cause of the existing recognized defects in dress shirts and 
the devising of a remedy therefor. This involved the creative | 
faculties, and not the mere exercise of good judgment or | 
mechanical skill. ‘The patentee seems clearly within the rule 
laid down by Robinson (Sec. 78 of his work on Patents) : 


“The mental faculties employed in the inventive act are 
“the creative not the imitative faculties. An invention is 
“the product of original thought. It involves the sponta- 
“ neous conception of some idea not previously present in 
“the mind of the inventor. Industry in exploring the dis- 
“ coveries and acquiring the ideas of others ; wise judgment 
“in selecting and combining them; mechanical skill in 
“applying them to practical results—none of these are 
“ eyeation, none of these enter into the inventive act. Only 
“ when the mind of the inventor originates an ilea new to 
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‘ himself, if not to all the world, does he call into exercise 
“his own inventive skill and perform the mental portion 
‘‘ of the inventive act.” . 

Never before had it in fact occurred to any one that by 
the use of a *‘ folded binding” the irregularities before existing 
in the bosoms of dress shirts, arising both from the loose 
threads working in between the plies of the bosom and from 
the inequality of strain put upon the different parts of a 
shirt bosom by the old methods of attaching a bosom to the 
shirt body, could be effectually overcome; nor can it be pre- 
sumed that the hypothetical “ mother in 1870,” or the hypo- 
thetical “ intelligent workman in 1872,” existing in the imagina- 
tion of the Court below, even if under the conditions of the hypo- 
thesis that created them they had sewed a bound dicky on to 
a shirt front, would have discovered that that temporary and 
exceptional expedient had opened up a remedy for the evils that 


had long perplexed the trade. 


Another test of the presence of that quality which the law 
calls “invention,” is laid down by Walker, in Section 40 of his 
excellent work on Patents, second edition, in these words: 


‘* When the other facts in a case leave the question of 
‘ invention in doubt, the fact that the device has gone into 
“ general use, and has displaced other devices which had 
“ previously been employed for analogous uses, is sufti- 
“ cient to turn the seale in favor of the existence of inven- 
“ tion. 


This statement of the doctrine is quoted almost literally 
from the decision of the Supreme Court in Smith vs. Dental 
Vulcanite Co., 93 U. S., 486, and seems specially applicable to 


the case at bar. 
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Eighth. Not to multiply citations of authorities, a case f . 
which seems to be specially germane to that at bar is that of + ; 


Straus vs. Aing, 18 Blatch., 88, decided by his Honor, Justice ‘2 
BLATCHFORD, at the circuit. 


The invention consisted in “the employment of a metal | 3 
rivet or eyelet at each edge of the pocket opening [in panta- Oi 4 ‘ 
loons, &c.| to prevent the ripping of the seam at those points ”’ 

—the rivet being so fastened in the seam as to bind together > 
the two parts of cloth forming the seam, thus preventing | 
the strain from acting upon the thread with which the seam ; 
was sewed. f 

The case was a notable one. The patent was assailed with : 
great vigor on the ground of the alleged want of patentable j 
novelty, the claim being made that the invention was nothing a 
more than the employment, at the corners of a pocket opening, . 
of an old and well-known rivet which had previously been used es 
for strengthening seams at other points, and which in its new | ~ 
position performed no new function. It was also urged that q 
the use of the rivet, in addition to the thread, for the purpose | 

: 


of giving greater strength to the seam, did not constitute a 
veritable combination, but only an aggregation. The Court, 
however, dismissed these defenses as without merit, and sus- 
tained the patent. 


Niath. It may not be out of place to suggest that the in- 


vention to which plaintiffs’ patent relates is not to be held as 
devoid of patentable merit because, forsooth, it has not worked 
a revolution in the art. 

It should be remembered that the human mind has been en- 
gaged with the subject of clothing and its modifications from 7 
the time when Adam and Eve were in the Garden of Eden: 

_ and it is not to be expected that in this field of invention any 
- single improvement will produce any very radical changes in 


ee 


51 


the art. Generally, perhaps, it may_be stated that inventions 
in clothing may be expected to involve only slight changes, 
but changes nevertheless requiring careful thought in their pro- 
duction and almost as careful thought for their recognition and 
appreciation. 

An examination of the various patents included in the pres- 
ent record, of date subsequent to the Cluett patent in suit, 
shows that changes much smaller and less important than those 
described in the Cluett patent have been deemed by the Patent 
Office worthy of protection. It can hardly lie in the mouths 
of the defendants (see the various patents granted to Hermann, 
one of the defendants) to criticise the Cluett patent on the 
ground that it deals with the details of construction of an 
article of clothing. 

[It will hardly be: contended by the defendants that the 
manufacture of fine shirts prior to 1874 was not attended with 
the various difficulties hereinbefore enumerated and specially 
set forth by Mr. Cluett on pages 6 and 7 of the record ; nor will 
they be likely to contend, in the face of the large popularity 
which the “ bound-bosom shirt” has attained, that the use of 
the “folded binding” as a means of uniting the bosom to the 
body has not wrought a substantial improvement in the art. 

In the large shirt factories, prior to Cluett’s invention, 
manufacturers of fine shirts, in order to secure acceptable work, 
had to employ women of superior intellectual qualities and 
manipulative skill; and the difficulties attending the manu- 
facture of fine shirts by the old methods were greatly 
increased when the s/ield-shaped form of bosom, and other 
forms with curved outlines, were substituted for the 
original square-shaped bosom. One of the difficulties 
was to get the bottom centre of the shield-shaped bosom 
located directly under the buttonhole of the collar stud; and 
the bottom of the bosom was liable to be drawn to the one side 
or the other by the action of the sewing machine in the inser- 


tion of the bosom in the shirt. This difficulty being substantially 
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overcome by the introduction of the bound-bosom principle, it ; 
became possible to use a much more common class of work- ' 
women for making even the finest grade of goods, and thus not 
only was the quality of the goods improved, but the cost of 
manufacture could be cheapened. It became possible also to 
substitute machines for doing much of the work which, under an 


the old plans, could only be done satisfactorily by hand. 


Tenth. Nor is any argument in support of the contention 
of non-patentability to be derived from the fact that, after (the 
event, the improvement made by Cluett in the manufacture of 
shirts—whether to a judge on the bench or to a person skilled 
in the art is immaterial—seems a very simple thing to have done. 

The fact is that the Cluett improvement was not an obvious 
thing, and cannot properly be called a simple thing. Such a 
thing had been needed for years ; various things had been tried 
by those skilled in the art to overcome existing difficulties ; 
when at last this was hit upon, it was recognized at once as a 
long-needed improvement. ‘This final success was not the logi- 
cal outcome of the prior state of the art; it did not follow, asa 
matter of course, from whet had gone before; it was the fruit- 
age of a careful and intelligent study of the whole subject to 
which it related. 


Not to refer in this connection to the oft-repeated apoch- | 
, ' 
ryphal story of Columbus and the egg, reference may be made | 


a thing seemingly the most simple and obvious 
esent experience, may have required long years of 
experiment to accomplish in the first instance. The 


| 


we 


story 1s graphically told in Vol. 15 of “ Harper's Magazine,” 
p. 451 (1857). 

Col. Shoemacher barely escaped mob violence because of the 
repeated failures of his friends and acquaintances, to whom small 
lots of the coal had been sold, to make the “ black stones” 
burn. Their threatening indignation was dissipated at last 
only when, by a mere accident at the Fairmount Nail Works, 
it was discovered that to secure good combustion with the hard 
coal it must be treated in a manner materially different from 
wood and bituminous coal and the other fuels then known to 
the art. Once ignited, it should be let alone, instead of being 
raked and stirred and blowed. 

The burning of anthravite coal seems a very simple thing 
now, but it was effected originally only by long study and 
many fruitless experiments on the part of skilled and practical 


artisans. 


Conclusion. 


From the foregomg it abundantly appears : 


lL. That under the proper construction of the Cluett Pateiit 
No. 156,880 all three of defendants’ shirts are infringe- 


ments. 


2. That the only alleged prior use which the Court below 
considered as even approximately established—that at 
Chatham, N. Y.—cannot be held to affect the patent ; 

(a) Because the Chatham shirts do not contain 
the patented invention ; and 


(b) Because the dates of the manufacture of these 
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shirts are not satisfactorily established is prior 
to Cluett’s invention ; the burden of proof in this 


regard ly Ing on the appell es. 


3. The new features of shirt construction set forth in the 
Cluett patent, as compared with the various’ things in 
the prior state of the art, constitute a veritable inven- 

tion. 

The Cluett invention effected a marked Improvement 
in the art; it overcame recognized and long existing 
defects : it was the result of experiment ancl study, and 
not come at logically aud as a matter of course in the 
regular and inevitable development of* the art. It is 
not a case of double use, nor of aggregation. In short, 
the Cluett improvement exhibits all the indicia of in- 


vention as distinguished from mechanical skill. 


The judgment below should iy set aside, and the Cause 
remanded with instructions to enter a decree for the plaintiffs. 
5S. A. DUNCAN, 
J. A. SKILTON, 


Of Counsel for Appellants. 
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OCTOBER TERM, 1890. 
| No. 174. 


GeEorGE B. Ciuetr and others, 
Appellants, 


Vs. In Equity. 


Horace B. CLAFLin and others, 
Appellees. 


Brief for Appellants. 


This is a suit in equity, originating in the Cireuit Court of 
the United States for the Southern District of New York. 
The parties to the suit are as follows: 

Plaintiffs: George B. Cluett, J. W. A. Cluett and Robert 
Cluett, constituting the firm of George B. Cluett, 
Brothers & Co. 

Defendants : Horace B. Claflin, John Claflin, Edward E. 


Eames, William S. Dann, D. N. Force, H. J. Fairchild 
and Daniel Robinson, composing the firm of H. B. 


Claflin & Co.; and Solomon Tim, Louis Tim, Maurice 
Ober, J. O'Sullivan, Edward Wallerstein and Max 
Herman, composing the firm of Tim, Wallerstein & Co. 


The bill of complaint is brought upon Letters Patent of the 
United States No. 156,880 for an “Improvement IN SaHtrts” 
granted to Robert Cluett November 17, 1874, and assigned 
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to the plaintiff firm June 28, 1875 (Record, p. 34%). The bill 
charges infringement of the patent, and prays for profits and 


damages by reason thereof, and for an injunction (pp. 1-5). 


The defendants duly appeared and made answer, the an- 
swer setting up three defenses : 
Non-infringement ; 
Anticipation ; 
Want of patentable novelty. 


The plaintiffs made reply (p. 10), and thereby issue was 
joined. 

Proofs were taken, and upon the final hearing, on the 
pleadings and proofs, the cause was decided against the plaint- 
iffs; and on June 9, 1887, a decree was entered dismissing the 
bill with costs to the defendants (p. 672). 

From this decree the present appeal is taken. 


The opinion of the Court below, upon which the decree was 
based, is found on pages 669-671 of the record. 

This opinion sets forth the object of the patented invention, 
with statement of the nafwe of the same and quotation of the 
claims, and then proceeds to a discussion of the various de- 
fenses. 

As regards the defense of prior invention, the opinion dis- 
: misses as not worthy of serious consideration all the testimony 


ig in support of the allegations of prior use or invention, 
COT that relating to an alleged prior use at Chatham, New 
ol 3 As to this particular use, the Court, although judiciously 
lin x to make it conclusive against the patent, in the pres- 


of E what it deems a superiér defense, plainly intimates 


ere were no other defense it would deem the use at 
> bi efally established and to be an aatnpetion. 
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Assignment of Errors. 


4 The appellants respectfully submit that the Court below 


is in error upon two points : 


1. In finding upon the evidence that “it can hardly be 
said that there is a reasonable doubt remaining regard- 
ing this Chatham anticipation ” (p. 670). 

In ruling that, even if the constructions covered by the 


inate 
© 
~ 


claims of the patent are not directly anticipated, “ the 
patent must be declared invalid for want of patentable 
novelty ” (p. 670). 


It is for the purpose of securing a reversal of judgment 
upon the questions presented by these two assignments of 


error that the present appeal is taken and prosecuted. 


| As to the Chatham shirt (illustrated by Exhibit A), the ap- 
pellants contend, first, that under any tenable construction of 


the claims it does not embody the invention of the patent; . 


secondly, that the testimony regarding its manufacture is too 


untrustworthy and uncertain to justify a finding that the shirt 


was made at an earlier date than the Cluett invention. 


As regards the defense of non-invention, the appellants con- 
tend that the patented invention is not only essentially different 


from any one specific thing existing in the earlier art, but is not 


the logical outgrowth of all or any number of the prior con- 


structions considered in gross—in other words, that, notwith- 


standing all that is shown to have bad an earlier existence, 


the production of the patented article required the exercise of 


that degree of ingenuity and of those indefinable mental pro- 


cesses to which the law attaches the term “ invention.” 
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This latter contention of appellants derives large support— 
(1) From the action of the Patent Office in granting the 
patent after fully considering those things, or at least 
some of those things, which seem to have had the most 
weight in influencing the Court against the patent. 

(2) From the manifold advantages which the patented 
construction has over the earlier ones. . 

(3) From the large favor with which the new construction 
was received by the public. 

(4) From the wide public acquiescence accorded to the 
patent for years after its issue. 

(5) From the various earlier attempts to obviate the 
difficulties which were first successfully overcome by 
this invention. 

(6) From the large number of patents which have since 
appeared for modifications of the fundamental inven- 
tion embodied in the patent in suit; several of which 
later patents have been taken out by some of the very 
persons who are here defendants, and some of them 
also by this inventor, Robert Cluett, himself. 


The accompanying sheets of sketches are intended to 
illustrate, on an exaggerated scale for greater distinctness, the 
construction of the Cluett shirt, the alleged infringements, 
and . the various typical things in the prior state of the art— 
as well as the alleged Chatham anticipation, Exhibit A. 


Nature of the Patented Invention. 


The invention is styled in the patent an “ Jmprovement in 
Shirts.” 

This improvement relates to that class of shirts in which 
there is a bosom made out of linen or similar material, 
adapted to be starched and ironed, and thus by laundering 
rendered rigid or stiff, as contradistinguished from a shirt 


of cotton or woolen fabric designed to have the bosom part 
as well as the body left flexible and unlaundered for use. 
While the patent does not state all this in direct terms, 
it is a plain inference from the contents of the specifi- 
cation, and is positively asserted by plaintiffs’ expert—his 
statement in this regard not being questioned by the defense. 


Mr. Benjamin says (p. 15) : 


“T understand, further, that the invention relates to 
a shirt made of a material adapted to be laundered to 
fit it for use, that is to say, a shirt wherein the body is 
of muslin or similar material and in a flexible or semi- 
flexible condition, and wherein the bosom is of one or 
more layers of linen or similar material and starched, 
ironed, or otherwise finished to be rigid or stiff; a shirt 
having the features as stated, in contradistinction toa 
shirt made from a cotton or woolen fabric (such, for in- 
stance, as flannel or knit goods) and wherein the body 
and bosom of the shirt are both flexible and intended to 
be so in the finished shirt—that is, a shirt wherein no 
starch or other stiffening material is employed to put it 
into condition for use.” 

The invention has to do with the mode of preparing the 
bosom part and of attaching it to the body of the shirt —the 
claim on the part of the plaintiffs being that the resultant 
product isa superior article of manufacture as compared with 
the goods of this class produced by the modes of preparing 
and inserting bosoms in vogue at and prior to the date of 
the present invention. 

By the old methods (Sheet IIL, infra), the practice 
was to cut the bosom out somewhat larger than it 
would be when finished up; and, then, if the bosom 
was made of a single ply or layer, to turn the raw 
edges in under, and, laying the bosom on the body, to attach 
it thereto by stitches passing through the two near the margin 
of the bosom, as illustrated in the Perkins patent, p. 414. 
In case the bosom was made up of two or more plies 
or layers, it was customary to turn the raw edges of each ply 


inwardly and between the plies, and then, if the body of 
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the shirt was not cut out in front, to attach the bosom to the 
body by laying it on the latter, and sewing through the turned- 
in edges and the body. If, however, the front of the body was 
cut out, it was customary to introduce the raw edge of the mate- 
rial composing the shirt body in between the turned-in edges 
of the two plies of the bosom, and then to connect the parts 
permanently by a single row of stitches. 

The object in thus turning in the raw edges of the bosom 
was to conceal them from sight, and, so far as such result 
would follow therefrom, to keep them from raveling. 

Such constructions, however, were found to be seriously de- 


fective, and in more ways than one. 


1. While in this way the raw edges of the bosom were 
withdrawn from sight, they were not effectually pre- 
vented from raveling. Even though turned in between 
two layers of the bosom, the severe manipulation to 
which such articles are always and necessarily subjected 
in the processes of the laundry, causes these raw edges 
to fray, and the loose threads work in beneath the outer 
ply of the bosom and become clotted with starch (Benja- 
min, x-Q. 14, p. 22). By repeated launderings, these 
threads become more and more expanded in size ; in the 
words of Mr. Benjamin (x-Q. 15, p. 22), they tend to 
“bunch up and absorb starch and to form rough spots, 
destroying the appearance and finish of the bosom ”— 
this being, in fact, the disfigurement spoken of in the 
patent. 


2. The bosom formed in this way, and having no other 
support than what was derived from the turned-in edges, 
was liable to rumple easily and to break with the move- 
ments of the body. 


3. A special difficulty lay in the impossibility of turning 
the edges in evenly, and of securing the bosom to the 
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body without inequality of outline and tension at differ- 
ent points. The work had to be done by hand, and even 
the most skillful, and when exercising the greatest care, 
found it a difficult task. 

The difficulty of securing uniformity in the tension 
of the bosom was specially manifest when the outline 
of the bosom was curved. 

Any lack of uniformity in the tension was sure to 
make itself manifest when the shirt was laundered ; it 
would then be most difficult, if not impossible, to iron 
the bosom evenly and smoothly. It was liable to 


wrinkle or pucker. 


4. With a bosom formed and secured in place in this way 
the heaviest wear, both in use and in the laundry, would 
come on or near the edges ; and when these were worn 
out the bosom, as a whole, had to be discarded, even 
though the other parts might be perfectly good. Also, 
the turned-over edge of the outer ply of the bosom, 
when starched and ironed, had a sharp cutting action, 
and was liable to cut or fray out the adjacent parts of 
the shirt body. 


It was the object and effect of the patented invention to 
obviate, practically, these various defects. This desirable and 
highly useful result is secured by the expedient of leaving the 
edges of the overlying layers of the bosom perfectly flat, and 
then “ pocketing ” them by means of a binding strip of similar 
material, “cat from the piece” as distinguished from the use 
of a tape. When this binding strip is used on a bosom with a 
curved outline, it is to be cut “on the bias,” so that it can be 
applied evenly and without wrinkles, and continuously to all 


parts of the edge. 


This binding is spoken of in the patent as a “folded bind- 


ing,” by which it is meant (as the expert, Benjamin, fully ex- 
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plains on page 17), that the raw edges of the binding strip are 


to be folded in under the strip itself. The object of this is 


apparent, since manifestly it is as important to conceal the raw 


edges of the binding as to conceal the raw edges of the bosom ' 


itself. It would be but little gain to pocket or conceal the 
latter, if, in doing it, one were to expose the equally objection- 
able raw edges of the former. Hence, special note should be 
made of the qualifying word “ folded,” thus used to indicate 
the mode of pocketing the edges of the binding strip itself as 
illustrated in the several figures of the patent drawing. 

As to the function and nature of this binding, Mr. Benja- 


< min, p. 17, says: 


“Its office * * Lunderstand to be the pocketing 
or covering of the raw edges and loose threads of the 
bosom or bosom and shirt body. Zhe binding is described 
as folded. This I understand to refer to the edges of the 
binding.” * 


By leaving the edges of the bosom flat, it is a perfectly easy 


matter to apply such a binding as this to the bosom without 


bringing any strain or tension on the different parts of the 


bosom ; and, after the binding is thus secured to the bosom it 


is a perfectly easy matter to sew this bound bosom to the shirt 


body without putting any one part of the bosom under tension 


or strain as compared with the other part. 


The net result is a shirt in which there is no liability that 


the bosom will be disfigured by the loose threads or raw edges 


of either the bosom or the binding strip; in which the whole 


structure is stiffened, strengthened and made more durable by 


the presence of a binding strip, which—especially when it 


has been filled with starch, which it holds like a pocket—acts 
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+ It is to be noted, also, that the limitation toa ‘‘ folded” binding, in claim 

1, was not in the claim as originally drawn, although in the specification 
the binding had been spoken of as folded; but this limitatiod was introduced 
into the claim by amendment—and presumably, therefore, intelligently 


(p. 661). 
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like a frame to support the bosom and give it strength; and 
which thus prevents its rumpling or breaking; and in which 
the different parts of the bosom are not wrinkled or fulled up 
during the making, or put under unequal strain or tension, but 
lie smooth and even. 

Thus is fully secured the maultifold object set forth in the 
patent, at page 311: 

“ The object of my invention is, first, to avoid the fold- 
ing in of the edges of the bosom, and the raw edges and 
loose threads thereof, which disfigure the bosom when so 
folded in; second, to stay the bosom, rendering it firmer 
in itself and less likely to rumple or break ; third, to avoid 
wrinkling of the bosom by the unevenness or fulling up of 


any one of the layers composing the bosom in any part 
thereof.” 


Another valuable object, not named in the patent, is secured 
by this construction, as follows: 

The hardest wear of a shirt bosom attached to the outer 
surface of the shirt body comes upon the edge of such bosom 
--this being the part most exposed to abrasion from the clothes 
of the wearer, and injury from hard rubbing on the washboard, 
and from contact with the sad-iron. If the wear at this point is 
taken by a mere binding strip, as soon as this is worn out it 
can be removed and the bosom be rebound—a manifest gain as 
compared witha construction where this destructive wear comes 
in the first instance upon the unprotected edge of the shirt 
bosom itself, obliging that the entire bosom be discarded as 


soon as the edge is worn through. 


The patent is printed on pages 341-2, and again, with the 
drawing, on pages 407-9. 
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The claims are as follows: 

“1. In combination with a shirt body, a shirt bosum 
bound on the outer edge with a folded and stitched 


binding, and attached to the shirt body by a separate 
line of stitching through such binding. 


“2. The shirt bosom 8, composed of two or more thick- 


nesses of cloth, B L., bound on the outer edge with the | 


binding B”, and secured to the shirt front F by a line 
of stitching O.” 


The differences between these claims seem to be as follows: 


The first claim is broad enough to cover a bosom made 
of a single thickness of material, as well as of more thick- 
nesses; the second claim is limited to a case in which 
the bosom has, at least, wo layers or plies. 

By the first claim the bosom is to be attached to the 
body by a “ separate” line of stitching—i. e., one separate 
from that which attaches the binding to the bosom—and 
this separate line of stitching passes “through the bind- 

» 


ing.” In the second claim these conditions are not present. 


In the first claim the folded binding is spoken of also as 


, 


“ stitched ;"’ meaning apparently that it is secured to the 
bosom by stitches other than the “ separate line of stitch- 
ing” which attaches the bosom to the body. In the 
second claim the binding is spoken of simply as “ binding 
B”;” which description is satisfied by reference to the 
pocketing or folding under of the raw edges of the bind- 
ing, and cannot properly be held to include the mode of 
attaching such folded binding to the edge of the bosom by 


wrapping it around such edge. 


cath 


ee 
ee 


oS = 


—s 
a * 
eae. « 
oe mn 
on . 
—_— a 
" 
. 


ll 


Infringement. 


The alleged infringements are three in number—Claflin 
Shirts No. 1, No. 2 and No. 3. 


Claflin Shirt No. 1: 


This has a bosom which is shield-shaped in outline and 
made up of two plies; the edges of the bosom are left flat, but 
are pocketed by an enclosing strip of linen; the edges of the 
binding strip are also pocketed by being folded within the 
body of the binding; one line of stitches fastens this folded 
binding strip to the edge of the bosom; and another line of 
stitches, passing through the outer edge of this binding, fastens 
the bosom to the shirt body. 

Plainly, this form of defendants’ shirt infringes both of the 


claims of the patent. 


Claflin Shirt No. eS: 


In this shirt the bosom is shield-shaped aud made up of 
two plies or thicknesses ; the flat edges are pocketed by a bind- 
ing strip, which is attached to the edges by a special line of 
stitches ; and both edges of this strip are folded in under so as 
to be effectually pocketed. The only difference between this 
shirt and Shirt No. 1 is that in No. 1 the bosom is attached to 
the body by a separate line of stitches passing through the 
binding, while in No. 2 the line of stitches which secures the 
bosom and the body together passes through the bosom just 
inside the binding. 


It is respectfully submitted that the words “through the 


binding,” in claim 1, are words of description merely and there- 


fore negligible, and not words of limitation. If this be so, the 
line of stitching in Claflin Shirt No. 2, whereby the bosom is 
attached to the body, is the equivalent of the stitching spoken 


of in claim 1 as “a separate line of stitching through such 
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binding,” so that the shirt would be an infringement of the 
claim. Certainly the two rows of.stitches in the two cases 
perform the same functions. 

If, however, the concluding words of claim 1 are regarded 
as necessary words of limitation, so that the shirt No. 2 can- 
not be held under this claim, it certainly is an infringement of 
claim 2, which, as shown above, contains no limitation as to the 
location of the row of stitches that secure the bosom to the 


body. 
Claflin Shirt No. 3: 


This shirt, like No. 2, is a manifest attempt to evade the 
patented constraction, but at the same time it embodies, although 
by a more complicated organization and an unnecessary and 
wasteful consumption of material, all the advantages which - 
attach to the patented device. 

In this form of defendants’ shirt the raw edges of the bosom, 
instead of being enclosed by a folded binding, are enclosed by a 
fold in the edge of the shirt body, where the latter has been 
cut out to receive the bosom; but this exposes a raw edge of 
the shirt body, and this has to be enclosed or protected by a 
binding strip, the edges of which are turned in under so as to 
be completely concealed. ‘Two lines of stitching are used, one 
of which attaches one edge of the folded binding to the body 
of the shirt, and the other of which passes through the other 
edge of the binding strip, and also through the bosom and the 
body. 

It must be conceded that this form of shirt can be held 
under claim 1 only upon the construction which makes the 
concluding words of the claim words of description merely, and 
_ not words of limitation. Thus interpreted, claim 1 would seem 
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are the raw edges of the binding strip itself; and the bosom is 
secured to the shirt front by a line of stitching, which, 
although not separate from, but the same as, the line which 
secures the binding to the bosom, is really “ the line of stitch- 
ing O” of claim 2, for this claim does not require the stitching 
which unites the bosom and the body to be separate from that 
which unites the bosom and the binding. 

Nor does the fat form of the binding in shirt No. 3 relieve 
the shirt from the charge of infringement. Although,in this 
respect differing from the form of binding shown in the patent 
drawing, this difference is not matter of substance. The bind- 
ing is still a “folded binding” (binding B”) ; and it is through 
its presence that all the advantages contemplated by the patent 
are secured to this form of shirt. Benjamin says, with reason, 
on page 18: 

“ The method of associating the parts as shown in de- 
fendants’ shirt now under consideration produces or makes 
in the finished shirt an article substantially identical with 
that shown and described in complainants’ patent. The 
relation of the parts as stated is somewhat different, but 
the effect of the conjunction of the several parts in the 
completed shirt is substantially the same. The binding 
covers, includes and practically conceals all the raw selvedge 
edges and loose threads.” 


This third form of Claflin shirt is that which is shown and 
described in the Herman Patent No. 322,717 of July 21, 1835, 
printed at page 455 of the record. The Herman named in this 
patent is one of the defendants, and the patent was issued to 
the firm of Tim, Wallerstein & Co., all the members of which 
are of the number of the defendants. 

An examination of this patent shows that the patentee had 
in mind substantially the same points as Cluett had in making 
the invention of the patent in suit—the object of Herman’s in- 
vention, as set forth in his patent, being “ to save labor and at 
the same time produce greater uniformity in the appearance of 
bosom shirts.” 

The Claflin Shirt No. 3 should be held an infringement. 
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Alleged Anticipation by Prior Use. 


The attempt is made by the defendants to defeat the patent 
in suit by proving various prior uses. 

These alleged anticipations are located in three different 
places—in Philadelphia, in the City of New York and in 
Chatham, New York. | 

It was only in regard to the proofs connected with the 
alleged prior use at Chatham that the Court below seems to 
have had any doubt; the proofs offered to support the other 
alleged uses having been dismissed by the Court as wholly un- 
worthy of belief. On this point the Court said as follows 
(pages 669 and 670), italics ours : 


* A voluminous mass of testimony has been returned upon the 
question of prior use. The greater part, however, may be laid aside, 
when it is remembered that this defense must be established by proof 
as explicit and convincing as that required to convict a person charged 
with crime—proof which preponderates the complainants’ testimony 
not only, but which satisfies the mind beyond a reasonable doubt. 
The evidence upon this question is full of contradictions and improbabili- 
ties and furnishes another illustration of the diffienity of arriving at the 
truth from human testimony. 

‘* Although corruption, prejudice and self-interest may be wholly 
absent, it is weli-nigh impossible for a witness, no matter how intelligent 
he may be or how retentive his memory, to recall the details of ordinary 
transactions occurring twelve or fifteen years before. Even the most 
intelligent and incorruptible witnesses are here proved to have been 
mistaken in important particulars, and others, not so intelligent or 
virtuous, are contradicted and discredited. It is thought that the 
testimony falls below the standard required by the rule referred to, 
unless it be the proof of prior use at Chatham, New York. Two 
witnesses who made bound-bosom shirts similar to the patented shirt 
were called, and, at great length and with careful attention to details, 
told the manner of construction and the experiments which led to the 
adoption of that style of shirt. 

‘* But the character of one of these witnesses, Ford, was com- 
promised by an attempt upon his part to sell the knowledge he pos- 
sessed fora large amount of money, and the Court should hesitate to 
accept his story were it not corroborated by the testimony of the 

County Judge of Columbia County, whose character is conceded by 
all to be entirely beyond repoach. Judge MoCie an positively and 
with reiteration testifies that he bought bound-bosom shirts prior to 
1870, and gives facts and circumstances which render it quite improb- 
able that he isin the wrong. To be sure, he is shown to be mistaken 
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as to minor details ina few instances, but upon all material questions 
his testimony remains entirely unshaken, and, when taken in con- 
nection with the evidence of Ford and Clark, it can hardly be said that 
there is a reasonable doubt remaining regarding the Chatham 
anticipation.” 


The appellants agree fully with the finding of the Court in 
regard to the alleged prior uses in Philadelphia and New York, 
but take exception to the finding of the Court in regard to the 
use at Chatham. ‘Therefore, the latter only need be here con- 
sidered. 

The defendants seek to establish the alleged prior use at 
Chatham by the testimony of three wituesses— Hiram M. Ford, 
who bad.a small gents’ furnishing store at Chatham from 1865 
to 1880, and who, it is claimed by defendants, made the Ex- 
hibit A; Myron E. Clark, who was an employee of Ford, and 
who sueceeded to Ford’s business.in 1880; and Hugh W. Me- 
Clellan, who bought from Ford some of the alleged anticipating 
shirts. 


As regards the value of this testimony appellants says : 


1. The shirt made by Ford (said to have been like De- 
fendants’ Exhibit A—although this exhibit 1s not one of 
the original shirts, but was made at a date subsequent to 
Cluett’s invention, and certainly as late as 1879, if in fact, 
it be not a fraudulent exhibit, made for the purposes of 
this suit) did not embody the invention covered by the 
claims of the Cluett patent. If:like Exhibit A, they did 
not have the “folded binding,” which is an essential ele- 


ment of the patented invention. 


2. The witness Ford is shown to be utterly unreliable, 
his character, as the Court below found, having been “ com- 
promised by an attempt on his part to sell the knowledge 


: ” 
he possessed for a large amount of money. 


3. The witness Clark was so connected with Ford, such 
are the contradictions appearing in his testimony, and such 
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the inexactness of his statements that the gravest suspicion 
must attach to his evidence. 


4. The testimony of Judge McClellan, while that of a 
man whose character is beyond reproach, is not such as to 
command respect. His memory is shown to be defective ; 
his recollection of the dates at which he purchased shirts 
of Ford prior to 1874 (the year when Cluett made his in- 
vention) is not satisfactory ; his description of the shirts 
purchased in those early years is most uncertain; and 
even though he spoke with greater exactness than he does, 
in his attempt to describe minute details of construction of 
sbirts he had purchased nearly twenty years before, it is 
submitted that his testimony upon such a point would be 
utterly unreliable. 

A court should hesitate long before such testimony by a 
single witness, no matter how respectable the man may 
be, is accepted, for the purpose and with the effect of over- 
throwing a patent that has been so largely respected by 
the public, and has enabled its owners to build up a large 
and prosperous manufacturing industry. 


Considering these and the connected questions more in 
detail, the following facts are to be noted: 


First. The defendants do not produce any shirt actually made 
by Ford or by Clark, or purchased and worn by McClellan, prior 
to 1874, the date of Cluett’s invention. The claim is made 
that prior to that date Ford, aided by Clark, made, and that, 
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umong others, McClellan bought of Ford, shirts lite Defendants’ 
kxhibit A (see Sheet IT.; infra). 

The date of this Exhibit A, also known as the “ Mambert 
shirt,” is wholly uncertain. It was found in the year 1885 by 
Clark in a package of old shirts then in the possession of 
Smith & Clark (successors in business of the witness Ford), 
and was then purchased by Isaac H. Mambert, a drummer in 
the employ of Mack & Co., who are defendants against this 
same Cluett patent in the companion suit No. 175 of the pres- 
ent docket. Clark, on request, produces the bundle of shirts 
from which Exhibit A was taken, and testifies (x-Q. 343, x-Qs. 
359-363, pp. 569-571) that of the thirteen remaining shirts five 
were made by himself, five by Smith & Clark, one probably by 
Ford prior to 1880 (the date at which Smith and Clark succeeded 
Ford) and the remaining two by outside parties. He thinks that 
the one assigned to Ford must have been made by Ford, because, 
he says, (x-Q. 360): “The bosom is larger than I have any re- 
‘membrance of having made since I did the cutting, and as I 
‘“ have no recollection of making it as distinct from any other.” 
This apparently would have been as good a reason for assign- 
ing this shirt Exhibit A to ‘‘an outside party” as to Ford. 

Clark’s story about this shirt is that it was made by Ford, 
at some uncertain date prior to 1880, for a man named J. H. 
Mambert, who, Clark says, once gave an order for two 
shirts and took one of them and paid for it, but never called 
for the other. He assumes it to have been made for J. H. 
Mambert, becanse bis name appears stamped upon the shirt 
with a rubber stamp; but how or when that stamp was made 
is not satisfactorily explained. J. H. Mambert, the farmer, 
being produced by the plaintiffs in rebuttal, testifies (pp. 275-6) 
that he did once order from Ford two shirts; that he paid for 
them, took them away and wore them out; and that that was 
the only order for shirts that he ever gave Ford. This, he 
thinks, was in 1877, but it might have been in 1878 or 1879. 

‘It is submitted that the evidence does not establish that the 


shirt Exhibit A was ever made by Ford. 
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Second. An examination of the shirt Exhibit A fails to re- 
veal the presence in it of the invention patented to Cluett. It 
does not contain the “folded binding” which is an essential of 
the invention. An examination of the exhibit shows that the 
under edge of the binding is not “folded.” Instead of being 
folded upon itself so that its raw edge is pocketed, it is left flat, 
and thus this edge is liable to become raveled in the manipula- 
tions of the laundry, and its loose threads to work in under 
and disfigure the bosom. In other words, there is present in 
this Exhibit A one of the very defects which it was the object 
of the Cluett invention to overcome. 

A section of this shirt, on an enlarged scale, to show the 
arrangement of the binding, is to be found on the sheet of 


sketches accompanying this brief. 


Third. Then, again, aside from Exhibit A, no one of the 
three witnesses, Ford, Clark and McClellan, describes a shirt 
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having a “ folded -binding,” such as is described in the Cluett 


patent and such as would serve all the functions of that binding. 


Fourth. Not only do the witnesses fail to produce any of 
the original shirts made by Ford prior to 1874, but they are 
wholly unable to produce any books or memoranda for the pur- 
pose of establishing the dates at which it is claimed they made 
the anticipating shirts. 

Order books and books of account were kept by Ford, and 
some of these books were left with Smith and Clark when Ford 
went out of business (Clar/, x-Qs. 166-179, 313-317, pp. 556, 
567), and repeated references are made to these books by Ford 
and Clark, but when the books are called for they are unable 
to produce them (Clark, p. 270; Ford, p. 195). Ford, when 
pressed for the books, claims that they have been destroyed 
({p. 195). 
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fifth. The Chatham story not only gains no strength, but 
it is absolutely discredited, by the character of the principal 
actor and witness, Ford, and by the glaring contradictions in 


his testimony. 


Ford (pages 465-489) kept a gents’ furnishing store at 
Chatham, New York, from the year 1864 to 1880, and claims to 
have made bound-bosom shirts like Defendants’ Exhibit A 
continuously during all those years. In 1880 his business was 
sold out to Smith & Clark, and in 1882 the business passed 
into the hands of Clark alone. 

The testimony of this witness is valueless to support the 


contention of the defendants. 


1. As regards the character of this witness, the Court below 


(page 670) says as follows: 


” The chavacter of one of these it itnesses, Ford, vas Colh- 
promised hy adi attempt On his part AD sell the knowledge he 
possessed for a large Sui of money.” 


The evidence on which the Court based this estimate of 
I’ord’s character is found largely in the testimony of the wit- 
ness himself, supplemented by that of Wallerstein, one of the 
defendants herein, and of Mack, one of the defendants in the 
companion suit No. 175. 

Ford admits that he met Wallerstein some three months or 
more before he was called to the stand, and then bargained 
with him that he should pay one thousand doliars provided he 
(Ford) could furnish evidence “ suflicient to break the patent, or 
if a compromise was made ’ (x-Q. 124). For this sum he was 
to place “a perfect chain of evidence in the hands of defend- 
ants” (x-Q. 126). If the patent was not broken and no com- 
promise made, the witness was to lose nothing, but was to re- 
ceive “lawful expenses, subpcena fees and mileage” (x-Q. 
131). : 

Although brought to the witness stand by a subpcena, and 
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appirently answering some questions with reluctance, Ford de- 
claves this bargain to be still subsisting, and that he expects 
“to hold the defendants to the payment of the one thousand 
dollars” (x-Qs. 128-130, x-Q. 141, pp. 475-6). | j 


It also appears that in the month of August, 1885—shortly 
before the bargain with Wallerstein—Ford was engaged in - 
negotiations with Mr. Mack, of the firm of Mack & Co., 
defendants in the suit No. 175. He told Mack that he “ could 
help him out,” but would not do so “ without being compen- 
sated.” When asked whether he would do it for $200, he says, 
“My reply was that I was no $200 man. He (Mack) then 
asked me what I would take. I said it was worth $1,000 or 
nothing ” (x-Q. 149, p. 477). 

On pages 665-667 appears a correspondence had between 
Ford and Mack & Co. on the 3d, 4th and 5th of September, 


1885, in relation to this same matter, in which Ford offers “ to 


break the patent’ on the payment of one thousand dollars to a a 
his wife; said Ford “to give an affidavit in full, and to appear 

3 in Court at any time, upon payment of lawful witness fees, 

3. when called, and give testimony in full of such facts and to 

| 3 furnish affidavits or testimony, as may be desired, of other 

q parties, so far as I am able, to substantiate my own.” 

3 Mack & Co., replying to this proposition, say that “the 

§ conditions are reasonable enough ;” but because Mack «& Co. 

] desired a little more time “ to get the desired co-operation of 
some others” before paymg the money, this second bargain 


with Mack & Co. seems never to have been consummated. 
So, also, Mack testifies (x-Q. 22, page 655) that Ford told 
him “ that the patent was good for nothing, and he could 


break the patent ; that he did not propose to give any affidavit 
unless he was paid for it, and he wouldn't give an affidavit as 
was wanted unless he was paid $1,000.” 

Wallerstein says (Q. 6, page 652) that Ford told bim “that 
Mack would not get his testimony unless he would pay him.” 


2. For the purpose of effecting this corrupt bargain with 
Wallerstein and with Mack & Co., this venal witness endeavored 
to impress these parties with the idea that the Cluetts were 
endeavoring to bribe him to suppress the supposedly damaging 
facts that he possessed. 

Wallerstein (Q. 6, page 652) says that Ford told him that 
“Cluetts had sent for him and offered him $800 to sell his 
prior right of having made this shirt, but he would not sell the 
right.” 

Mack also testifies (x-Q. 22, page 655) that Ford stated to 
him during their negotiations that “ the Cluetts had offered him 
$800 to not testify in any case to what he knew regarding the 


manufacture of the bound-bosom shirt.” 


All three of the Cluetts deny most positively that they ever 
had any conversation with Ford on this subject (pages 160-1, 
271-2, 273-4); and Ford himself (Q. 270, page 488) admits 
that he never had any such conversation with the Cluetts. The 
fact then is established that no such conversations took place; 
but it is equally proven that Ford told Wallerstein and told 


Mack that the Cluetts bad tried to purchase his silence. 


3. Another instance of the recklessness of this witness is 
found in his testimony regarding his knowledge of the Cluett 
patent prior to his coming upon the stand. | 

He had for some months been engaged in his corrupt 
negotiations with Wallerstein and with Mack, whereby he was 
to furnish them with “a perfect chain of evidence,” with which 
“to break the Cluett patent ;” and yet on the stand, on Decem- 
ber 8, 1885 (x-Q. 218, page 484), he asserts that he never saw 
the Cluett patent until “a week ago to-morrow ”—that is, until 
December 2, 1885. Such statement is absolutely inconsistent 
with the language of the contract which Ford sent to Mack 
on September 3, 1885, for Mack & Co. to sign. In this draft of 
contract (page 666) Ford says: “ For the sum of $1,000, to my 
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wife Helen A. Ford in hand paid, I do hereby agree to give to 
Messrs. Mack & Co. all the facts in connection with my formerly 
manufacturing a bound-bosom shirt similar to shirt as specified 
and claimed in a patent issued to George B. Cluett November 
17, 1874.” 


Again (x-Q. 48-50, page 470), he explains when and how he 


first heard of the Cluett patent. He says it was in 1882, when, 


being measured for a shirt by Garry of Troy, Garry said that 
he could not make for Ford such shirts as he then had on, as 
they were patented. Ford proceeds, “I then said, ‘Give me 
“the date of this patent.’ He yave methedate. * * * I 
“then said he | Cluett} could not sustain his patent.” Six days 
after, this same veracious witness says (x-Q. 213-14, pages 
483-4): “‘I never knew the date of the patent obtained by 
George B. Cluett, Bro. & Co.” “ x-Q. 214. Did not Mr. Garry 
give you the date? A. No, sir.” 

When asked on re-direct (Q. 247, page 486) to reconcile his 
statements in answer 50 with those in answer 214 he confesses 
himself wholly unable to do so. 

Again, he asserts in x-Q. 220, page 484, that nobody except 
Mr. Garry had “ explained the patent or the invention ’—mean- 
ing the Cluett patent and invention—to him until the day when 
he was called as a witness, December 2, 1885. This of course 
is simply incredible, in view of the fact that he had for months 
been bargaining with Mack and with Wallerstein to furnish the 
evidence with which “to break the patent.” 


4. If anything further were needed to discredit this witness 
it might be found in his constant reference to his books, as if 
those would corroborate his statements. 3 

In his letter to Mack of September 3 (p. 665) he tells Mack 
that if he will bring the thousand dollars to Chatham the next 
Saturday morning “all affidavits, &c., with my old books, can be 
pushed over to you,” &c. . | , 
Again, in answer to Q. 24 (p. 468), he says that he made 
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shirts like Exhibit A for Henry R. Thomas, of Troy, “ prior to 
1870—the books will show ;” and in answer to x-Qs. 174 to 196 
(pp. 480-482), he makes constant reference to his books, as if 
they were still in existence, either in his own possession or with 
Smith & Clark, except some which he asserts to be in his own 
family in an injured condition. He, however, sturdily refuses 
to send for any of these books or to produce them for examina- 
tion, giving as his reason (x-Q. 196, p. 482): “ There is noth- 
ing contained therein appertaining to this case ;” and this not- 
withstanding the admitted fact (x-Qs. 198-9) that when in 
business he was in the habit of keeping “ order books ” which 
contained “ measurements” and “directions as to style of 
shirts or how the orders were to be made up.” 

Coupling his persistent refusal to even consent to the pro- 
duction of these books with bis statement (209 x-Q., p. 483) 
that he is udable to “now fix the date of the manufacture of 
any particular lot of shirts” made by him ‘‘ on which the bind- 
ing was used upon the bosom for any particular person,” or to 
“ give the name of any such person,” it would seem a fair infer- 
ence that this witness at least believed that the books, if pro- 
duced, would not corroborate his story. 

It is nothing surprising then, that, when subpoenaed ata later 
day to produce the books, he should declare himself unable to 
find them. This is no more than what might be expected of 


such a witness. 


Sixth. The testimony of the witness Clark, again, (while 
plaintiffs have no wish to impeach his honesty), is untrust- 
worthy and inconclusive. 

The substance of his testimony is that in 1868 he became 
an employee of Ford; that in 1869 Ford began making shirts 
like Exhibit A; that the manufacture of such shirts was con- 
tinued by Ford in a small way down to 1880, when Ford went 
out of business; that he, Clark, succeeded Ford in 1880, buy- 


24 


ing out his stock and gcod-will and receiving his order books ; 
that, subsequently, the firm of Smith & Clark was formed, suc- 
ceeding to the same business ; and that he, Clark, and the firm 
of Smith & Clark continued in a small way to make shirts like 
Exhibit A down to the time when he testified. 3 


The following observations as to this witness are in order : 


1. He nowhere describes the shirts made by Ford and by 
himself as an employee of Ford, prior to 1874, as having a 
“ folded binding ;” and, as hereinbefore explained, Exhibit A, 
presented as illustrating the shirts made by Ford, does not 
have the folded binding of the Cluett patent. 


2. While Clark testifies (Q. 13, p. 543) that Ford began 
making shirts like Exhibit A in 1869, on cross-examination 
(x-Q. 61) he tinds himself unable to give the date when this 
manufacture began. 

It should be noted in this connection that Ford claims an 
earlier date for making these shirts, and thus the two witnesses 
are in direct conflict. 


3. It appears that Clark had been carefully coached by 
Mambert, employee of the defendants in the Mack (or Me- 
Neany) suit No. 175, before he became a witness, and when put 
upon the stand he was examined by leading questions. 

His deposition was taken February 16, 1886, but on Sep- 
tember 1, 1885, Mambert, in the interest of the defendants in 
the Mack suit, had obtained from Clark the affidavit printed on 
page 664, in which Clark is made to describe the shirts made 
by Ford in 1869 and 1870, in the exact language of the Cluett 
patent. 

_ Moreover, Clark admits various consultations between him- 
self and the discredited witness Ford, before and during the 
- ee of his deposition; and this, too, with the full under- 
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the Cluett patent, and was to receive one thousand dollars in 
case of success (x-Qs. 92-108, x-Qs. 112, 118-121, pp. 550-2). 

When Clark appears as a witness, instead of being asked to 
describe from memory shirts made by Ford, Exhibit A is put 
before him and his testimony is guided by its presence (12 Q., 
p. 542). Afterward, when asked to “‘ describe in words the ex- 
act way in which you [he| made shirts like defendant’s Exhibit 
A, in 1869, and in subsequent years ” (23 Q., p. 543), he shows 
his utter unreliability. Instead of answering the question in- 
genuously, he says : 

‘*IT cannot specify the shape of bosom made in 1869, nor I can’t 
‘ specify the years in which the changes of shape were made in the 
‘ bosom. We bound the bosom, using a bias binding in 1869 and during 
‘ allthe years subsequent. We bound the bosom with a bias binding strip 
‘* the same in result that this is. We put on the same as in Defend- 


‘ant’s Exhibit A, and the shirt in general cut, design and pattern is 
‘ the same shirt except as regards shape of bosom.” 


4. This witness gives no reason whatever for fixing upon 
the year 1869 as the date when the manufacture by Ford of 
shirts like Exhibit A was begun; and his untrustworthiness in 
regard to this date is made apparent by his testimony concern- 
ing the time when he and Ford first saw the advertisement of 
the Cluett bound-bosom shirt. This date he fixes in the year 
1875, in which year he says the Cluetts had a full-page adver- 
tisement in the “ Gents’ [ Jen's} Furnishing Trade Review,” 
giving acut not only of their patented shirt, but also of their 
collars and cuffs. Ford was a subscriber to this trade paper, 
and this advertisement was discussed by Ford and Clark (Qs. 
(7 and 20, p. 543; x-Qs. 136 to 143, p. 553; x-Q. 302, p. 556). 

Now, the fact is that No. 1 of Vol. 1 of the Jen's Furnish- 
ing Trade Review, according to the evidence of the publishers 
and of the /eview itself, was not published until February, 
1878 ; and the first page-advertisement inserted by the Cluetts 
was in September, 1878 ; and not until December, 1879, did the 
Cluetts have a page advertisement containing a cut of their 
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shirt, accompanied by cuts of collars and cuffs (Clucus, pp. 
326-327).* 

It thus appears that Clark must have been from three to five 
years out of the way in fixing the date at which he and Ford 
first saw this conspicuous advertisement of bound-bosom shirts 
as made by the Cluetts, although its appearance led to a discus- 
sion between him and Ford that should have fixed the date 
accurately in their minds. If Clark’s memory is no more exact 
as to the dates when he made shirts like Exhibit A for Ford, it 


is utterly worthless. 


5. While plaintiffs do not charge that Clark expected to 
profit by the thousand dollars which he says (x-Q. 111, p. 551) 
he believed that Ford was to receive in case the Cluett patent 
could be defeated, it abundantly appears that he had another 
powerful reason for doing all that he could to aid Ford in his 
attack upon the patent. 

He acknowledges (x-Q. 135, p. 553) that it had occurred to 
him that he was liable to be sued under the Cluett patent for 
the manufacture of the shirts which he had sold, in like manner 


as the Troy concerns were liable to such suit. 


For the foregoing reasons it is submitted that the testimony 
of the witness Clark should have no weight in support of the 
alleged anticipation at Chatham ; and very properly it was re- 
garded by the Court below as in itself of little, if any, value. 


*No. 8, Vol. L, September, 1878, contains the first page-advertisement of 
the Monarch bound-bosom shirt, printed in that review. No. 1, Vol. II., 
February, 1879, has a cut of the shirt, but not of collars and cuffs. No. 5, 
Vol. IL., May, 1879, has cut of a shirt, with cuffs, but no collars. No. 6, Vol. 
-JIl., December, 1879, has the first full-page cut showing shirt, collars and 
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Seventh. The testimony of Judge McClellan (whose state- 
ments seem to have impressed the Court below) is regarded as 
equally inconclusive with Clark’s. 

Judge McClellan, who undoubtedly is a man of probity, 
was sixty-five years of age when he was called to the stand as 
a witness in the year 1886. He claims to have bought of Ford, 
at Chatham, prior to 1870, and on two or three occasions, 
shirts like Exhibit A: and he even enters into details as to the 
special construction of the same, by which the bosoms of the 


shirts then bought were united to the bodies of the garments. 


A critical examination of McClellan’s testimony will show 
not only that it would be unjust to the Cluetts to make it the 
instrument of destroying their patent, but that it would estab- 
lish a precedent that would imperil all patent property of this 


class. 


1. It seems incredible that any person not skilled in this 
particular art should assume to remember, sixteen or eighteen 
years back, just how a particular shirt then bought by him 
was made. The extraordinary character of this attempted 
feat of memory will come home to the members oi the Court if 
they will try to recall, as to any of the garments composing 
their wardrobes of twenty years ago, how the same were made 


as regards any of the more inconspicuous details thereof. 


2. It will be noticed, however, that even this witness is very 
cautious at times, and is handled by his counsel with caution. 

Thus, in answer 7 (p. 575) he gives his “ impression ” as to 
how far the stitching extended along the binding in the first 
shirts bought of Ford. 

After giving (Q. 5, p. 574) a most general description of the 
shirts first bought by him of Ford, he says (Q. 9, p. 575) that 
all of the shirts bought prior to 1870 were “ef the description 


I have given here, as near as / can tell.” 
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Then follows this extraordinary question and answer (Q. 10, 

p- 575): | 
‘*Q. 10. Please look at Defendants’ Exhibit A, and, after examin- 
ing the same, tell us whether it resembles or differs, so far as you can 
observe, from the shirt made for you by Ford between 1867 and 1870, 


and worn by you during that time and after ? 
‘*A. Yes, sir; this is just such a shirt as I have worn—just such 


bosom.” 


3. It should be kept in mind always that this witness was 
testifying with the shirt Exhibit A before him ; but, even so, 
he makes very blundering work when he comes to give the de- 
tails of construction of those shirts bought from Ford and which 
he undertakes to describe by reference to Exhibit A. He ac- 
knowledges (x-Q. 93, p. 585) that he never dissected the seams 
of one of the Ford shirts so as to examine its construction ; 
also (x-Q. 103, p. 586) that he cannot say whether he ever saw 
a shirt made by Ford or his successors that had “ a continuous 
binding on the sides and around the bottom of the bosom ;” 
. and, although he had examined Exhibit A before he was sworn, 
and although he had Exhibit A in his hand in the examination 
room, he acknowledges his inability to state how the seam is 
constructed without ripping it up (x-Q. 83, x-Q. 91, pp. 583- 
84). 


4. It abundantly appears that before this witness was called 
to the stand he had been interviewed on two or three occasions 
by Ford and Mambert, and that in such interviews his recollec- 
tion had been stimulated by the exhibition to him of a patent 
with drawings—undoubtedly the patent in suit (x-Qs. 108-114). 
Speaking of one of these interviews—probably with Mambert 
—he says, referring to the interviewer : 


** He said, in substance, that he had been informed that 
I had bought shirts of Mr. Ford several years ago; and 
shirts with a bosom that was bound with linen or some- 
thing, and wanted to know if I had used such shirts 
bought of Ford; and I told him I knew Ford used to 
make such shirts, and he asked how long ago it was I had 
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seen such shirts or had such shirts of Ford, and described 
how they were bound ; and I thought a moment and I think 
I told—that it must have been seventeen or nineteen years 
ago; a good while ago anyway ; I told him when. 

“ [le showed me a paper thal had a diagram and printed 
form of claim for a patent in giving me a description, 
and to see if what I recollected at all corresponded with 
RM OR ie 


From this it will be seen that the memory of this witness 
was educated by the men ‘who were working up this line of de- 
fense. It is not surprising, therefore, that when this witness 
comes to the stand and undertakes to testify up to the standard 
which his mentors have laid down, he constantly reeurs to 
“ Exhibit A” as a sufficient description of the shirts which he 
bought of Ford ; and for the same reason it is not surprising 
that he makes a sad exhibition when called upon to make 


description of the details of construction of those shirts. 


5. This witness gives no good reason for his statement that 
he bought shirts‘like Exhibit A of Ford prior to 1870. 

McClellan removed from Albany to Chatham in 1867; in 
February, 1870, he removed from Chatham to Hudson, return- 
ing to Chatham in May, 1872 (x-Q.16, p. 576). He says that 
between 1867 2nd 1870 he bought all his shirts of Ford; that 
after his removal ;o Hudson he bought his shirts of Ball & 
Bros. of Troy, and thinks that he continued to buy their 
shirts for two or three years after his return to Chatham in the 
spring of 1872 (x-Q. 127, p. 589) ; but he admits that after his 
return to Chatham he resumed his custom of trading with Ford 


“24 x-Q. After your return to Chatham did you resume 
your custom of trading with Mr. Ford? 

‘‘A. I did to a certain extent; that is, if Mr. Ford was 
at that time carrying on his business there, but I did not 
deal so wholly with Mr. Ford. 

“25 x-Q. Did you purchase shirts from Mr. Ford after 
your return to Chatham or Hudson. 

“A. I did either from him or Mr. Clark, in the same 
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establishment. I don’t know who was running it then— 
either Ford or Clark, one of them. 

“96 x-Q. When did you make the last purchase from 
either Ford or Clark? I mean of shirts. 

“A. It is impossible for me to tell you, sir, but it is sev- 
eral years ago.” 


McCllelan testifies that he has no receipted bills of goods 
purchased of Ford, nor any memorandum or other form of 
documentary evidence whereby to establish the dates of any 
such purchases (x-Q. 105, p. 586); and, in the absence of such 
data whereby to refresh his recollection, and in view of the fact 
that he purchased shirts of Ford after his return to Chatham 
as well as before he went to Hudson, it is submitted that he 
may be wholly wrong in thinking that any of the shirts bought 
before 1870 were. like Exhibit A. It is not unreasonable to 
suppose that McClellan is four or five years out of the way in 
his dates on this point, when we consider that Clark made a 
mistake of four or five years as to the date when he and Ford 


first saw Cluett’s full-page advertisement. 


6. There is abundant evidence in the record that McClel- 
lan’s memory in regard to the matters here in controversy is 
anything but exact and reliable. 

Thus, while he claims to have a distinct recollection in re- 
gard to shirts bought of Ford prior to 1870—as to whether they 
had a binding or not, his mind is an absolute blank as to this 
feature in regard to the shirts which he subsequently bought of 
Ball Brothers (x-Qs. 134 and 135, page 590). 

So, also, he says that he has bought shirts of Clark since 
Clark has been in business alone at Chatham—that is, since 
1880 ; but, when asked whether sucA shirts had a binding like 
Exhibit A, he says, “Iam not sure,” and when urged to give 
: ee Peprmeion ” about it he says, “ Well, I haven't any im- 

sion one Way Or the ate " (Qs. 27-30, p. 576). But 

liatel: after (Q. 32) he says, “I think that all the shirts 
wer2, I should say, just like this Defend- 
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ants’ Exhibit A, but I will not swear positively to that.” And 
yet these Clark shirts were bought within five years of the time 
when the witness was testifying. 

Then, again, the inaccuracy of this witness’ recollection is 
shown in his conflicting accounts as to ‘he shape of the bosom 
in the first shirts that he claims to have bought of Ford. In 
answer 5 (page 574) he says that in the first shirts bought of 
Ford the bosom came down “in a curve at the lower end ha 
and in x-Q. 21 (page 576) he says that o// the shirts purchased 
of Ford between 1868 and 1880 were made in accordance with 
the description in answer 5. In answer to x-Q. 42, however 
(page 579), he says, speaking of the shape of the bosom in those 
first shirts, ‘Iam not sure as to shape;” and in answer to 
x-(). 67 (page 582), he says that he thinks “the sides of the 
bosom were nearer straight than in the exhibit here,” Exhibit 
A; and in x-Q. 69-70, he says that the two sides were “ quite 
straight” and that ‘“‘there was no binding on the bottom of 
these shirts.” Again, in answer to x-Q. 71 (page 582), speaking 
of these same shirts, he says: “ Whether the first order had 
the sides of the bosom straight or were curved, as in the 
exhibit, I cannot say ;” and in answer to x-Q. 100 (page 586), 
he is wholly at sea as to whether the bosoms of the first 
shirts bought of Ford were straight or curved, and on the next 
day he says (x-Q. 149), “To-day I doubt in regard to my first 
purchase being a straight-sided bosom.” 

Another instance of the unreliable character of this witness’ 
memory is found in connection with the affidavit of Clark, 
printed on page 664. This affidavit was written out by Judge 
McClellan with his own hand and in his own offiee, and con- 
tains an important extract from the Cluett patent, and moreover 
was written out by him on the very day of his interview with 
Ford and Mambert with reference to his own purchase of shirts 
from Ford ; and yet, when the Judge is questioned about the 
matter, he has wholly forgotten that Clark ever made such an 


affidavit before him; (x-Qs. 153 to 160, pp. 593-4). 
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It is respectfully submitted that a witness who cannot re- 
member whether shirts bought within five years had a binding 
on the bosom, cannot be trusted in his statements as to the 
binding of bosoms in shirts bought eighteen years before ; that 
a witness who cannot remember even the shape of the bosoms 
of shirts purchased eighteen years before, is not competent to 
testify as to other and more inconspicuous features of construc- 
tion of those same shirts ; that a witness who from day to day 
varies his testimony in regard to so prominent a feature as the 
shape of the bosom of a shirt—at one time making the sides 
straight and at another curved, and then professing his uncer- 
tainty in the matter—cannot be relied upon in respect to the 
presence of a binding upon the bosom, or the character of such 
binding if present, or the mode by means of which such bind- 
ing if present was secured in place. 

In short, it seems to the appellants that it was a grave 
mistake on the part of the Court below to place any reliance 
upon the testimony of the witness McClellan, however upright 
and well-intentioned the gentleman may be. 

To defeat a valuable patent which has worked a valuable 
improvement in a great and valuable industry, upon testimony 
so unsubstantial, would be to establish a most dangerous prec- 
edent. 

Appellants cannot see why the criticism of the Court below, 


upon this general class of testimony, does not apply to the 
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deposition of Judge McCLELLaN with the same force as to that 
of the witnesses produced in support of the other alleged an- 
ticipations. The Court said: . 


“Although corruption, prejudice and self-interest may 
be wholly absent, it is well-nigh impossible for a witness, 
no matter how intelligent he may be or how retentive his 
memory, to recall the details of ordinary transactions oc- 
curring twelve or fifteen years before.” ' 
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As « conclusion from all the testimony respecting the alleged 
prior manufacture of shirts at Chatham, appellants respectfully 
submit that it 1s grossly insufficient to establish dates that 
anticipate the Cluett invention (in the spring of 1874). The 
burden of proof is upon the defendants (the appellees); and 
they must make out their case beyond a reasonable doubt. 


This they have failed to do. 


Alleged Want of Patentable Novelty. 


In considering this defense careful attention must be given 
to the various things in the prior state of the art upon which 
the defendants specially rely in support of their conclusion of 
non-patentability, as distinguished from direct anticipation. It 
is believed that all these things are fairly represented by the 
following : 

Conger Patent No. 146,656, January 20, 1874. 

Marr Patent No. 134,909, January 14, 1873. 

Nichol’s British Patent No. 1594 of 1864. 

Detached shirt bosoms or “ dickies with binding around 

‘the edges.” 

Dress shirts with separately formed bosoms inserted or 
attached by turning the raw edges in or under, and 
then sewing through such folded edges and the shirt 
body, but without the use of a binding. 


Firemen’s shirts reinforced on the bosom. 


1. The Conger patent. 


This patent, as well as the Marr patent, was referred to by 


the Patent Office in connection with the grant of the patent in 
suit (p. 661). 


This is a patent for undershirts, and not for dress shirts. 
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This undershirt is to be of flannel or knitted goods, and not of 
linen or some other material to be laundered. On the front of 
the Conger undershirt there is placed “a sanitary chest pro- 
tector,’ shown in the drawing as shield-shaped. As to the con- 
struction of this chest protector the patent says : 


‘If the shirt is made of knitted fabric, the chest protector may be 
produced by suitable machinery simultaneously with the other portion 
of the shirt ; but, if the shirt is made‘of flannel, the chest protector e will 
be sewed permanently upon the interior of the front.” 


Manifestly, the Conger patent has not the remotest relation 


a shirt to be starched and laundered, but one to be made only 
from flannel or knitted material. The shield-shaped “ pro- 
tector,” which may be but is not required to be sewed on, is 
placed on inside the shirt, so that in no sense can it be called a 
shirt ‘“‘ bosom;” nor is there the slightest suggestion of any 
binding to be applied to such piece, or of reason for the use of 


a binding. 
2. The Marr Patent (p. 422). 


This patent, also, manifestly has to do with a shirt that is 
not to be laundered; therefore, it has no relation to the in- 
vention of complainants’ patent, which was designed to obviate 
defects present in laundered or dress shirts only. 

The Marr patent shows a shirt having a shield-shaped front, 
buttoned on to the bosom part of the shirt by a row of buttons 
on each side. Secured along the medial line of this attached 
piece are other pieces called “ half fronts or flies,” each one of 
_ which is provided with buttonholes on its outer edge, and is so 
<3 were as to cover one-half of the shield-shaped front. It is 
| 2d to make these various pieces of different colors; and 


, put : nit re zeny one and folding it over along the medial 
buttoning it on to the row of buttons on the opposite 
b the wearer of the shirt can at pleasure change 


% xposed shirt front. 


to the invention in controversy. It does not show or describe — 
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“ front may be bound with binding ;” but no special form of 
binding is shown or weseribed, nor is there any reason to sup- 
pose that Marr contemplated anything more than the ordinary 
mode of binding the exposed edges of any article of wearing 


apparel, with the raw or selvedge edges of the binding ex- 


| a The patent says that “ the edges of each ply and the bosom 


| Ss posed. 

> Certain it is that he could not have had in mind any of the 
evils which it was the object of the Cluett invention to 
obviate ; nor were any of those evils present in the Marr shirt, 

, which necessarily, as above indicated, was of flannel or some 
similar material and not laundered; and, therefore, nothing 


a shown by Marr furnishes a remedy for such evils. 
; 


“ 3. The Nichols’ British Patent (p. 663). 


This patent has no relation te the Cluett invention, savé 
that it describes a mode of attaching a binding to the edge of 
any garment or other article which it is desired to finish up. 
| It does undoubtedly describe the use of a narrow strip of fabric 
to be applied to the edge of the article or garment by two rows 
ee of stitches and in such a manner that the edge of the garment 
will be pocketed by the binding strip, and at the same time 
| both edges of the binding strip itself will be turned in under 
1 the body of the strip and thus be pocketed themselves. 

i Thus, in 181 4, ten years before Cluett made his invention, 
| Nichols described a mode of binding, of general application to 
the exposed parts of garmeuts ; but he makes no suggestion of 
utilizing either this or any other form of binding to overcome 
any existing defects in dress shirts, nor would any person by 
reading the Nichols patent have been led to the thought that 


by applying such a binding to the bosom of a dress shirt, those 


advantages would be secured which were first revealed to the 


world by the Cluett patent. 
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4. Detachable shirt hosoms or “ dickies :’ 


The evidence shows that prior to the date of Cluett’s inven- 
tion detachable bosoms, commonly called “ dickies,” made of 
linen and adapted to be laundered, had been bound upon their 
edges by a narrow folded binding strip—that is, by a narrow 
strip of material which not only enclosed and pocketed the edge 
of the dicky, but which had its own edges turned under so as to 
be concealed from sight. Such dickies, in fact, were made and 
sold to some small extent by the plaintiffs herein ; but it should 
be remarked: that these dickies did not have smooth, plain 
fronts, but the fronts were filled with pleats and ruffles in such 
a way that any slight irregularity in tension in finishing up the 
dickey would not be likely to make itself manifest in the 


laundered article. 


5. Dress Shirts with Inserted or Attached Bosoms. 


The old methods by which, in dress goods, the bosoms of 
shirts had long been attached to the body, were either to turn 
the edge of the bosom in under and then to sew through this 
doubled edge directly into the body of the shirt, or, where the 
bosom was made up of two or more layers or plies, and the 
front of the shirt body was cut out to receive the bosom, to 
turn the edge of the plies in between the plies, and also to in- 
trodace the raw edge of the cut-out shirt body in between the 
plies and then to connect the bosom and the body together by 
a line of stitching passing through the edges of the two parts. 

It was the evils or defects connected with these modes of 
manufacture, as more fully explained in the early part of this 
brief, that Robert Cluett sought to obviate by the invention 
covered by the patent in suit. 


. 


6. /iremen’s Shirts. 


These were fanne/ garments, reinforced or made of double 
thickness on the bosom part—this attached piece being sewed 
through its edges to the body of the garment, and the edges of 
this piece being left ancovered. | 


It thus appears that it was not new in the spring of 1874 
(the established date of Cluett’s invention) to make dress shirts 
by securing a linen bosom to the body of the shirt by a row of 
stitches passing through the edge of the bosom. Also, it is 
admitted, it was matter of common experience to apply narrow 
bindings in various ways—in fact, to apply “ folded bindings,” 
that is, bindings with their edges turned in under the body of 
the binding—to the edges of various parts of different articles 
of wearing apparel, to conceal the raw edges from sight and 
protect them from being frayed out. Moreover, as in the case 


, 


of the Marr shirt, the free edges of “flies” designed to be 
buttoned on to the shirt front had had their edges finished 
up (potentially, at least—as suggested in the Marr patent) by 
some sort of binding. Dickies, also, had been made whose 
edges had been provided with a folded binding. Firemen’s 
shirts, also, had been made of flannel, on the bosom part of 
which an extra thickness, cut out shield-shaped, had been 


secured by sewing through its edges. 


On these admitted facts the defendants contend, and the 
learned Judge at circuit held, that, aside from any direct an- 
ticipation—and, therefore, admitting actual novelty—there was 
no “patentable novelty” or “invention” in combining the 
bosom and the body of & dress shirt into an integral article of 
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manufacture by means of a “ folded binding” applied in the 
manner set forth in the patent in suit. 

This is claimed by complainants to be substantial error, ’ 
and they. believe that the Court below, in making such ruling, 
must have overlooked the grave defects that had long existed in 


the manufacture of dress shirts prior to 1874, and which were in 


such large measure overcome by the Cluett invention. 7 ~~ 
‘ 
. 
} 
The learned Judge at circuit, in predicating non-patentability 


of the Cluett invention, seems to rely mainly upon two purely ‘ 
hypothetical cases. He presents the hypothesis of “a mother, , 
“ in 1870, whose son exhibited an aversion to wearing the bound - 
“ dicky.” He then assumes this indulgent mother to have 
sewed the dicky to the front of the shirt worn by the young | 
man, by passing a line of stitching through the binding; and | 
then inquires whether this would have involved invention. 

Under a second and very similar hypothesis he puts two 
“intelligent workmen” into the plaintiff's factory in 1872, one 


wearing a bound dicky, and the other a woolen shirt having . | ; 
a shield-shaped bosom sewed on to its front. He then as- 
sumes that the tab which holds in place the dicky of the one 
workman breaks, and that the owner, “after examining the 
** woolen shirt of his companion,” proceeds to secure his disa- ; 
bled dicky to the body of the shirt “by a line of stitches 
“through the binding.” Then again follows the question : 
whether that would have constituted invention. 

- His Honor assumes, further, that in each of these hypothet- 
ieal cases there would have resulted the exact invention dis- 


id 
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closed in the plaintiff's patent; and his conclusion is that the 


inventive faculty would not have been brought into action. 


The plain answer to this view of the matter seems mani- 


fold. 


epee ent 


First. The cases put by the learned Judge are purely hy- 
r pothetical. Although serious defects in the manufacture of 
dress shirts had long existed, no person had. been sagacious 
enough to devise a remedy until Cluett gave the matter intelli- 
gent study in 1873 and 1874. 

‘ It is of course conceivable that the good mother of 1870, in- 
stead of administering condign punishment to her rebellious 
son who refused to wear the garment she had provided, would 
| have yielded to his whim and made for him the new garment 
| suggested by the Court; but it is not shown that any mother 
ever did this, nor is there shown even a probability that she 

| would have so acted under the assumed circumstances. 
| So, also, it is conceivable that a workman im Clu- 
etts’ factory in 1872, if the tab on the upper end of 
: his dicky had broken, would, “after examining the woolen 
shirt of his companion,” have come to the conclusion 
that he would better secure his dicky to the shirt body 
, + by a line of stitches passing through the entire 
length of binding, even though no dicky had _ previously 
been so secured ; but it is not shown that in fact such an idea 
ever entered the mind of any workman before Cluett’s invention 
was made, and, it is respectfully submitted, it is wholly improb- 
able that, under the assumed circumstances, this hypothetical 
workman would have adopted such a course. The chances are 


a thousand to one that he would have discarded the dicky alto- 
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gether, or else would nave" mended or replaced the broken 
tab. 

Even if the “ mother, in 1870,” or the “intelligent workman, 

in 1872” had concluded to attach the dicky to the shirt front 
by means of stitching, there is no reason to suppose that they 

would have done it by a continuous line of stitching running 
along the entire length of the binding. The connection might 
have been made by a few strong stitches at each of the upper 
corners and at the lowermost point of the dicky; or by passing 
a line of stitches from the two upper corners part way only 
down each side of the dicky, thus, in each case, securing 
the dicky firmly to the shirt body, but at the same time leaving 
it free to move through a portion of its outline relatively to the 
shirt body. This was regarded by some as a desirable mode of 
attaching bosoms to shirt bodies, as will appear by reference to 
the Jenks patent of 1873 (p. 424) and the Thomas patent of 
1873 (p. 426). 


Second. Suppose that this imaginary mother of 1870 (and 
the same would be true of the supposed “ intelligent workman ” 
of 1872) had actually, under the circumstances stated in the 
opinion of the Court below, sewed the bound dicky upon the 
shirt front ; would this have been a making of the invention set 
forth in the Cluett patent ? If done, would it have given to 
the world knowledge of the fact, first actually communicated 
by the Cluett patent, that the existing defects in dress shirts 
could be obviated in this way? What knowledge would that 
mother or that workman have derived as to the utilities effected 
by that mode of manufacturing shirts ? 


In this connection a most pertinent inguiry would be this: 
What — ~_ same mother be likely to have fone afler the 


on to the shirt front) had worn out? If, in the year 
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1873, that same mother had been called upon to make a new 
shirt for her son, and to attach a fine linen bosom to the shirt 
body, is it at all probable that her exceptional experience in 
1870 would have led her in 1873 to bind the edges of the 
bosom with a “folded binding” in the manner set forth 
in Cluett’s patent of 1874, before sewing such bosom 
on to the shirt? Is. it not far more likely that im 
making such new shirt in 1873, she would have attached the 
bosom in the only way then known among the manufacturers 
of this class of goods, viz., by turning under the edges of the 
bosom, without the use of a binding, and then passing the 
stitches through such doubled edge? Would she have dis- 
covered any advantage in the use of the binding, either in 
facilitating the manufacture of the shirt or by way of giving 
greater regularity and evenness to the fabric when completed ? 
On the contrary, is 1t not almost certain that she would have 
regarded the binding as a mere waste of material when the 
bosom was to be permanently attached to the body ? 

So, also, it goes almost without the saying that, under the 
circumstances stated by the Court below, the fictitious “ work- 
man in 1872” would have no mental apprehension of the ides 
which underlies the Cluett invention. 

On this point the words of Prof. Robinson, in his excellent 
work on patents, are pertinent. He says (Sec. 79): 

“ No exercise of the faculties can form a part of the 
“ inventive act unless the idea resulting from such exer- 
‘ cise is fully apprehended by the mind of the inventor. 
“ To create by accident, without a recognition of the fact 
“or note of his own creation, and consequently without 
“the power to repeat the same creative act, is not in- 
“vention. While previous intention to create in this 
‘“ especial form, or even to create at all, is not required, it 
‘ is essential to the inventive act that the inventor should 
“not only conceive, but should also perceive his original 
‘idea, and should do both so clearly as to make this iden 


an actual addition to his fund of knowledge, and be able 
to communicate it to the. public.” 


~ 
o 
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Third. Ths various cases cited by the Judge at circuit, and 
upon whig! he seems to have relied in support of his conclusion 
of noppatentability, are, on examination, not found to be 
pexinent. 

In the leading case of Pennsylvania Railway Co. vs. Loco- 
motive Lruck Co., 110 U.S., 490, the patent was defeated upon 
the ground of mere double use of the invention. A _ swiveling 
truck which had previously been used under cars, was put under 
the forward end of a locomotive. In this new position it worked 
in the same way as before, was used for the same purpose, and 
accomplished the same result. The Court, with .citation of 
many authorities, held that in this double use there was no in- 


vention. The Court said: 


‘* It is settled by many decisions of this Court * * * that the 
‘* application of an old process or machine to a similar or analogous 
** subject, with no change in the manner of application, and no results 
‘* substantially distinct in its use, will not sustain a patent.” 


In Stimpson vs. Woodman, 10 Wall., 117, the patent involved 
was for a machine for pebbling leather. Previously, in the 
finishing of leather, machines had been used in which a regu- 
lated pressure was applied to the surface of the skin by means 
of a roller with a smooth face; also the surface of leather had 
been finished by the used of hand rollers having a grained or 
pebbled surface. The patent covered, substantially, the use of 
a machine provided with a roller having a pebbled surface. 

This was regarded by the Court as a mere double use of an 


old device, not involving invention. 


In Gardner vs. Herz, 118 U.S., 180, the patent seems to 
have been held invalid on similar grounds. The patent in- 
volved was for an improved chair seat, made of a wood fabric, 
consisting of two or more layers of perforated wood veneers, 
arranged with the grains of the different layers lying crosswise 
of each other. 

As this material was old, and as it was used in the chair 
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seat in the same way in which wood had previously been used, 
the Court evidently regarded this new use of a perforated 


veneer as a mere double use. The Court said: 


‘‘A patent cannot be taken out for an article old in purpose and 
‘‘ shape and mode of use, when made for the first time out of an exist- 
‘‘ing material, and with accompaniments before applied to such 
‘fan article, merely because the idea has occurred that it would be a 
‘* good thing to make the article out of that particular old material.” 


In Phillips vs. Detroit, 111 U.5S., 604, the patent related to 

a pavement consisting of wood blocks set on end upon a gravel 

bed, the blocks being left in the natural form of the log from 

which they were cut, and the interstices being filled in with 
gravel. The Court said: 

‘* The improvement described in the applicant’s patent consists 

‘‘* * * in simply taking a material well known and long used in 

‘‘ the making of pavements, to wit, wooden blocks sect vertically, and 

‘‘ with them constructing a pavement in a method well known and 

‘long used. Itis plain, therefore, that the improvement described 

‘* in the patent was within the mental reach of any one skilled in the 

‘art to which the patent relates, and did not require invention to 


‘‘ make it, but only the use of ordinary judgment and mechanical 
‘* skill.” 


In Estey vs. Burdett, 109 U. 8., 633, one claim of the patent 
related to the size of the valve opening in the organ. The 
Court considered this a mere matter of degree, and, therefore, 


not patentable. The Court said : 


*“ The dimensions of the valve opening and of the valve are regu- 
‘‘ lated by the judgment of the manufacturer, as to the quantity of air 
‘* necessary and the resistance to be overcome in working the valve 
‘* and the inconvenience in the leakage of the air.” 


So in Pumice Holder Co. vs. Ferguson, 119 U.58., 335, the 
Court regarded the relative size of two parts of the patented 
machine to be a mere matter of degree, and, therefore, because 
within the ordinary skill and judgment of the mechanic, not 
patentable. 

The only novelty which the Court found in the patented 
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press was that the rack holding the pumice was made somewhat 
larger than the guide frame. ‘The Court said : 


‘* There is no invention in making the guide frame and the rack of 
‘* the desired size. It required only ordinary skill and judgment.” 


In Yale Lock Co. US, Greenleaf, 117 U. S.. 5d4, the only 
difference (as regards matter pertinent to the present case) 
which the Court found between the patented lock and the old 
locks, was the change of shape in the irregular aperture of the 
wheels through which the key was thrust, to conform to the 
shape and size of the key to be inserted. As to this the Court 
said that it “‘ would occur to the rudest and most unskillful 


mechanic.” 


In Stevenson vs. Brooklyn Co., 114 U. &., 149, the Court 
held the patent bad as being for “a mere aggregation of sep- 
urate devices ” in street cars, “‘each performing the function 
for which it is adapted when used separately, and the whole 
contributing no new result as the product of the joint use ”- 
being the familiar doctrine of aggregation as distinguished from 


patentable co-operation. 


Reckendor fer vs. Faber, 92 U. §., 347 (not, however, cited 
by the Circuit Court in this case), is, perhaps, to be regarded as 
the leading case on this doctrine of aggregation. The Court 
held that there was no invention involved in merely associat- 
ing a lead for marking and a rubber for erasing pencil marks, 
upon the opposite ends of a pencil handle or holder. The 
language of the Court was : 

‘* The law requires more than a mere change of form or juxtaposi- 


‘* tion of parts, or the external arrangement of things, or of the order 
‘* in which they are used, to give patentability.” ° 


In Hollister vs. Benedict Co., 113 U.S., 59, the Court held 
that the slight change in the patented revenue stamp, as com- 
_ pared with the older stamps, was the logical and almost inevit- 
able result of the growth of and experience in the revenue sys- 
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tem. The Court declares it to have arisen by “immediate 
inference from the existing regulations,” and says that it 
involved ‘‘ only the exercise of the ordinary faculties of reason- 


ing upon the material supplied by a special knowledge.” 


To the law as laid down in each and all of the foregoing 
vases appellants take no exception. They say, however, that 
the case at bar is unlike any of the cases cited. 

The changes which Cluett made ti: dress shirts regarded as 
an article of manufacture, are not referable to the head of 
“double use,” or of “degree,” or of “‘aggregation,” or of 
“ change of form,” or of mere “ ordinary judgment.” 

Cluett made use of an old device, it is true, to wit, a “ folded 
binding ;” but he used it in new relations, and for new pur- 
poses, and with the achievement of a new and valuable result. 


b 


He employed this old device, a “ folded binding,” as the means 
of combining a shirt bosom with ashirt body. He did this with 
the intelligent purpose of thereby obviating defects which had 
long existed in the manufacture of dress goods of this class, and 
which the inventive faculty of the art seemed unable to over- 
come. The result was a greatly improved article of manufac- 


ture, and one which speedily obtained wide popularity. 


Fourth. It is a recognized argument in support of the pat- 
entability of a new thing done that it works an improvement 
in the art—that there were long-existing defects in the art which 


are overcome by the new thing done. 


46 


On this point Cluett’s own testimony (pp. 86-87) seems di- 


rectly in point (italics ours) : 


‘‘In the spring or early summer of 1874, after numerous experi- 
ments, 1 produced a shirt, the bosom of which was attached by a 
folded binding to the outer edges, the object of this improvement being 
to obtain a uniform seam or finish entirely around-the bosom from 
yoke to yoke. 

‘* By this means the appearance of the bosom was greatly improved, 
both in its outline and by the doing away of wrinkles or creases, which were 
very common in bosoms made in the old manner. 

‘“* The binding also produced a heavy welt on the outer edge of the 
bosom, which added strength to the bosom and prevented its wrinkling by 
the motions of the arms or body. 

** This binding, pocketing or covering the various raw edges of the 
bosom and the shirt, where attached to the bosom, prevented the fraying out 
of loose threads and the consequent disfigurement of the outer surface of 
the bosom. 

‘* Not only was the appearance of the shirt greatly enhanced, dut 
the durability of the garment was also materially increased. The binding, 
forming a heavy welt or ridge, prevented the cutting of the body of 
the shirt near sides of the bosom, a common occurrence in 
the old style of shirt. In the old style of shirt the thin edges of the 
bosom tended to cut the body of the shirt at the sides of the bosom, by 
the constant friction of these parts occasioned by the motion of the 
body. 

I found that the bound-bosom shirt could be produced with greater 
Sacility than where the bosom was made in the old manner. Under the old 
plan the outer edgesof the bosom of the upper and under ply were 
folded up to the interlining or middle ply, or to a line nearly corre- 
sponding to the same. A line of stitching was then put through these 
plies and the bosom was then ready for insertion into the shirt. The 
‘folding and stitching above alluded to extended down the sides of the 
bosom only. The bottom of the bosom was cut straight or square, and 
the raw edges of the same were covered by a folded piece of linen or 
other material, this folded piece being so stitched to the bottom of the 
bosom that it covered the raw edges of the bosom at that point, also 
those of the shirt and the tab, which was placed under the lower part of 
this strap or folded piece of material already described. It was not an 
unusual thing for this strap to wear out and expose the upper portion 
of the tab which it was intended to cover. It was also a common 
thing for this strap to break away from the bosom or from the tab, as 
the strap was only secured to these parts by a single line of stitching, 
and consisted of but one ply of material. The preparation of these 
various parts which I have described and attaching the same to the 
shirt was rather a difficult and slow process. 

“The binding of the bosom dispensing with the strap and em- 
bracing the edges of the shirt and of the tab when completed was 
- found to be not only a saving of time but also of material. In the 

- _ bound-bosom shirt the folding in of the outer edges of the bosom was 
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dispensed with, and this accomplished two important results: First, 
the outer edges of the bosom being uniform and being bound in this 
condition rendered the fulling up of any one of the plies or wrinkling 
of the same much less likely while the bosom was being made ; second, 
less material was required in cutting the three plies, as there was no 
folding in of the outer edges required. 

‘*Where the bosom was inserted into the shirt under the old 
method already described, the body of the shirt, or that portion which 
had been cut to correspond with the shape of the bosom, was inserted 
into the sides of the bosom between the folded parts already mentioned 
and secured bya single line of stitching. The fact that the sides of 
the bosom were attached to the shirt by a single line of stitching ren- 
dered that portion of the shirt somewhat insecure, as the shirt- fre- 
quently broke away from the stitching above alluded to.” 


Fifth. Another argument in support of the patentability 
of the improvement made in the art by Mr. Cluett, is found 
in the fact that this improvement was with him the result of 
‘areful and prolonged study and experiment. He says, on 
page 86, that he produced his improved shirt in the spring or 
early summer of 1874, “ after numerous experiments.” 

It also appears in the testimony (pp. 37 and 220) that, in 
his endeavors to overcome the defects in dress shirts, he made 
other inventions before he hit upon that covered by the patent 


in suit. 


Sixth. Another argument in support of the patentability of 
the improvement made by Cluett is found in the fact that, not- 
withstanding the favor with which the invention was received 


by the public, yet for some eight years after the patent issued, 


and down to the time when the infringement now complained 


of began, there was practically a public acquiescence. 

Although the plaintiffs pushed their bound-bosom shirts 
vigorously and advertised it widely from the very day of the 
patent, Mr. Cluett testifies that he was not aware of any in- 
fringements prior to the year 1882 (p. 36). Meanwhile, however, 
a license had been granted to a large house in Troy— Herrman, 


Aukam & Co.; Rothschild Bros. & Gutman of New York City 
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had applied for a license but had been refused on the ground 
of the existing license to Herrmann, Aukam & Co. ; and other 
large manufacturers in New York and Boston had acknowledged 
the plaintiff's rights under the patent (pp. 37-38). 


Seventh. An examination of the record shows that after the 
grant of the patent in question, various other patents issued for 
modified forms of applying the generic idea embodied in 
plaintiffs’ patent. Among these may be mentioned the patents 
of Wm. L. Hall, No. 276,809, May 1, 1883; No. 308,607, De- 
cember 21, 1884 (pp. 444-448); No. 331,786, December 8, 
1885 (p. 459); No. 336,106, February 16, 1886 (p. 462); G. W. 
Pine, No. 313,520 of March 10, 1885 (p. 450); Jlax Herrman, 
No. 319,487, June 8, 1885 (p. 453); No. 322,717, July 21, i885 
(p. 455); No. 322,718, July 21, 1885 (p. 457); No. 332,799, 
December 22, 1585 (p. 460). 


It is respectfully submitted, therefore, that the work done by 
Cluett bears all the indicia of invention. It was the result of study 
and investigation on his part, directed to the ascertainment of 
the cause of the existing recognized defects in dress shirts and 
the devising of a remedy therefor. This involved the creative 
faculties, and not the mere exercise of good judgment or 
mechanical skill. The patentee seems clearly within the rule 
laid down by Robinson (Sec. 78 of his work on Patents) : 


“The mental faculties employed in the inventive act are 
‘the creative not the imitative faculties. An invention is 
‘the product of original thought. It involves the sponta- 
“neous conception of some idea not previously present in 
“* the mind of the inventor. Industry in exploring the dis- 
“coveries and acquiring the ideas of others ; wise judgment 
“in selecting and combining them; mechanical skill in 
“applying them to practical results—none of these are 
“ creation, none of these enter into the inventive act. Only 
“ when the mind of the inventor originates an idea new to 
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‘‘ himself, if not to all the world, does he call into exercise 


“his own inventive skill and perform the mental portion 
‘of the inventive act.” 


Never before had it in fact occurred to any one that by 
the use of a “‘ folded binding” the irregularities before existing 
in the bosoms of dress shirts, arising both from the loose 
threads working in between the plies of the bosom and from 
the inequality of strain put upon the different parts of a 
shirt bosom by the old methods of attaching a bosom to the 
shirt body, could be effectually overcome; nor can it be pre- 
sumed that the hypothetical “ mother in 1870,” or the hypo- 
thetical “ intelligent workman in 1872,” existing in the imagina- 
tion of the Court below, even if under the conditions of the hypo- 
thesis that created them they had sewed a bound dicky on to 
a shirt front, would have discovered that that temporary and 
exceptional expedient had opened up a remedy for the evils that 
had long perplexed the trade. 


Another test of the presence of that quality which the law 
calls “invention,” is laid down by Walker, in Section 40 of his 


excellent work on Patents, second edition, in these words: 


‘‘ When the other facts in a case leave the question of 
invention in doubt, the fact that the device has gone into 
general use, and has displaced other devices which had 
previously been employed for analogous uses, is sufti- 
cient to turn the scale in favor of the existence of inven- 
tion.” 
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This statement of the doctrine is quoted almost literally 


from the decision of the Supreme Court in Smith vs. Dental 


Vulcanite Co., 93 U. S., 486, and seems specially applicable to 


the case at bar. 
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Eighth. Not to multiply citations of authorities, a case 
which seems to be specially germane to that at bar is that of 
Straus vs. Hing, 18 Blateh., 88, decided by his Honor, Justice 
BLATCHFORD, at the circuit. 

The invention consisted in “the employment of a metal 
rivet or eyelet at each edge of the pocket opening [in panta- 
loons, &c.| to prevent the ripping of the seam at those points’ 
—the rivet being so fastened in the seam as to bind together 
the two parts of cloth forming the seam, thus preventing 
the strain from acting upon the thread with which the seam 
was sewed. 

The case was a notable one. The patent was assailed with 
great vigor on the ground of the alleged want of patentable 
novelty, the claim being made that the invention was nothing 
more than the employment, at the corners of a pocket opening, 
of an old and well-known rivet which had previously been used 
for strengthening seams at other points, and which in its new 
position performed no new function. It was also urged that 
the use of the rivet, in addition to the thread, for the purpose 
of giving greater strength to the seat, did not constitute a 
veritable combination, but only an aggregation. The Court, 
however, dismissed these defenses as without merit, and sus- 


tained the patent. 


Ninth. It may not be out of place to suggest that the .in- 
vention to which plaintiffs’ patent relates is not to be held as 
devoid of patentable merit because, forsooth, it has not worked 
a revolution in the art. 

: It should be remembered that the human mind has been en- 
| gaged with the subject of clothing and its modifications from 
th fae whea Adam and Eve were in ome Garden of Eden ; 


| 


the art. Generally, perhaps, it may be stated that inventions 
in clothing may be expected to involve only slight changes, 
but changes nevertheless requiring careful thought in their pro- 
duction and almost as careful thought for their recognition and 
appreciation. 

An examination of the various patents included in the pres- 
ent record, of date subsequent to the Cluett patent in suit, 
shows that changes much smaller and less important than those 
described in the Cluett patent have been deemed by the Patent 
Office worthy of protection. It can hardly lie in the mouths 
of the defendants (see the various patents granted to Hermann, 
one of the defendants) to criticise the Cluett patent on the 
ground that it deals with the details of construction of an 
article of clothing. | 

It will hardly be contended by the defendants that the 
manufacture of fine shirts prior to 1874 was not attended with 
the various difficulties hereinbefore enumerated and _ specially 
set forth by Mr. Cluett on pages 6 and 7 of the record ; nor will 
they be likely to contend, in the face of the large popularity 
which the “ bound-bosom shirt” has attained, that the use of 


>? 


the “folded binding” as a means of uniting the bosom to the 
body has not wrought a substantial improvement in the art. 

In the large shirt factories, prior to Cluett’s invention, 
manufacturers of fine shirts, in order to secure acceptable work, 
had to employ women of superior intellectual qualities and 
manipulative skill; and the difficulties attending the manu- 
facture of fine shirts by the old methods were greatly 
increased when the shield-shaped form of bosom, and other 
forms with curved outlines, were substituted for the 
original square-shaped bosom. One of the difficulties 
was to get the bottom centre of the shield-shaped bosom 
located directly under the buttonhole of the cdllar stud; and 
the bottom of the bosom was liable to be drawn to the one side 
or the other by the action of the sewing machine in the inser- 
tion of the bosom in the shirt. This difficulty being substantially 
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overcome by the introduction of the bound-bosom principle, it 
became possible to use a much more common class of work- 
women for making even the finest grade of goods, and thus not 
only was the quality of the goods improved, but the cost of 
manufacture could be cheapened. It became possible also to 
substitute machines for doing much of the work which, under 


the old plans, could only be done satisfactorily by hand. 


Tenth. Nor is any argument in support of the contention 
of non-patentability to be derived from the fact that, after the 
event, the improvement made by Cluett in the manufacture of 
shirts—whether to a judge on the bench or to a person skilled 
in the art is immaterial—seems a very simple thing to have done. 

The fact is that the Cluett improvement was not ap obvious 
thing, and cannot properly be called a simple thing. Such a 
thing had been needed for years ; various things had been tried 
by those skilled in the art to overcome existing difficulties ; 
when at last this was hit upon, it was recognized at once as a 
long-needed improvement. This final success was not the logi- 
cal outcome of the prior state of the art; it did not follow, as a 
matter of course, from whut had gone before; it was the fruit- 
age of a careful and intelligent study of the whole subject to 
which it related. 


Not to refer in this connection to the oft-repeated apoch- 
ryphal story of Columbus and the egg, reference may be made 
to the history of the introduction of anthracite coal as a fuel, 


_ to one’s present experience, may have required long years of 
_ study and experiment to accomplish in the first instance. The 


to show how a thing seemingly the most simple and obvious . 
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story is graphically told in Vol. 15 of “ Harper's Magazine,” 
p. 451 (1857). 

Col. Shoemacher barely escaped mob violence because of the 
repeated failures of his friends and acquaintances, to whom small 
lots of the coal had been sold, to make the “ black stones” 


burn. Their threatening indignation was dissipated at last 


only when, by a mere accident at the Fairmount Nail Works, 
it was discovered that to secure good combustion with the hard 
coal it must be treated in a manner materially different from 
wood and bituminous coal and the other fuels then known to 
the art. Once ignited, it should be let alone, instead of being 
raked and stirred and blowed. 

The burning of anthracite coal seems a very simple thing 
now, but it was effected originally only by long study and 


many fruitless experiments on the part of skilled and practical 
artisans. 


* 


Conclusion. 


From the foregoing it abundantly appears : 


1. That under the proper construction of the Cluett Pateit 
No. 156,880 all three of defendants’ shirts are infringe- 
ments. 


2. That the only alleged prior use which the Conrt below 
considered as even approximately established—that at 
Chatham, N. Y.—cannot be held to affect the patent ; 

(a) Because tKe Chatham shirts do not contain 
the patented invention ; and 


(b) Because the dates of the manufacture of these 
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shirts are not satisfactorily established as prior 
to Cluett’s invention ; the burden of proof in this 


regard being on the appellees. 


3. The new features of shirt construction set forth in the 


Cluett patent, as compared with the various things in 
the prior state of the art, constitute a veritable inven- 
tion. 

The Cluett invention effected a marked improvement 
in the art; it overcame recognized and long existing 
defects ; it was the result of experiment and study, and 
not come at logically and as a matter of course in the 
regular and inevitable development of the art. It is 
not a case of double use, nor of aggregation. In short, 
the Cluett improvement exhibits all the: indicia of in- 


vention as distinguished from mechanical skill. 


The judgment below should be set aside, and the cause 


remanded with instructions to enter a decree for the plaintiffs. 


S. A. DUNCAN. 
J. A. SKILTON. 
Of Counsel for Appellants. 
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shirts are not satisfactorily established as prior 
to Cluett’s invention; the burden of proof in this 


regard being on thi appellees. 
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}. The new features of shirt construction set forth in the 
Cluett patent, is compared with the various things in 
the prior state of the art. constitute a veritable inven- 
tion. | 

The Cluett mvention effected a marked improvement 
in the art; it overcame recognized and long existing 
ci fects: it Was the I¢ sult OL ¢ NX} rin nt ana study, and 
not come at logically and as a matter of course in the 
regular and inevitable develop nt of the Art. lt is 
not a case of double use. nor of aggregation. In short, 
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the Cluett lmprovem nt exhibits al 


the mcd “le of in- 


vention as distinguished from mechanieal skill. 


The judgment below should be set aside, and the cause 
remanded with instructions to enter a decree for the plaintiffs. 
S. A. DUNCAN. . 
J. A. SKILTON, | 


()f Counsel for Appellants. 
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SUPREME COURT.OF THE UNITED STATRS 


OCTOBER TERM, 1890. 


Sees arte at ae 


No. 174 and 175. 


GeorGe B. Ciuzrr and others, 
Appellants, 


vs. In Equity. 


Horace B. CLaFiin and others, 
Appellees. 


Two Cases. 


GeorGe B. Ciuett and others, 
Appellants, 


a , In Equity. 


' 


Ep. ExvisHa Mack and others, 
Appellees. 


These are two suits against the firm of Tim, Wallerstein 
and Company, Horace B. Claflin and others of New York and 
Troy, and one against the firm of Mack and Company, of Al- 
bany, N. Y., brought by the firm of George B. Cluett, Brother 
and Company, of Troy, as owners of United States Letters 
Patent, No. 156,880 of November 17, 1874, for an improvement 
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in shirts, to restrain an alleged infringement of the same by the 
defendants. : 

The main defenses upon which the defendants rely are 
twofold—prior and public use and want of invention. 


I. 
Wanl of invention tn complainants’ patent. 


Notwithstanding the fact that the printed record is volu- 
minous, the real issue involved is whether any patentable in- 
vention is described in the claim of the patent reading as 
follows : : 


* In combination with a shirt-body, a shirt-bosom boand on 
the outer edge with a folded and stitched binding and attached to 
the shirt-body by a separate line of stitching through such 
binding.” 


It is a matter of common knowledge that textile fabrics 
have been bound since time immemorial. It is also apparent 
that the object of binding the edge of a textile fabric, the 
fibres of which have been cut, is to ornament the edge and to 
cover the raw, loose, and cut threads, and in many cases also 
to strengthen the fabric at such edge. 

Complainants’ patent is for an old combination of old ele- 
ments. Long prior to the date of the Cluett patent it was 
not new 


To make shirt-bodies, nor 

To make shirt-bosoms, nor 

To make shield-shaped bosoms, nor 

To bind the outer edge of shirt-bosoms, nor 

To pocket the raw edges of fabrics by a binding, nor 

To fold a binding, nor 

To attach bound-bosoms to shirt-bodies by inserting 
them in or laying them on the shirt-body. 


ieee be 
is ee annie, sae 


In fact the counsel for appellants admits these facts, for 
on p. 37 of his brief he states: “It thus appears that it was 
not new in the spring of 1874 (the established date of Cluett’s 
invention) to make dress shirts by securing a linen bosom to 
the body of the shirt by a row of stitches passing through the 
edge of the bosom; also, it is admitted, it was matter of common 
experience to apply narrow bindings in various ways—in fact, 
to apply ‘folded bindings,’ that is, bindings with their edges 
turned in under the body of the binding—to the edges 
of various parts of different articles of wearing apparel, to 
conceal the raw edges from sight and protect them from being 
frayed out. .* * * * Dickies, also, had been made whose 
edges had been provided with a felded binding. Firemen’s 
shirts, also, had been made of flannel, on the bosom part of 
which an extra thickness, cut ‘out shield-shaped, had been 
secured by sewing through the edge.” And on page 465 of 
said brief he states, *‘ Cluett made use of an old device, it is 
true, to wit, a ‘folded binding,’ but he used it in new relations 
and for new purposes, and with the achievement of a new and 
valuable result. He employed this old device,a ‘folded 
binding’ as the means of combining a shirt bosom witha 
shirt body.” Here it may be asked to what new relations, 


_ purposes and valuable results does counsel refer, for it has 


been already shown, and he admits it was old, to bound 
bosoms or to attach bosoms to shirts by stitching, and cer- 
tainly if there were any valuable results they were not pro- 
duced by simply attaching the bosom to the shirt by means of 
stitching. 

All of the above is abundantly shown by the testimouy. 

Large quantities of shirts have been introduced by com- 
plainants; any quantity of patents taken before or after the 
one in suit have been piled into the case; numerous sample 
cards, volumes of testimony about Jeddo and Roman cord, 
and binders and sewing machines have been injected into the 
record for the evident purpose of befogging the issue. 

The patent is not for machinery, nor for a machine-made 
shirt, nor for the bosom alone nor any of the old elements 


mentioned in the patent alone ; it is for an old combination 
of old elements, if-for anything. 

The Nicoll patent of 1864 (p. 663) introduced by defend- 
ants, is worthy of the Court’s special attention, as it contains 
several, if not virtually all the elements of the patent in ques- 
tion. 

On page 8 of said patent, between lines 5 and 25, a method 
of pocketing the raw edges of fabrics is clearly explained. 

On page 6 of said patent, between lines 10 and 20, a ma- 
chine is described, the object of which is, “to insure a per- 
fectly true edge when stitching or hemming around a curved 
surface.” 

In the file wrapper of c omplainants’ patent on page 66L, the 
Patent Office Says: 

“Tt is but a common expedient to bind any part of a gar- 
ment, and it is not new to apply bosoms to the shirt body 
instead of inserting them therein.’ Complainants’ expert 
Benjamin (x-Q. 27, p. 24) admits that detached bosoms or 
dickies had been bound with a binding at the edge ofa 
bosom consisting of several plies and that the raw edges of 
such bosom had been included within a folded binding. 
| One of the most important, if not the most important 

admission made by complainants, and which in itself is suf- 
ficient to sustain the decree of the Court below, is to be found 
_ in the testimuxy of Robert Cluett, the alleged inventor of the 
- matter here in dispute, who admits (x-Q. 27, p. 223) that his 
Se firm as early as 1869 or 1870 manufactured and sold shield- 
sh detachable bosoms or dickies, the raw edges of which 
| d. been bound by a folded and stitched binding (see Com- 
ait ont v6 ’s ng Cluett bound bosom, E. 8S. B., special ex- 
| mber 16, 1886), and his brother J. W. Alfred 
0 one of the complainants herein, testified to the 
ect (x. . 33, p. 209), thus clearly showing that these 
e its. then selves about four years prior to ie: the 
the patent in question introduced and sold in 
8 for white shirts with a folded tading 
; of the bosom. 
be asked, did it require invention 


ae 


~ 


in the spring or summer of 1874 (that being the earliest date 
of the alleged invention as fixed by the inventor himself, 
Q. 13, p. 86) to stitch the Cluett Bound Bosom of 1869 or 
1870 or bound dickies “ to the shirt body by a separate line 
of stitching through such binding ” ? 


This alone, according to the argument of counsel for 
appellants, as hereinbefore quoted (p. 45), appears to be the 
important feature of the Cluett patent, and yet, as hereinbe- 
fore stated, he admits (p. 37) it was not new, in 1874, to make 
dress shirts by securing the bosom to the body of the shirt 
by a row of stitches. 

The opinion of the Court below is so complete on this 
point that it is unnecessary for the appellees to dwell farther 
thereon. It is one of those cases that comes within the pur- 
view of 


Phillips vs. Detroit City, 111 U.S., p. 604. 


where it was held “where no invention was required for the 
construction of the improvement deseribed in a patent, and it 
demanded only ordinary mechanical skill and judgment, and 
but a small degree of either, it is not patentable.”’ 


In the case of Gardner vs. Herz, 118 United States Re- 
ports, 180, held that a patent cannot be taken out for 
an article, old in purpose and shape and mode of use, 
when made for the first time out of an existing ma- 
terial, and with accompaniments before applied to such 
an article, merely because the idea has occurred that 
it would be a good thing to make the article out of 
that particular old material. 


And as was said by the Court below (p. 671), the record 
discloses less invention than was shown in any of the follow- 
ing cases : 

Pennsylvania Railroad Company vs. Locomotive Truck 
Company, 110 U.S., 490; Stimpson vs. Woodman, 10 Wallace, 
117; Stephenson vs. Brooklyn Railway Company, 114 U. 5S., 
149; Yale Lock Company vs. Greenleaf, 117 U. S., 554; 
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Thatcher Heating Company vs. Burtis, 39 O. G., 587; Estey 
vs. Burdett, 109 U. S., 633; Clark Pomace Holder Company 
U8. Pexguson, 119 U. S., 335; Phillips vs. Detroit, 111 U. 5., 
604; Gardner vs. Herz, 118 U. S., 180. 

All of the foregoing has been said without reference to the 
state of the art, as shown by defendants, and without refer- 
ence to the testimony of prior use. It represents the case 
solely with reference to complainants’ patent and their own 
testimony. 

In addition to this the defendants introduce the Nicoll 
English Patent No. 1,894 of 1846, p. 663, which relates to a 
“novel mode of finishing the edges of shirt collars and cuffs 
or wristbands and parts of garments and other articles which 
are suited to receive binding.”’ Upon examination of the 
method here described, we find that it describes a binding 
like that on the shirt body in Defendants’ Exhibit, Shirt No. 
“3,” except that the shirt body is not included within the 
folded binding. It is also like the binding at the edge of the 
bosom of Defendant's Exhibit “ A.” 


Counsel for appellants argues that the Court below, 
in its opinion, disregards all of defendants’ proof as to prior 
“use, except at Chatham, as unworthy of belief; but here he is 
- in error, for on p. 669 the Court says that “the greater part, 
however, may be laid aside.” 
It was clearly shown in the testimony of the defendants’ 
witnesses, exclusive of Ford, Clark & McClelland as to 
Shatham anticipation, that woolen shirts and laundried 
irts were made long before the Spring of 1874 with 
ms having a binding around the outer edge, which 


mplainants, and, therefore, the Court below on this 

bund (p. 670): “At the time the patentee produced 
atio in question, namely, in the Spring of 1874, 
gy textile fabrics for ornamentation, strength 
n was very old; shirt and shirt bosoms, and 
bindin z around their outer edges were not new; 
wit “bosoms bound and attached on one side 


— 
‘ 


alone, and on both sides the shirt body by a line of stitches 
either through or just inside the binding, and laundried 
shirts with ruffled or puffed bound bosoms were well known.” 
Thus it is evident that the Court below took cognizance of 
the testimony on behalf of defendants relating to woolen 
shirts and ruffled or puffed bosoms. 


il. 
The Cluett Patent. 


The application for this patent was filed August 10, 1874, 
and was granted November 17,1874. The earliest date of the 
alleged invention is placed by Mr. Robert Cluett in the spring 
or summer of 1874, as appears by his testimony. (Q. 13, p. 
86. ) 

The object of the alleged invention and its advantages 
are stated to be: 


Ist. To avoid folding in of, edges of the bosom and raw 
edges and loose threads thereof. 


2d. To stay the bosom and render it firmer in itself, and 
less likely to rumple or break. 


3d. To avoid wrinkling of the bosom by the uneveness or 
filling up of any one of the layers composing the bosom in 
any. part thereof. 


4th. And, as the patent says, “ each and all of these three 
features having reference to the preparatory stages of manu- 
facture, but to be completed in the bosom as attached to 
the shirt. 


The claims of the patent are as follows: 


First—In combination with a shirt body, a shirt bosom 
bound on the outer edge with a folded and stitched bind- 
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ing and attached to the shirt body by a separate line of 
stitching through such binding.”’ 


Second—The shirt bosom 8, composed of two or more 
thicknesses of cloth, B L, bound on the outer edge with the 
binding B, and secured to the shirt front F by the line of 
stitching O (p. 342). 

No broad construction can be given to this patent in view 
of the rejection, of the amendments, descriptions and claims ; 
for both the first and second claims are truly convertible 
and interchangeable, one meaning not more than the other, 
The application for the patent was examined by the Patent 
Office. and found wanting in patentable invention (p. 661) ; 
thereupon amendments were made in the specification after 

the rejection by the Patent Office (p. 661), and the amend- 
ment called B. reading that “The invention consists in the 
shirt bosom, or shirt and bosom so constructed, and not in 
the bosom alone,” shows clearly that no broad construc- 
tion can be considered. 

Counsel lays great stress on the fact that the Cluett 
patent covers laundried linen shirts, and that the Conger and 
Marr patents as also flannel and firemen shirts have no 
_ bearing, because they are not shirts to be laundried, but this 
_ argument is of no avail, if these patents and these woolen 
shirts anticipated the Cluett patent, and the Court below, as 
hereinbefore stated, found, as a matter of fact, that they were 
_ long in use prior to the Cluett patent. But the counsel does 

admit (p. 35) that Defendants’ Exhibit “Nicoll” of 1864, 
_ shows the use of a folded binding attached to articles or gar- 
ts by two rows of stitches. As this covers the Cluett 
im, counsel endeavors to overcome the obstacle by saying 
soll says nothing about dress shirts. 


fil. 
Proof of Infringement. 
(a) In the Claflin case. 


The construction shown in Defendants’ Exhibit Shirt No. 
1 is clearly an infringement if the patent is valid. 

Shirt No. 2 is not an infringement, for the very reason 
given by the expert (p. 18, Claflin case), because the line of 
stitching which secures the bosom to the shirt front is shown 
in this exhibit as within the line of stitching that secures the 
binding to the bosom, thereby differing in location from the 
line of stitching which secures the bosom, as shown in com- 
plainants’ patent, and because both claims of the patent re- 
quire this line of stitching to go through the binding. 

Defendants’ Exhibit, Shirt No. 3, is not an infringement, 
because a separate line of stitching does not secure a complete 
bound bosom to the shirt body; but the bosom and body are 
bound together by the binding in a way different from that 
shown. in the patent. 


(>) In the case against Mack. 


This is a shirt with a so-called reinforce piece, and it does 
not infringe the Cluett patent, for the reason that the rein- 
force is clearly not a part of the shirt, and that the second 
line of stitching does not pass through the binding of the shirt 
bosom, connecting this bosom with the shirt body. 


iv. 
Prior and Public Use of the Invention. 


Though the testimony given on behalf of the defendants 
is voluminous and shows that flannel and white shirts with 
bound bosoms were made and sold in the market long prior 
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to the application for the patent in question, yet the defend- 
ants deem it sufficient in this argument to confine themselves 
exclusively to 

Defendants’ Exhibit A. Defendants’ Exhibit Clark model, 
and Defendants’ Exhibit McClelland shirt. 

These three shirts show in combination with a shirt body, 
a shirt bound on the outer edge with a folded and stitched 
binding and attached to the shirt body by a separate line of 
stitching through said binding, being the claims of the Cluett 
patent in suit. 

According to the testimony on behalf of defendants and 
not contradicted, large numbers of this style of shirt, repre- 
sented by the three exhibits, were made and sold at Chatham 
Village, in this State, long prior to 1870, and probably as 
early as 1866, and almost continuously up to the date of this 
suit. 

One Hiram M. Ford kept a gentlemen’s furnishing goods 
store at Chatham between 1864 and March 1880. From about 
1868 until 1880 one Myron E. Clark was Mr. Ford’s clerk in 
this business, and from March, 1880, to March 1882, this Mr. 
Clark was a member of the firm of Clark & Smith, successors 
in business to Ford, and in 1882 Clark became the sole owner 
of this business. 

The testimony shows that Ford devised the sty le of shirt 
represented by Exhibit Clark model and the McClelland shirt, 
and he considered it an improvement upon the old style of 
shirts. The shirts made by Ford and Clark were of the exact 
shape of Exhibit A, that is, shield-shape. There were, how- 
ever, others of different shape, called coltin-shape, and some 

_ with a double curve on each edge and square across the bos- 
som, these various styles being represented in the sketches 
made by Olark and referred io in his testimony, page 547. 
| On @ of these bound bosoms made by Ford and Clark had 
ne row of double stitches on the binding, and some two. 
lark entered the employ of Mr. Ford when he was eighteen 
, but he says that Mr. Ford did all the cutting and 
% 3 ran the machine, and that he learned the 
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business from Ford. He also states (x-Q. 230, p. 560) that 
he had never seen a Cluett bound bosom shirt. 

On page 555, x-Q. 162, he said he made a portion of all 
shirts manufactured by Ford after 1869. On page 568, x-Q. 
321, he says : “ My experience as a shirtmaker is confined to 
the one little store, and I don’t think I have been in a shirt 
factory where shirts are made and cut in my life.” 


History of Eirh shpat ic A” 


Counsel has argued at great length in his brief that De- 
fendant’s Exhibits “ A” and McClelland shirt, although bound, 
did not contain the folded binding contained in the Cluett 
patent. This the defendants’ witnesses deny, yet it 1s imma- 
terial whether these shirts had the folded binding or not, for 
counsel admits in his brief, as hereinbefore stated (pp. 36 and 
37), that long prior to the Cluett patent bosoms were used 
with folded binding ;, but it is an evident fact that these Ex- 
hibits “A” and “ McClelland’s” shirt do show that the 
stitching of the bosom to the body of the shirt was through 
the binding, which undoubtedly appears to be the important 
claim of the Cluett patent made by the counsel for appellants 
in his brief (p. 45). 

He devotes from page 27 to page 33 of his brief eomment- 
ing upon the testimony of Judge MeClelland, assailing the 
same in minor details, but not in the salient and material 
parts. But of what avail can all this be when the Judge pro- 
duces on the trial, and offers in evidence, a shirt identically 
like the Cluett patent, which he swears positively, and with- 
out contradiction, was made for him prior to 1870 by Ford. 

Mr. Clark testified that Defendants’ Exhibit “A” was one 
of a number of shirts which had been inventoried to him by 
Ford, and had come to him from the firm of Clark & Smith, 
and at the request of defendant’s counsel, Mr. Clark produced 
the bundle from which Defendants’ Exhibit “A” was taken. 
He produced thirteen other shirts, five of them made by him, 
five of them by the firm of Smith & Clark, and one he thinks 
by Mr. Ford, eleven of them with binding and two without 
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binding. He states that Exhibit “A” was one of two shirts 
made for one J. H. Mambert; that Mambert called for it, and 
paid for the one and probably left the other; that it was the 
custom of their business at that time to put the name of the 
purchasing party upon the tab of each shirt. For that rea- 
son Exhibit ‘‘A” bears the name of Mambert; but he doesn’t 
claim to be very certain on this point. wie 

J. H. Mambert is called on behalf of complainants to con- 
tradict this, and states that it is true that he did buy two 
shirts from Ford, perhaps in 1877, perhaps in 1878, and pos- 
sibly in 1879, but says (Q. 29, p. 277) that he does not think 
that the two shirts he ordered were bound bosoms. He does 
not make a positive statement or contradiction of defendants’ 
witnesses. 

It is of importa. e in this connection to notice his testi- 
mony upon his cross-examination (pages 279, 280 and 281) in 
which he at first recklessly testifies that he had last seen the 
shirts about three or four years ago; finally it appears that 
he didn’t see them in seven or eight years, and that he didn’t 
know what became of them, and supposes they went into the 
rag bag. Moreover, he says that in the fall of 1879 he did go 
to Ford’s store, and talked about getting some more shirts of 
the kind that he had had. It would seem that Mr. Ford 
agreed to give him credit, and talked of taking his measure, 
but his measure had theretofore been taken. It may, there- 
fore, be true that he did get two shirts in 1877, and that these 
shirts were exactly like Exhibit “A,” notwithstanding his in- 
definite testimony. {t appears, however, that the conversa- 
' tion which he admits he had with Clark in 1879 was mizun- 

— ‘This man Mambert, after recklessly testifying that he re- 
mem from a superficial examination of the shirts at the 
1 me he received them, the construction of the shirts pur- 
hasec oon 1877, and that he did not think they had a binding, 
admits in the very last answer of his deposition 
12, p. 285) that it is almost impossible, after the 
out of the bosom, to tell whether oer not 


al 


a 
allel 


~< 


LS 


Though the counsel for appellants claims in his brief (p. 3) 
that defendants claim this shirt was made prior to Cluett 
patent, it must be remembered that defendants make no such 
claim. They only produce this exhibit for the purpose of 
showing that this was a shirt in an old bundle of which came 
to Clark from the time of Ford, and that it truly and fairly 
represented the style of shirt made as early as 1866, and cer- 
tainly prior to 1870, by Ford. 

It is true Ford demanded the payment of $1,000 for his 
testimony, but it will be seen from his examination that al- 
though subpoenaed by the defendants he was a hostile witness 
and was unwilling to give his testimony until compelled to do 
so by the Court. 

The defendants deny that they ever promised or agreed 
to pay him money in any wise; it cannot be said that the 
mere demand to pay for testifying is in itself sufficient to dis- 
credit his testimony especially when he is corroborated by 
Clark and McClelland, two disinterested witnesses, whose 
testimony is in no manner or form impeached or attacked. 

An expert giving testimony in a patent suit demands and 
receives compensation in very large amounts which are far in 
excess of witness fees; yet the testimony of experts is re- 
ceived by all Courts without regard to their fees, and their 
refusal to testify or demand for payment of these fees does 
not invalidate their testimony. 

Judge Hugh McClelland, who, at the time of testifying, 
was the County Judge of Columbia County, New York, 
testified that he had his office right opposite Ford’s store; 
that he was Surrogate of Columbia County in the years 
1868, 1869, 1870 and 1871; and that he has been County 
Judge of Columbia County since about 1878. 

He swears positively that between 1867 and 1870 he lived 
at Chatham, and that he knows that during this period he 
bought shirts like Exhibit “ A” from Ford, and he saw Clark 
working at the machines, and frequently noticed the binding, 
and that his order always consisted of six shirts; that prior 
to 1867 his family used to make the shirts at home for him, 
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and after 1870 he bought the shirts at Hudson and had his 
son-in-law buy them for him. 

The counsel for the appellants remarks in his brief (pp. 
16 and 18) that defendants’ witnesses failed to produce any of 
the original shirts made by Ford prior to 1874 for McClelland. 

The evidence shows counsel to be mistaken, for while = 
Judge McClelland was under examination as a witness, com - 
plainants’ counsel wrote him a letter requesting him to make 
search in order to find one of the shirts made by Ford prior 
to 1870 and (in answer to x-Q. 136, p. 590) he produced the 
remnants of an old shirt which he found in the garret of his 
house among some old rags, and which he particularly re- 
members that he bought from Ford between the years 1867 
and 1870 from the fact that there is a single stud hole in the 
bosom, he wearing at that time a stud with a screw as an 
ornament in his shirt bosom; which said shirt is the shirt 
marked MecClelland’s shirt, offered in evidence. 

Upon examining this (Mr. McClelland’s shirt) it will be 
found that a new lining, or back ply, was put behind the 
bosom after the shirt body had worn out; that the tab was 
turned inside, and that the bound bosom was probably applied 
to a new shirt body. : 

‘The counsel also comments on the fact that these wit- 
nesses cannot fix the date of the manufacture of the shirts, 
but in this he is in error, as they do fix the time as being 
prior to 1870, but are asked in x-Q. 209, p. 183, whether they 
- ean fix the date of the manufacture of a particular lot of 

bound shirts, to which they replied in the negative. The 
witness Ford fixes the date of the manufacture of ‘ag shirts 
il I be seen on pages 467, 468, 469, 472 and 47: 
bh e witness Clark fixes the date of the en as Sad 
be seen on pp. 543, 548 and 554; and the witness 
id, on pp. 575 and 576; in x-Q. 44, 579, ond x-Q. 


ourt below ieanbitted no error in snving 
; MoOlelland positively and with reiteration 
jught bound bosom shirts prior to 1870, and 
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gives facts and circumstances which render it quite improb- 
able that he is in the wrong. Tobe sure he is shown to be 
mistaken as to minor details in a few instances, but upon all 
material questions his testimony remains entirely unshaken, 
and when in connection with the evidence of Ford and Clark, 
it can hardly be said that there is a reasonable doubt remain- 
ing regarding the Chatham anticipation.” 

The counsel also states in his brief that these witnesses 
did not give any reason for fixing the date as being prior to 
1870, but the witness Clark remembers the occurrence from 
a fire which destroyed an entire street in Chatham, and Judge 
McClelland, from the fact that after 1870 he removed his 
office to Hudson, and that this, in connection with the fact 
that his salary was raised at this time enables him to remem- 
ber when he bought shirts at Ford's store, having his office 
prior to 1870 in Chatham. 

Comment is made in the appellants’ brief upon the fact 
that neither Ford or Clark produces any books; they testify, 
however, that they made diligent search but could not find 
any books pertaining tuo their respective business prior to 
1870; that when Ford sold out to Clark the books of his 
business were retained by Clark, and the mere inability to 
produce these books would not be sufficient ground to disre- 
gard the testimony of these witnesses when the same is not 
otherwise impeached or contradicted. 

It will readily be believed that in a small business as was 
conducted by these parties in a country village, books are 
not ordinarily kept and preserved in the same way that 
they would be in a large manufacturing establishment in the 
city. 

Counsel for appellants in his brief (pp. 23 and 27), states 
he does not want to impeach the honesty of the witnesses 
Clark and McClelland, and admits them to be men of probity 
with one breath, and immediately with the same breath states 
that their testimony is untrustworthy. 

He does not, in his testimony, endeavor to attack the 
character of these gentlemen, and it certainly cannot be 
presumed that he desires this Court to infer that Mr. MeClel- 
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land, who has held the positions of Surrogate and County 
Judge, would commit wilful or corrupt perjury. 

He also asks on page 32 of his brief why the criticisms of 
the Court below upon the general class of testimony does not 
apply to the deposition of the witness McClelland, and the 
answer to this can be found in the opinion of the Court below 
page 670, “Judge McClelland gives facts and circumstances 
which render it quite improbable that he is in the wrong.” 

The said argument as against the testimony of Ford, Clark 
and McClelland by said counsel is based, in a great measure, 
upon surmises and suppositions on the part of said counsel, 
but facts positively and sufficiently proven cannot be over- 
come in this manner; there must be positive testimony to 
contradict them or to show they are unworthy of belief in 
order to throw discredit upon their testimony, and it is an 
acknowledged fact that defendants show by the clear, unmis- 
takable and uncontradicted evidence of Ford, Clark and Me- 
Clelland, prior, undisturbed use in Chatham village from 
1868 to 1882. The production by McClelland, of the shirt 
made by Ford for him prior to 1870, is of itself without 
further evidence sufficient to establish prior anticipation, not- 
withstanding the six pages of comments by counsel on 
McClelland’s testimony. 


Vi. 
As to Complainant's Expert, Benjamin. 


To show how biased this expert is, it is only necessary to 
read his testimony on p. 17, in which he says that both claims 
are for an article of manufacture, “the shirt as a whole, com- 
prising a shirt body and a shirt bosom attached to said shirt 
_ body through the intermediation of a folded and stitched 
ng and one or more lines of stitching.” 
omparison with the first claim will show that this is 
ect, for he omits, first, that the bosom must be bound 
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on the outer edge ; and second, that-a separate line of stitches 
must go through a folded and stitched binding already on the 
bosom. 

The second claim he defines “‘ comprising a shirt body and 
a shirt bosom bound on the outer edge with a binding, and 
attached to said shirt body.” 

By referring to the second claim, we find that he has 
omitted the particular binding B and the separate line of 
stitching O. 


Vil, 
Defendants’ Expert. 


William E. Hagan, of Troy, has been an expert for the last 
twenty-five years, with special knowledge of the inventions 
affecting shirts, collars and cuffs. 

He points out that the Marr Patent (Defendant’s Exhibit, 
p. 510) illustrates and describes a bosom shirt as follows: 
“The edges of each fly and the bosom front may be bound 
with binding.” Q. 4, p. 630. 

He also shows that the specification of the Nicoll patent 
(Defendant’s Exhibits, p. 510), after describing a method of 
binding a garment, says: “a second line of stitches through 
the article, and through the underneath portion of the bind- 
ing which has been turned under, taking care that these 
stitches be as close as possible to the upper edge of the bind- 
ing without catching it.” Q. 5, p. 830. 


On p. 632, Q. 6, he thoroughly explains the various ex- 
hibits known as Defendants’ Exhibit “A,” Exhibit “ X,” Bor- 
chardt shirt, Exhibit “Y,” Borchardt shirt, Exhibits Isaac 
Wallach shirt No.1, and bosoms 1, 2 and 3. On p. 625 he 
calls attention to the distinction between raw and selvedge 
edges, which expert Benjamin had used as convertible terms. 


18 


On p. 637 he says: “On examining the drawings of the 
patent, I find that a binding is applied to the edges of the 
bosom, and this binding is shown as turned in upon its 
edges ; but there is nothing in the patent, as I read it, which 
states that this turned in condition of the binding edges is a 
necessity. 

In XA 41, in answer to the question “As a matter of fact, 
then, you do not find that there is no invention in the Cluett 
patent here in suit, do you?” 


Mr. Hagan says: 


“1 don’t pretend to discuss this question in its legal as- 
pects, but as I am asked a direct question as to matter of in- 
vention, I answer to the best of my understanding, that there 
is no invention in it. I can’t conceive that in adding a single 
row of stitching to a bound bosom, which is an old device to 
connect it to the body of a shirt, would call for the exercise 
of any inventive faculty whatever; that it would merely call 
into use the ordinary and simple experience of a needle- 
woman. A bosom having been bound before, as stated in 
some of the older patents to which I have formerly alluded, 
I can’t conceive that the taking of such a bound bosom and 
connecting it by a single row of stitches through the binding 
to the shirt would involve invention.” 


Vi. 
Comments. 


maplainants claim universal acquiescence on the part of 

@ pub ae 2 Pisebiona: rights. The defendants did not 
‘ie: ay Ford, nor Clark, nor Smith of Chatham, 
8 named is the firm of Hermann, Aukum 
id a Eee: to what amount the inventor, 
alc B not state, and as this is the only firm 
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who paid a license, this should carry little weight, for no 
doubt this firm considered it mure profitable and advan- 
tageous to pay a small license fee than involve themselves 
into a litigation to contest the validity of the patent, which 
would necessarily entail heavy expenses, large fees, loss of 
time, inconvenience and several years in the Courts. 
However such acquiescence might be material upon a motion 
for a preliminary injunction, it is of no consequeace upon the 
final hearing determining the rights of the.parties. 

Neither does the question that others, including one of 
the defendants, Hermann, received patents for imprevements 
in shirts from the Patent Office affect the issue. The opinion 
of these parties on this point can no more be binding upon 
them, or either of them, nor on the defendants herein, than 
the Patent Office’s opinion in granting a patent is binding 
upon the Court upon the question of invention. The claim 
that Cluetts owe their entire success to this patent is as ridic- 
uloas as a claim on the part of the defendants would have 
been that they owe their entire success to the fact that they 
did not own this patent. 

Now, when counsel admits, as he does, that shield shaped 
bosoms, folded bindings, bound bosoms, securing bosoms to 
the body of the shirt by a row of stitches (p. 37) are all old 
devices, how can he consistently argue (p. 52) that the Cluett 
improvement was not an obvious thing or could not be called 
a simple thing ; that it was needed for years; that it was not 
the outcome of the prior state of the art, but was the fruit- 
age of a careful study. 

With the state of the art as it existed and with the fore- 
going admissions of counsel, one may intelligently ask what 
is there in the whole of the Cluett patent that was not known 
and used years before the date of the patent, 
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Conclusion. 


In Dreyfus vs. Searle, 124 U.S., p. 60, it was held that 
letters patent for imparting aga to wines were void for want 
of patentable invention. 

In Munson vs. Mayor, 124 U.S., p. 601, letters for new 
and useful improvements in preserving, filing and canceling 
bonds were declared void for want of patentable novelty. 

In Forncrook vs. Root, 127 U.S., p. 176, it was held “that 
upon the evidence, the manufacture of honey frames by 
bending and uniting the ends of a blank consisting of a single 
piece as described in the patent was not at the date of the 
alleged invention a patentable novelty.” 

In Hendy vs. Golden State Works, 127 U.S., p. 370, it 
was held, that putting rollers under an article so as to 
‘make it movable when without the rollers it would not be 
movable does not involve the inventive faculty and is not 
patentable. 


In the cases of 


Holland vs. Shipley, 127 U. S., 396. 

Mosler Safe Company vs. Mosler Bahmann Co., 
127 U.S., p. 354. 

Crescent Co. vs. Goddfried, 128 U.S., p 158. 

Collins Co. vs. Coes, 130 U. S., p. 56. 

Brown vs. District of Columbia, 130 U. S., 87. 
Peters vs. Hanson, 129 U. S., p. 541. 

Pattee Plow Co. vs. Kingman, 129 U. S., p. 294. 

Peters vs. Active Mfg. Co., 130 U. S., p. 626. 

Marchand vs. Emken, 132 U. S., p. 195. 

Royer vs. Roth, Id., p. 201. 

St. Germain vs. Brunswick, 135 U. S., p. 227. 


1e@ bills were dismissed in the lower courts for want of 


pat mntab 6 novelty, and the judgments affirmed by this Court 
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person to be entitled to a patent must have invented or dis- 
covered some new and useful art; machine, manufacture or 
composition of matter, or some new or useful improvement 
thereof; and it is not enough that a thing is new, in the sense 
that in the shape or form in which it is produced it has not 
been known, and that it is useful, but it must amount to an 
invention or discovery, and in Aron vs. Manhattan R. R. Co., 
132 U.5S., p. 84, it was held if changes in old instrumentali- 
ties to adapt them to the use contemplated involved only the 
exercise of ordinary mechanical skill, they do not sanction a 
patent. : 

And the Court’s attention is directed to the recent deci- 
sions of this Court: 


Shenfield vs. Nashawannuck Co., decided No- 
vember 3, 1890; and 
French vs. Carter, decided November 24, 1890. 


in both of which cases the patents were declared void for 
want of invention. 


The decree of the Circuit Court ought to be affirmed with costs. 


Davip Tim, 
Counsel for Appellees, 
No. 280 Broadway, New York City. 


q TRANSCRIPT OF RECORD. 


SUPREME COURT OF THE UNITED STATES. 


OCTOBER TERM, 1557. 


ream enka gil 


ee ed 


THE ST. PAUL PLOW WORKS, PLAINTIFF IN ERROR, 
US. 


WILLIAM STARLING. 


IN ERROR TO THE CIRCUIT COURT OF THE UNITED STATES FOR 
THE DISTRICT OF MINNESOTA. 


— FILED FEBRUARY 20, 1888. 


é 
oo 


sie ae At at 


SUPREME COURT OF THE UNITED STATES. 


OCTOBER TERM, 1567. 


No. 1367. 


THE ST. PAUL PLOW WORKS, PLAINTIFF IN ERROR, 


US. 


WILLIAM STARLING. 


IN ERROR TO THE CIRCUIT COURT OF THE UNITED STATES FOR 


THE DISTRICT OF MINNESOTA. 


Caption 
Pe Oe MUNI in cd cidiad ede wee De ties dade ene « ottnn gnemen 
Exhibit ‘‘A’’—Deed between Wm. Starling and the St. Paul Plow 
ec nc aculasiaees 
I sii sscinety: cc tek jab tices: Meaniiy! A lala tiks leiden: celine wind’ ipen Maida senctal sent 
OO DOI cities sian cteipatain nccitinn’ aeumigs etatiiek cen itn semebitmanhtiitiaens: aiginaign 
Stipulation as to amendéd answer ....... 2... 22. 0-. . cetns none + coon 
IS CRIES Sin ids 0 tbs hind eh bas tines ~ ind ching eng ammiics 
SOURS cts. svicdinknwwinnaicheteteh anwkie adie <nph tind coenets aban hile Wee 
RE CIN WE sink kind iad np rnin nee wane des saws smn « snes 
EE III foe ints ehtss. can thin th 36 Gnmmnscha< tines mainitiote 
Ro iit chines wdbohdsesbaahd adbiaMoads qin uteche: tepesmpen wabiatinien maid 
Submission 
SU, tities Secneeeh een eect lee hite tie nin thd Suiee we oe eons. 2 
Order for judgment and staying same ...... .... --..... -......----- 
OE er MN: CI Catiiitie herein stints tbntien wenmns aa 00 ceedinn 
PuRenaien Of mete GOT MOU CHARI noc eects: oes « cee octwaone coven 
SN lr EEE TR UNE SII nisin: ceils stk sks vn oe cons case commen 
IN, cits ia mieaiahitnns tedintih sods uni ied decnnee wee eocmes 
ETRE: WE OE UNE obi cmnen. cp nwen tes agpare: saene ccce conues 
BOE: OWE OE GER E oaiid ccne ences cane Scdalasniiaidipandities ae ase ilgili we 
ETRE INRD (RODE dance nrc cncmne nea sees cane cies cance coce commen 
SOROS CORIO cits onte erent atime nne'imds sent eereee ewes sewers 


Original. 


Print. 


Jupp & Derweicer, Painters, WasHineton, Fesrvary 28, 1888. 


+ 


a: 2 


. Fae 
> - wae ee 
O° ea. 7 “sy oo — Hts “ ™ ~ i oe a dened “<n . ee nee sities — . “ . —— ie ie - 4 
SESE RELL OPS, IF OE RT eI AS ERM Mie eg oS ea ee 
# - 4 & * wt 4 ; “ : 


Ds le i in es Se ae eR phe gies. 2 ae g 
6 Be SY al eae 
+f SA TR in Rian dt BAS ck, PO al ip in as eee 
Es ee “atti OT ae ae See 
é i ie ES 


district, in the year of our Lord one thousand eight hundred and 
eighty-six and of our Independence the 111th year. 


at THE ST. PAUL PLOW WORKS VS. WILLIAM STARLING. ¥- 
1 United States Circuit Court, District of Minnesota. 
Pleas before the honorable the judges of the circuit court of the 
| United States of America for the district of Minnesota, for the 
December term of said court, held in the city of St. Paul, in said 


' WILLIAM STARLING, Plaintiff, 
7+ v8. 


St. Paut Prow Works, Defendant. 


| Be it remembered that on this 19th day of November, 1885, came 
the plaintiff above named, by Frackelton and Careins, his solicitors, 
and filed in the clerk’s office of said court his bill of complaint in 
the words and figures — follows, viz: 


| Bill of Complaint. 
| 2 Circuit Court of the United States for the District of Minnesota. 


WILLIAM STARLING, Plaintiff, 
v8. 
Sr. Paut Prow Works, Defendant. 


The complaint of the plaintiff above named in this action shows 
to this court and states— 
lst. That said plaintiff is a citizen and resident of the United 
States and of the State of Nebraska, residing at Belvidere therein ; 
that said defendant is a corporation duly organized, existing, and 
doing business under and by the laws of the State of Minnesota, at 
St. Paul, in said State. 
2nd. That said plaintiff, being a citizen of the United States and 
being the original and first inventor of a new and useful improve- 
meut in sulky plows, fully described in the letters patent issued to 
him therefor, as hereinafter stated, and which was not known or 
_used in this country and not patented or described in any printed 
publication in this or in any foreign country before his invention 
thereof, and was not in public use or on sale more than two years 
prior to his application for letters patent of the United States there- 
for; and, being a citizen of the United States and having made due 
application, did obtain letters patent therefor, issued in due form of 
law to him in the name of the United States of America and under 
the seal of the Patent Office of the United States, signed by the 
acting Secretary of the Interior and countersigned by the 
3 Commissioner of Patents, bearing date the 18th day of August, 
1874, and numbered 154,293, whereby was granted and se- — 
cured, according to law, to plaintiff, his heirs or assigns, for the 
I term of sal ~ pa years from said date, the exclusive right to make, 
1—1367 
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use, and vend the said invention throughout the United States and 
the territories thereof. 

ord. That thereafter defendant, being desirous of obtaining a 
license to manufacture and sell the said sulky plow, opened nego- 
-  tiations with plaintiff in that behalf, and that, on the 17th day of 
'. December, 1877, on good and sufficient consideration, plaintiff and 
: defendant executed, delivered, and entered into a contract in writ- 
ing, a copy of which is hereto attached, marked Exhibit “A,” and 
made a part of this complaint. | 

4th. That by said contract plaintiff granted to the defendant the 
right to make and sell the said sulky plow for and during the 
© then unexpired portion of said term of seventeen years in and 
| throughout the territory therein named; that defendant therein 
= and thereby agreed to manufacture the said sulky plow for and dur- 
e. gine whole of said unexpired term in said territory. 
>  . That defendant further agreed to so make said plows in a good 
» and workman-like manner, and to advertise and sell the same in 
| said territory for and during the whole of said unexpired term, and 
-* in the usual manner so both to advertise and sell the same, and to 
§* render an account to plaintiff on the first day of January and July 
33 of eath year during said unexpired term of all said plows sold 
B64 prior to said dates on which royalty, as hereinafter stated, had 
¢ not been paid. 
'_ And to pay to plaintiff a royalty of two and fifty one-hundredths 

dollars for each and every one of said plows sold by defendant, said 
royalty to be paid on the first day.of January and July of each year 
pon all said plows sold by defendant prior thereto on which said 
byalty had not been paid; and said defendant agreed in and by 
id contract to do other matters and things as in said contract con- 


‘6th. That defendant has failed to do and perform the things so 
treed by it to be performed, to wit, that defendant has recently de- 
sisted entirely from making and selling said plows; that defendant 
$ at all times failed to make said plows in a good and workman- 
‘ke manner; that defendant has failed to advertise the same in the 
“usual manner or in any manner whatsoever; that defendant has 


eee 0 sell said plows in the usual manner; that defendant has 
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ed to render an account to plaintiff of all the plows made by de- 
ant, as agreed in said contract; that defendant has never ren- 
said contract, tle first thereof being in the month of July, 
‘the last thereof in the month of January, 1879, and has 

© reported in said accounts te plaintiff. 
Gefendant has made and sold great numbers of said 

—_—"* a ae 

} required by said contract, nor any sum whatever, 
‘the sulky plows made by defendant under 


‘bu } two accounts to plaintiff of plows made by defendant 
id nla royalty as agreed in said contract, except on 

r the date of said contract, for which defend- 

iver accounted to plaintiff nor paid to plaintiff the 


ade and oid under the name of “Starling 
dreonanee ie said plow so patented was 
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known prior to and at the date of said contract, and the greater por- 
tion whereof were so made and sold under the name of “ Star sulky 
plow,” with slight and immaterial modifications of construction 
from that of the said Starling sulky plow, but which embodied and 
were in truth and fact plaintiff’s said plow, the making and selling 
whereof were so licensed to defendant as aforesaid, defendant falsely 
alleging the same not to be plaintiff’s said plow for the purpose of 
cheating and defrauding plaintiff of his said royalty; and other 
acts and things defendant has done and suffered contrary to the said 
contract, 

6th. That by the acts and omissions of defendant and things afore- 
“90m plaintiff has been damaged in the sum of ten thousand dol- 
ars. 

Wherefore plaintiff demands judgment against said defendant for 
the sum of ten thousand dollars ($10,000) damages and for plain- 
tiff’s costs and disbursements in this behalf sustained, and for such 
other and further relief as plaintiff may be entitled to. 

FRACKELTON & CAREINS, 
Attorneys for Plaintiff, Minneapolis, Minn. 


6 Exuisit “ A.” 


This indenture, made on this 17th day of December, A. D. 1877, 
between Wm. Starling, of the town of Princeton, Bureau Co., Illi- 
nois, of the first part, and the St. Paul- Plow Works, of St. Paul, 
Minnesota, of the second part, witnesseth: 

That the party of the first part does hereby grant to the party of 
the second part the right to make and sell the Starling sulky plow 
under patent number 154,293, dated August 18th, 1874, in the fol- 
lowing territory, viz: Wisconsin, Minnesota, Dakota, and all that 
part of Iowa north of the Northwestern railway and all that terri- 
tory west and north of above-described territory. In consideration 
of the above grant the party of the second part agrees to make said 
sulky plows in a good and workman-like manner and advertise and 
sell them in the usual manner and ata price not to exceed the usual 
price of this class of implements sold by other manufacturers, and 
render an account on the first day of January and July of each year 
of all plows sold prior to those dates on which the royalty bas not 
been paid, and pay to the party of the first part, his heirs or assigns, 
two and fifty one-hundredths dollars for each and every plow sold, 
said rovalty for spring sales to be paid July Ist, and for fall sales 
Jan. lst of each year. 

The party of the first part also granted to the party of the second 
part the right to make and sell the improvement in whiffletrees under 
patent 151,804, in consideration of which the party of the second 

part agrees to pay the party of the first part, at the time of 
7 the payment of the royalty for the sulky plows and in the 

same manner, the sum of one cent for every pound of said 
iron used or sold. 
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In witness whereof the said parties have hereto affixed their sig- 
natures the day and year above written. 
| ST. PAUL PLOW WORKS, 
P’r H. E. MANN, Sec’y & Treas. 
WILLIAM STARLING. 
Witness : 
JAS. J. PAYNE. 


STaTE oF MINNESOTA, 
County of masts 


Charles 8. Careins came before me personally, and. being duly 
_ sworn, doth say he is one of the said plaintiff’s attorneys in the 
|  above-entitled action; that the foregoing pleading is true, to the 
best of his knowledge, information, and belief, and that the reason 
why this affidavit of verification is not made by said plaintiff, Wm. 
Btarling, is that said plaintiff Starling is absent from the county of 
— Hennepin, State of Minnesota, wherein resides affiant, one of said 
'  plaintiff’s attorneys. 
_. And further saith not. 


? 


\ 


——_——_ Serer Se ES aes, 


CHARLES 8. CAREINS. 


© Subscribed and sworn to before me on this 19th day of November, ; 
A. D. 1885. | 
[SEAL OF N. P. | JOHN F. BYERS, a 
2 Notary Public, Hennepin Co., Minn. _ 


Endorsed: Filed Nov. 19,1885. Oscar B. Hillis, clerk. 


’ 


8 And on the same day, to wit, Nov. 19th, 1885, a summons 
2 was issued out of this court; which said summons and mar- 
_ shal’s return of service attached thereto are in the words and figures 
following, viz: 


Summons & Marshal's Return of Service. 


Unrrep Srates or AMERICA, 
State of Minnesota, ves 


In the Circuit Court of the United States for the District of | 
Ase: Minnesota. ~ 
WILLIAM SraRr ina, Plaintiff, ; 
v8. ' 
Sr. Paut Prow Works, Defendant. 
: Snmmons. 


den -o _the United States of America to the defendant 


| ee 


ar ' . pned and required to answer the complaint 
) been filed in the office of the clerk of this 


N 
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court, in Saint Paul, county of Ramsey and State of Minnesota, and 
file your answer in said clerk’s office within twenty days after the 
service hereof, excluding the day of such service; and if you fail 
tv answer the complaint as aforesaid the plaintiff will have the 
amount he is entitled to recover ascertained by the court or under 
its direction and take judgment against you for the amount so as- 
certained to be due, besides the costs and disbursements of this 
action. 

For the marshal of the district of Minnesota to execute. 

Witness the Honorable Morrison R. Waite, Chief Justice of 
9 the Supreme Court of the United States of America, the 19th 
day of November, 1885. 

Issued at my office, in the city of St. Paul, under the seal of said 

circuit court, the day and year last aforesaid. 


[SEAL U. 8. €. C.] . OSCAR B. HILLIS, Clerk. 


FRACKELTON & CAREINS, 
Plaintiff’s Attorneys. 


Endorsed: Filed Nov. 20th, 1885. Osear B. Hillis, clerk, by L. 
P. Richardson, deputy. 


Marshal’s Return of Service. 


Unitep Srates or AMERICA, aad 
District of Minnesota, 


I hereby certify that I have served the annexed summons on the 
herein-named defendant, St. Paul Plow Works, personally by hand- 
ing to and leaving with C. Lunn, president of said St. Paul Plow 
Works, a true copy thereof at St. Paul, in said district, on the 20th 


day of November, 1885. , 
H. R. DENNY, U. S. Marshal, 
A. B. BRACKETT, Deputy. 
Marshal’s fees, $3.70. 


10 And afterwards, to wit,on the 27th day of November, 1886, 

the following stipulation concerning the filing of an amended 
answer was filed in this cause, said stipulation being in the words 
and figures following: 


Stipulation. 
11 United States Circuit Court, District of Minnesota. 


WILLIAM STARLING vs. St. Paut Plow Works. 


It is hereby stipulated by and between the parties to this action 
that the amended answer of the defendant, dated July 2nd, 1886, 
may be filed in that case with the clerk of this court, and from 
henceforth shall stand as the defendant’s answer herein, upon which 
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this case shall proceed as though said amended answer had been 
filed as the original answer herein. _ 
FRACKELTON & CAREINS, 
: Plaintiff’s Attorneys. 
JOHN B. anp W. H. SANBORN, 

: Defendant's Attorneys. 


Endorsed : Filed November 27, 1886. Oscar B. Hillis, clerk. 


12 And on the same day, to wit, the 27th day of November, 
1886, an amended answer was filed in this cause; which said 
answer is in the words and figures following: 


Amended Answer. 


13 Circuit Court United States, Eighth Circuit, District of 
Minnesota. | 


WiLuiaM Staring, Plaintiff, 
a Sr. Paut Prow Works, Defendant. 


And now comes the defendant, and for an amended answer to the 
complaint in the above-entitled action— 

Ist. It admits that said defendant is a corporation duly organized, 
existing, and doing business under and by virtue of the laws of the 
State of Minnesota, at St. Paul, in said State. : 
2nd. The defendant denies that the said plaintiff was the original 
or first inventor of any new or useful improvement in sulky plows 
as fully or otherwise described in the letters patent issued to him 
therefor or otherwise, and avers that such alleged improvement was 
known in this country and patented and described in printed pub- 
lications in this and foreign countries before his pretended invention 
thereof, and avers that said alleged improvement was well known 
and had long since been in use in this country before the plaintiff’s 
said pretended invention thereof, and had been in public use and 
on sale more than two years prior to the plaintiff’s application for 
letters patent to the United States therefor, and that said pretended 
letters patent are void in law, and give neither the plaintiff nor his 
assigns any monopoly in the manufacture of said sulky plows, and 
axnies that the said letters patent secured to the plaintiff, his heirs 
or assigns, for the term of seventeen years or any other time 

14 __—swthee exclusive right or any right which they did not before 
ee have to make or use or vend the said invention throughout 

the United States or its territories or elsewhere, and it avers that 
said pretended improvement was utterly useless and without value. 
And it avers that the alleged improvement of the plaintiff in his 
——— letters patent referred to had, prior to the date of his pre- 
_ tended letters patent, been described in and patented to the various 
 patentees below named by letters patent of the United States num- 

red and dated as below stated, to wit: 

Letter: a 116,956, dated July 11, 1871, to W. Hay 


$-——-<«-+--—- ~~ 
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Letters patent number 120,560, dated October 31, 1871, to Warrel 
& Ryerson. — 

Letters patent number 123,505, dated February 6, 1872, to C. N. 
Owen. 

Letters patent number 132,772, dated November 5, 1872, to C. N. 
Owen. 

Letters patent number 134,121, dated December 17, 1872, to J. 
Warrell. 

Letters patent number 143,147, dated September 23, 1872, to J. D. 
Harrison. : 

And in various other letters patent, which this defendant cannot 
now name, but which it asks leave to present and prove when dis- 
covered. 

3rd. The defendant admits that the agreement marked Exhibit 
“A” and made part of the plaintiff’s complaint was made and exe- 

cuted and entered into between the plaintiff and defendant 


15 on or about the 17th day of December, 1877, and avers that 


the plaintiff, to induce the defendant to make and enter into 
the same, represented and stated to the defendant that the alleged 
improvement described in said letters patent was novel and was his 
invention, and that it was of great utility and was popular with and 
salable to the agriculturalists of the Northwest, and that the same 
could be made and sold in the usual course of business in great num- 
bers and ata great profit in the territory mentioned in said agree- 
ment, and that said letters patent gave the plaintiff a monopoly in 
the manufacture and sale thereof, all of which statements were false 
and fraudulent and the plaintiff well knew them so to be; but this 
defendant was ignorant regarding the matters so stated and believed 
them to be true, and was thereby induced to and did make said ¢on- 
tract in reliance upon said statements and representations, which it 
would never have done had it not been for the same, and it avers 
that said contract was in all things fraudulent and void. 
4th. It denies that by said contract plaintiff granted to defendant 
the right to make and sell said sulky plow for and during the un- 
expired = of said term of 17 years in the territory named or 
for any definite time. It denies that it hereby or therein agreed to 
manufacture the said sulky plow for or during the whole of said 
unexpired term in said territory or during any definite time or term 
or any other time or term that such time or term as this defendant 
should find it practicable, possible, and profitable to so manufacture 
and sell the same or for any time or term whatever. 
16 It denies that by said contract or otherwise it ever agreed 
to make said plows in a good and workman-like manner, or to 
advertise or sell any of the same in the usual manner or otherwise, 
or to render an account on the first day of January or July of each 
year, or to pay royalty on plows so manufactured, or to do anything 
for the unexpired portion of said term or for any other time or term 
than that above stated, and denies that said contract contained any 
other terms or contracts than those above admitted, and avers that 
the only contract effected between the parties was that the defendant 
should manufacture and sell some sulky plows according to the plan 
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of said plaintiff’s patent in a good and workman-like manner, and 
advertise and sell the same in the usual manner and at usual prices, 
and render an account on the Ist day of J anuary and July of each 
ie of all plows sold * selerata to those dates on which the royalty 

ad not been paid, and to pay the plaintiff two and fifty one-hun- 
dredths dollars for every such plow sold by defendant, and that the 
plaintiff granted the defendant the right, which was not an exclu- 
sive right, in any part of said territory to manufacture and sell the 
plows described in said patent. 

It denies that said contract contained any other or different pro- 
visions or any provisions binding the defendant to manufacture or 
sell said plow for any definite time or in any manner, number, or 
amount whatever. 

5th. And this defendant avers that it has fully kept and performed 
all the provisions and terms of said contract by it to be kept and 
performed ; that it has made said plows in a good and workman-like 

manner ; that it has advertised the same in the usual manner ; 


manner and at the prices stipulated in said Exhibit “A ;” that 


and has fully paid the plaintiff the royalty provided for in said 
agreement on every plow made and sold by it under said agreement 
or under said plaintiff’s patent. 

And the defendant denies that it has made or solda great number 
or any number of said sulky plows since the date of said contract for 
which it has not accounted to the plaintiff and for which it has not 
paid to “pat the royalty therefor, as required by said contract, 
- wnder the name of Starling sulky plow or any name whatever. 

- The defendant admits that it has made and sold a sulky plow, 
under the name of the Star sulky plow, manufactured in accord- 
ance with the method described in patent 225,207, dated on the 9th 
* ay of March, 1880, issued by the Commissioner of Patents to one 
Louis Berithiaume in due form of law, and avers that the said Star 
_ sulky plow is constructed upon an entirely different principle from 
that described and covered by the pretended invention of and pat- 
‘ent to the plaintiff, and which the defendant manufactured under a 
icense from the said Berthiaume, patentee, or as his assignee, for 
| eo of meeting the demands of the trade and avoiding 
toss that it must necessarily incur by continuing to manufacture 
the plaintiff's license, for the reason that no plows so manu- 
ed or co! could be sold after the year 1878, and it de- 
mies that it ever manufactured or sold said Star sulky plows 
did any other act or thing for the purpose of cheating or 
defrauding the plaintiff. 
er answering, this defendant avers that it made extraor- 
ts to introduce and sell in the territory named in said 
hid sulky plow referred to in plaintiff’s patent and in 
id: did sell a few thereof, for which it accounted and 
eyalty, but that most of the plowsso sold were 
jpehasers as worthless, and as soon as they had 
id by the farmers and dealers they became ut- 
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17 that it has sold all said plows that could be sold in the usual) | 


it has rendered account of every such plow made and sold by it,. 
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wes. pana pre and this defendant could not sell or dispose of them 
at all. 

That, in fact, said plows, when constructed according to said pat- 
ent, were utterly useless, worthless, and unsalable, and they could 
not be used, sold, or disposed of in said territory at all after their 
character became known, and this defendant avers that it did not 
desist from the manufacture and sale of said plows until it had 
made every effort to sell the same and the above facts had been con- 
clusively demonstrated by actual trial. 

6th. The defendant denies that by reason of any of its acts or 
omissions or things alleged in said complaint of the plaintiff that 
said plaintiff has been damaged in the sum of $10,000.00 or any 
sum or amount whatever. ; 

7th. For a further answer to the plaintiff’s said complaint the de- 
fendant avers that heretofore, on or about the 5th day of December, 
1878, the defendant corporation gave to the plaintiff due written 
notice that the construction of said sulky plow under plaintiff’s 
pretended patent was unsatisfactory and useless, and that a large 

proportion of those manufactured and sold had been returned 
19 tu the defendant as unserviceable, and that after the best efforts 

of the defendant to manufacture, sell, and introduce said plows 
it was impossible to dispose of the same at any price, and that said 
defendant was unable to use the castings for said plows which it had 
on hand prepared for their manufacture, and offered said plaintiff a 
large commission to dispose of the same, and at the same time gave 
the plaintiff due and proper notice that said defendant corporation 
would thereafter manufacture a sulky plow of its own design and 
renounce its license and all claim of right to construct plows in ac- 
cordance with the pretended invention and patent of said plaintiff, 
and would construct and sell no more, and since that date has not 
manufactured, constructed, or sold any plows under said license or 
in accordance with the design and alleged invention of the plaintiff. 
Wherefore the defendant prays that the plaintiff take nothing by 
this action and for its costs and disbursements herein. 


Dated July 2nd, 1886. 
JOHN B. & W. H. SANBORN, 
Defendant's Attorneys. 


Endorsed : “ Filed Noy. 27th, 1886. Oscar B. Hillis, clerk.” 
20 Reply. 
Cireuit Court of the United States for the District of Minnesota. 


WiILLi1AM STARLING, Plaintiff, 
v8. 
Sr. Paut Prow Works, Defendant. 


The reply of the plaintiff above named to the answer of the de- 

fendant above named in this action shows to the court and states— 

That plaintiff denies each and every allegation and every part 

thereof in the said answer contained, except as herein ryan a 

mitted, ‘ere or qualified and except as alleged in said complaint. 
1367 
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That plaintiff admits that, in course of the correspondence be- 
tween plaintiff and defendant relative to the said contract, at about 
the month of December, 1878, plaintiff received letters of defendant 
wherein defendant stated that it had decided not to continue manu- 
facturing plaintiff’s said plow, but denies that the reasons therefor in 
the said letters as well as those mentioned in the said answer are true, 
and denies that the same was due and proper notice and of any force 
and effect whatever, and alleges that any difficulty of defendant to 
sell and to introduce the plaintiff’s said plow arose wholly from de- 
fendant’s failure to perform the conditions of the said contract as in 
said complaint mentioned. 

Wherefore plaintiff, reaffirming his said complaint, asks judgment 
as in said complaint prayed for. : 

FRACKELTON & CAREINS, 
21 Attorneys for Plaintiff, Minneapolis, Minn. 


StTaTE OF MINNESOTA, ; ain 
County of Hennepin, 


Charles S. Careins came before me personally, and, being duly 
sworn, doth say he is one of the plaintiff’s — in the above-entitled 
action ; that the foregoing pleading is true, to the best of his know!l- 
edge, information, and belief, and that the reason why this affidavit 
of verification is not made by said plaintiff is that said plaintiff is 
absent from the county of Hennepin and State of Minnesota, wherein 
resides affiant, one of said plaintiff’s attorneys. 

And further saith not. 

CHARLES 8. CAREINS. 


Subscribed and sworn to before me on this 27th day of January, 
A. D. 1886. 
[NOTARIAL SEAL. WAYLAND B. AUGER, 
Notary Public, County of Hennepin, State of Minnesota. 


Endorsed : “ Filed Jan. 8, 1886. Oscar B. Hillis, clerk.” 


22 And afterwards, to wit, on the 19th day of January, A. D. 
1887, the following waiver of jury trial was filed in this 
cause, viz: 
Waiver of Jury Trial. 


23 United States Circuit Court, District of Minnesota. 
: WiLxraM StraRine, Plaintiff, 


v8. 
St. Pau, Prow Works, Defendant. 


In the above-entitled cause trial by jury is hereby waived and the 
same may be tried by the court. 
Dated January 17th, 1887. 
ie aa FRACKELTON & CAREINS, 
oa | Attorneys for Plaintiff. 
Ay JOHN B. & W. H. SANBORN, 
Attorneys for Defendant. 


in. 19,1887. Oscar B. Hillis, clerk. 
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24 And afterwards, to wit, on the 19th day of Jan., 1887, the 
following proceedings were had and entered of record in Term 
Minutes G, page 435: 


Term Minutes. 
December Term, A. D. 1886, January 19th, 1887. 


WILLIAM STARLING vs. St. Paut Plow Works. 


This day come the parties herein, the plaintiff by his attorneys, 
Frackelton & Careins, and the defendant, by its attorney, W. H. San- 
born, Esq.; thereupon said parties, by their said attorneys, file a 
stipulation waiving jury trial; thereupon the same is tried by the 
court as follows, to wit: 

Mr. Careins opens the case for the plaintiff. 

Documentary testimony offered in evidence on behalf of plaintiff. 

Henry Berthiaume, Louis Berthiaume, Frank Varner, John H. 
Harris, and Osmon Lunn respectfully sworn and examined for 
plaintiff. 

And the trial of said cause not being concluded at the hour of ad- 
journment, it is ordered that further proceedings herein be, and they 
are hereby, postponed until to-morrow morning at 10 o’clock. 


25 And afterwards, to wit, on the 20th day of Jan., 1887, the 
following further proceedings were had and entered of record 
in the words and figures as follows: 


Term Minutes. 
December Term, A. D. 1886, January 20th, 1887. 


WILLIAM STARLING vs. SAINT Paut Ptow Works. 


This day again come the parties, by their respective attorneys ; 
thereupon the trial of said cause is proceeded with as follows, to wit: 

Osmon Lunn recalled and examined on behalf of plaintiff. Ed- 
ward H. Mann, A. C. Baker, H. C. De Jonker, William Starling, and 
P. H. Gunckel respectfully sworn and examined for plaintiff. 

And here the plaintiff rests. 

Edward H. Mann recalled and examined for defendant. 

And the trial of said cause not being concluded at the hour of ad- 
journment, it is ordered that further proceedings herein be, and they 
are hereby, postponed until to-morrow morning at 10 o'clock. 


26 And afterwards, to wit, on the 21st day of January, A. D. 

1887, the following further proceedings were had and entered 
of record in Term Minutes G, page 439, in the words and figures 
following : 
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Term Minutes. 
December Term, A. D. 1886, January 21st, 1887. 


WILLIAM STARLING, Plaintiff, 
v8. 
St. Paut Prow Works, Defendant. 


This day again come the parties herein, by their respective attor- 
neys, and the jury sworn to try this cause; thereupon the further 
trial of said cause is proceeded with as follows, to wit: 


Alex. Wall, J. H. Burwell, William B. Dean, L. D. Wilkes, W. M- 
Bushnell, George F. Brakes, P. S. Carter, and George A. Carter, re- 
spectively, sworn and examined for the defendant. 

H. R. Bartlett, by agreement of attorneys, is sworn and examined 
for plaintiff. 

James Vandergrift sworn and examined for defendant. 

Henry Berthiaume and C. N. Woodward recalled and examined 
for defendant. 

And the trial of said cause not being concluded at the hour of ad- 
journment, it is ordered that further proceedings herein be, and they 
are hereby, postponed until to-morrow morning at 10 o’clock. 


27 And afterwards, to wit, on the 22nd day of January, 1887, 
the following further proceedings were had and entered of 
record in said cause in Term Minutes G, page 440, in the words and 
figures following: 
Term Minutes. 


December Term, A. D. 1886, January 22nd, 1887. 


WILLIAM STARLING, Plaintiff, 
v8. 
Saint Paut Prow Works, Defendant. 


This day again come the parties herein, by their respective attor- 
neys; thereupon the further trial of the same is proceeded with as 
follows to wit: © 

C. N. Woodward is further examined for defendant. 

H. Houpt, Jr., sworn and examined for defendant. 

John H. Harris, George A. Carter, Osmon Lunn, respectively, 
recalled and examined for defendant. 

And here the defendant rests. 

And the trial of said cause not being concluded at the hour of 
adjournment, it is ordered that further proceedings herein be, and 
they are hereby, postponed until Monday morning at 10 o’clock. 


a 


a 
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28 And afterwards, to wit, on the 24th day of Jan., 1887, the 
following further proceedings were had and entered of record 
in Term Minutes G, page 441, in the words and figures following, 
viz: 
Term Minutes. 


December Term, A. D. 1886, January. 25th, 1887. 


WILLIAM STARLING, Plaintiff, 
v8. 
Sr. Paut PLow Works, Defendant. 


This day again come the parties herein, by their respective attor- 
neys; thereupon the further trial of the same is proceeded with as 
follows: : 

W. H. Fuller sworn and examined for plaintiff; deposition of 
Robert R. McCollough read in evidence for plaintiff; Patrick 
Gunckel recalled and examined for plaintiff; Edward H. Mann, 
same; F. E. Stocking sworn and examined for plaintiff; William 
Starling recalled and examined on his own behalf. 

And the trial of said cause not being concluded at the hour of 
adjournment, it is ordered that further proceedings herein be, and 
they are hereby, postponed until to-morrow morning at 10 o’clock. 


29 And afterwards, to wit, on the 25th day of Jan., 1887, the 
following further proceedings were had and entered of record 
in Term Minutes G, page 443, in the words and figures following : 


Term Minutes. 
December Term, A. D. 1886, Jan. 25th, 1887. 
WILLIAM STARLING vs. St. PAut Plow Works. 


This day again come the parties herein, by their respective attor- 
neys; thereupon the further trial of said cause is proceeded with as 
follows, to wit: 

William Starling further examined on his own behalf; Jacob 
Christman sworn and examined for plaintiff. 

And here the plaintiff rests. 

Thereupon W. H. Sanborn sums up for defendant; C. 8S. Careins 
sums up for plaintiff. 

And said cause is duly submitted and by the court taken under 
advisement. | 
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1887, an opinion was filed in this cause; which said opinion 
and order pursuant thereto are in the words and figures following, 
Viz: 


ol Opinion. 


United States Circuit Court, District of Minnesota, February, 1887. 


WILLIAM STARLING, Plaintiff, 
v8. 
Tue St. Paut Plow Works, Defendant. 


Frackelton & Careins, attorneys for plaintiff; J. B. € W. H. San- 
born, attorneys for defendant. 


NELSON, J.: 

This is a suit for a breach of contract. The plaintiff is a citizen 
of Nebraska, and the defendant of the State of Minnesota. The de- 
fendant is a naked licensee of a patent, No. aa dated August 
18, 1874, under a contract executed December 17, 1877, by w hich it 
is permitted to manufacture and sell the Starling sulky plow in the 
following territory, viz.,“ Wisconsin, Minnesota, and Dakota, and 
all that part of Iowa north of the Northwestern railway, and all 
that territory west and north of the above-described territory.” A 
royalty of $2.40 per plow was exacted to be paid on accounts ren- 
dered July Ist and January Ist of each year. After the defendant 
had manufactured and sold between thirty-five and forty plows under 
the license, and onor about December 5th, 1878, written notice was 
given the plaintiff that the construction of the sulky plow was un- 
satisfactory and useless, and many had been returned as unservice- 
able, and that the defendant would thereafter mauufacture a sulky 
plow of its own design, and renounced its license. ‘The defendant, 

after the notice, rendered an account up to Jan. Ist, and since 

32 then has manufactured about 960 plows called Star plow, de- 

signed by Berthiaume, and about 350 plows called the Harris 

low. The plaintiff insists upon a breach of the contract of license. 

ssues are joined under the pleadings and, a jury being waived, the 
case is tried by the court. 


Starling Invention, Authorized to be Manufactured and Sold by the De- 
fendant. 


In this, the plaintiff’s, invention there is a crooked axle and a 
cr . bent twice at right angles, passing through a box bolted 
0 the plow beam, toward the rear. The end of this bar nearest to 
the aaraver's seat or right wheel of the sulky rides upon the inner end 

f he journal of thiswheel. The lower end of a spring lever, which 
‘pro, ets upward along a curved bar on the right side of the driver’ s 
‘ oie connected ewpdlly with this end of the crank bar. The 


30 And afterwards, to wit, on the 8th day of February, A. D. 
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curved bar, with notches on the outer side to receive this upright 
lever, is attached. to the axle and part of a brace running from the 
axle to the tongue,and thus the crank bar, bolted to the plow beam, 
an be held in any position to which the lever is adjusted. The 
plow is thus locked either in the ground at any desired depth or up 
at any desired height, and, in practical operation, when raising the 
plow up the point comes out of theground first. ‘To the front of the 
plow beam is attached a jointed or hinged foot lever, composed of a 
vertical bar, the upper end of which is jointed to a lever, upon which 
the foot of the driver may be placed, and the lower end is pivoted 
to the brace above mentioned, running from the axle to the 
33 tongue, and also to the plow beam. A stop is fixed at the 
rear part of the tongue, so that when the foot-lever is raised 
the rear end strikes against it. ‘The driver can also lock the forward 
end of the plow beam down by this lever. The manner in which 
the crank bar rides on the inner end of the journal and the lever is 
attached is distinctly pointed out in his drawing, figures three and 
four. “ The first claim is for the combination of the crank-bar lever, 
plow beam, and axlé for the purposes set forth, so as to enable the 
horses to pull the plow out of the ground.” ‘This is done by the ad- 
justment of the fever in the notches of the curved bar. “ The second 
claim is for acombination of the foot lever and stop with brace, tongue, 
and beam, as shown and described” in the specifications of the patent. 
lst. I find that the defendant could not, without the consent of 
the plaintiff, terminate the rights conferred by the license, and there 
being no limitation on its face, the license continued until the ex- 
piration of the present letters patent. 
2nd. The Starling plow is of utility and an operating machine, 
although it might work better in some soils than in others. 
3rd. I find that the first claim of the plaintiff is manifestly in- 
fringed in the Berthiaume and Harris plows, so designated, and the 
mechanisin used is only such mechanical change as increases the 
power of the lever from a single to a compound action, reversing 
its movement from a lever moving forward to one pulled towards 
the driver. In the Berthiaume plow a perforated segment 
o4 and a spring dog are used, in connection with which the lever 
operates to raise and lower the plow and beam, which are 
mechanical changes and equivalents only. In the Harris plow sub- 
stantially the same device is used, while in the Berthiaume plow the 
device used for depressing the plow beam in front is unlike Star- 
ling’s. The change in that particular would not defeat the right of 
plaintiff to an action for breach of contract. 
4th. I have hesitated about going into the question of novelty, but 
there being in the contract of license no recital or admission that 
plaintiff had invented the improvement in sulky plows, and the 
plaintiff having joined issue on the defense of want of novelty set 
up in the answer and not pleaded an estoppel, [ have reluctantly 
allowed the defendant to introduce evidence on that issue, and find 
that the plaintiff’s improyement is not anticipated by any of the 
patents introduced in evidence. 
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lst. Hay & Freeman’s Patent, No. 116,956, Dated July 11th, 1871. 


In this patent for an improvement in cultivators there are two 
crank axles, on which the ground wheels run; .one is attached to 
the upper side of the main axle, which supports the frame and its 
plows, while at the opposite end the other is attached to the under 
side. There are levers attached to each end of the axle with other 
devices described, so that an independent vertical adjustment of the 
wheels in relation to the axle is obtained, and thus the main axle is 
supported at any required beight from the ground and with one end 

higher than the other, and by a locking device the lever will 
30 hold the wheels at any height desired. This device is to 

regulate the depth of the furrow to becut. A bar of inverted 
“U” form loosely secures the plow-frame to the axie with its ends 
pivoted to the main axle. When this bar is turned upward the 
frame and plows are raised upward and moved forward until the 
arms of the bar are carried forward a vertical point so as to support 
the frame and keep the plows out of the ground. This is done by 
a lever attached by a link to the frame. There is no mode of lock- 
ing by the lever the plow in the ground at any required depth or 
e raising the point of the plow by the lever and locking so that the 
mn horses can pull it out of the ground. The object of this invention 
| in part was to mount the main wheels so as to be capable of inde- 
pendent vertical adjustment and arrange the main plow frame so 
that it may be raised or lowered. 


2nd. Worrell & Rynerson’s Patent, No. 120,560, Dated Oct. 31, 187). 


This patent plow has an axle raised in the middle, and, similar to 
the Hay & Freeman, has a transverse bar which is supported in the 
rear to the plow beam bya hinge, the swinging plate secured rigidly 
to the bar, the arms of which, extending forward, are pivoted to the 
vertical points of the axle. One arm extends forward and forms a 
foot rest. The beam is supported so that pressure on the foot rest 
elevates the beam and plows. The draft is upon the tongue, to 
which a curved rack and an elbow lever are pivoted. The short 

arm of this lever in the rear turns upon a transverse pin 
36 which passes through a vertical loop to which the forward end 

of the plow beam ishung by aneye bolt. The teeth of the rack 
facing the lever enables the depth of the furrow to be regulated by 
raising the points of the plow. The plow is kept in place by the 
rack, which is made to engage with the transverse pin at the proper 
point of elevation. When the points of the plow are raised by this 
howhaey it is not possible to lower by a reverse action of the lever. 

Should an attempt be made resistance would come from the tooth of 
rack engaged. The object of the foot lever is to enable the 
. 10 raise the plow entirely out of the furrow and out of con- 
h the ground, but as soon as his foot is removed the plow 

ere is no device for locking the plow at any required 
ne d the foot lever, which is an extension of the yoke or trans- 
r, will not raise the point of the plow. 
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Owen’s Patent No. 1, No. 123,505, Dated February 6, 1872. 


In this sulky attachment for plows is a drop iron passing through 
the tongue and a “ T’” piece at the bottom over the forward part of 
the beam, with a device on the drop iron for regulating the depth 
at which the plow shall run by a pin passing through holes in the 
drop iron above the tongue and a sliding sleeve stop secured below 
in any desired position by a set screw. The driver, having secured 
the stop to the drop iron at the desired position and fixed the pin 

in the drop iron above the tongue, is enabled by treading on 
37 the “ T” piece to strike the front end of the beam and de- 

press it so that it enters the ground to an extent limited 
by the pin. He then withdraws his feet and the stop strikes 
under the tongue. The driver does not operate this device while 
the plow is in motion. No jointed foot lever is used, as in the 
plaintiff’s patent. Owen, by his device, controls the depth of fur- 
row and keeps the plow in place. ‘There is a foot rest upon the arm 
of the yoke or hanger which extends forward as in the last machine, 
and by placing his foot upon it the driver can employ his weight in 
elevating the plow. The axle is composed of two crank arms, and 
there is also a hand lever pivoted to the right crank arm, and on 
this pivot is a cog wheel, loosely mounted, gearing with another 
cog wheel attached to the arm of the yoke or hanger, and a ratchet 
wheel which is attached to and moves with the cog wheel pivoted to 
thecrank arm. The hand lever has aspring pawl pivoted to it and 
a device by which the pawl will engage with the ratchet wheel. 
This device enables the driver seated above to raise the plow out of 
or off the ground by pulling the lever towards him. There isa 
latch pivoted to the axle extending rearward, and when the plow is 
elevated high enough the latch engages with a shoulder in the 
hanger or yoke and supports it. The driver with the foot rest can 
aid in raising the plow when he operates the lever. An arm pro- 
jecting from the lever at a point near where it is pivoted downward 
in front operates as a stop by striking the axle, so that when the 
plow is raised to a desired height the driver can hold it by a foot 

rest and let the hand lever down in front until the stop 
38 strikes the axle, and then, by engaging the pawl with the 

ratchet and releasing the pressure from the foot rest, the 
weight of the plow keeps the pawl locked. ‘The plow can be held 
at a certain elevated position, but not locked in the ground; neither 
will the lever raise the point of the plow out of the ground, and the 
front device running through the tongue will prevent the tilting of 
the point of the plow when raising it out of the ground. 


Owen's Patent No. 2, No. 182,772, Patented Nov. 5, 1872. 


In this patent the plow, when elevated, may be locked to insure 
proper depth of furrow, but when a small falling and locking lever, 
which is pivoted to a pawl as a balance, is thrown back and the 
plow is lifted so that the pawl is withdrawn from the ratchet it will 


d—1367 


oe ee * . 
gee pita i ae A hia a “ — i , 
Fle ie 4 ba “es cn ee es a a eee ae ¥ ft ab 7 

t “ meat Se 8 a ee a - niet ie cE Ee” a ee 

Ms “ fe . wee Te ‘ Mie Oe es Lao egy ee cr tee 
a < * a % ie 5. Ff Sony ee eee aes 
je an” ae RS. en, Fi ne ee 

bite ee 


i | 
on ’ 
a) 
“= 
bf 
et 
| 


os. 2 aa 


ee 


ng od Fe 
Pe aie te Poppe. A pee we 
Mereitiatn bos 
Aree ee 
; aa 


18 THE ST. PAUL PLOW WORKS VS. WILLIAM STARLING. 


drop to the ground. The lever used will lock the plow so as to pre- 
vent it from going deeper, but the point of the plow cannot be 


raised by the lever. 
Worrell Patent, No. 134,121, Dated December 17, 1872. 


There is no locking lever described in this patent as in Starling’s, 
and no device like his for raising the point of the plow or locking 
the plow in the ground. 


Harrison Patent, No. 143,147, Dated Sept. 23, 1873 


This invention has a device attached to the hnb of the right 
wheel, by means of which the plow is raised out of the ground by 
the power of the team, but no hand or foot lever arrangement for 

raising the plow out of the ground. 
39 Neither of these patents have the combination of the 
plaintiff for the purposes described in his patent, and do 
not anticipate the inventien. 

The conclusion is that the plaintiff is entitled to a royalty on 
1,310 plows at $2.50 each, making the amount of $3,275.00, for 
which sum judgment is ordered. 


Endorsed: Filed Feb. 8th, 1887. Oscar B. Hillis, clerk. 


4C Order Pursuant to Opinion. 


United States Circuit Court for the District of Minnesota. Decem- 
ber Term, A. D. 1886, February 8th, 1887. 


WILLIAM STARLING vs. St. Paut Plow WorkKs. 
Term minutes. 


The jury having been duly waived by the parties in the above- 
entitled cause, and suid action having been heretofore tried by the 
court, and, after being fully argued by the attorneys for the respect- 
ive parties, duly submitted and by the court pikes under advise- 
ment: 

Now, the court, after due consideration thereof and being fully ad- 
vised in the premises, files its written decision and findings i in favor 
of the plaintiff and against the defendant, viz., “ that the plaintiff is 
entitled to the royalty on 1,310 plows, at $2.50 each, making the 


amount of $3,275.00.” 
Thereupon, upon motion of W. H. Sanborn, Esq., defendant’s at- 


sy Dp isordered that the entry of judgment upon the above find- 


and the same is hereby, stayed for a period of forty days 


oo obs herent 


~ 
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4] And afterwards, to wit, on the 14th day of March, A. D. 1887, 

a petition for a new trial was filed in this cause; which said pe- 
tition and order of the judge allowing filing of same are in the words 
and figures following : 


Petition for a New Trial. 
42 United States Circuit Court, District of Minnesota. 


WILLIAM STARLING, Plaintiff, 
vs. 
Tue Sarnt Paut Prow Works, Defendant. 


i 
To the circuit court of the United States for the district of Min- 
nesota : 

The undersigned, your petitioner, respectfully represents and avers 
that 1t should have a new trial of the action above entitled upon the 
following grounds: 

First. On account of accident and surprise, which ordinary pru- 
dence could not have guarded against. 

Second. On the ground that “the decision is not justified by the 
evidence and is contrary to law. 

Third. On the ground that newly-discovered evidence, material for 
the petitioner, which it could not with reasonable diligence have dis- 
covered and produced at the trial. 

Fourth. On account of error in law occurring at the trial and ex- 
cepted to by the petitioner. 

Your petitioner represents and avers that in the trial of said cause 
it was the victim of surprise, against which ordinary prudence could 
not have guarded, in this, that the method of fastening the plow 
at any desired height in the ground by the use of a locking lever, 
both when the plow was in operation and otherwise, was a well- 
known device which had been used upon sulky plows and shown 
in printed publications and patents for many years before the plain- 

tiff obtained his patent, and the use of such locking lever for 
43 such purpose was not and is not claimed by the plaintiff in 

the claims to his patent and specifications as novel, and your 
petitioner was advised by his attorney that the same could not be 
claimed as novel under said patent, and that it was unnecessary to 
plead or procure the printed publications and patents which showed 
that device, because the plaintiff did not claim it as novel in his 
specifications or claims; and that when it was insisted upon at said 
trial your petitioner was unable in the midst of said trial and could 
not, though he diligently sought to do so, present the patents and 
publications which showed the prior use of said locking lever; but 
arms petitioner avers that the same is shown and fully described 
and set forth in the patent to William Haslup, G. G. Haslup, Sr.,and 
R. B. Haslup, No. 127,878, patented June 11th, 1872, a copy and the 
specifications of which are herewith presented ; and your petitioner 
avers that he has discovered said patent and descriptions since the 
trial of said action, and that it could not and did not anticipate its 
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importance before said trial, but in view of the opinion of the court 
it is most material for the defendant herein; and your petitioner 
avers that it was the victini of surprise in this, that it is in no way 
stated in the plans or specifications of Starling’s patent that the 
horses are made to raise the plow out of the ground by the tilting 
of the plow point upward, as was claimed upon the trial, nor is it 

anywhere stated in the specifications or claims in what way the 
44 horses are made to raise the plow out of the ground, and it 

appeared from the drawings in said Starling patent, and vour 
petitioner was advised: by his attorney, that it was by the raising of 
the arched axle where it is attached to the plow beam to a height 
above its pivotal points so that the draft of the horses would puil it 
over forward, and your petitioner caused such to be made and found 
the anticipating patents in evidence which show this construction 
and effect,-and it first learned upon the trial that the tilting of the 
point upward was claimed to be the method by which the horses 
assisted in raising the plow, and it was unable after such discovery 
during said trial to discover further evidence showing the anticipat- 
ing of this device, butitavers that it has since discovered that the same 
device, operating in the same way, is shown in said patent 127,878 ; 
and it avers that the locking-lever device and the tilting of the plow 
by the use of the lever in taking it out of the ground were both old, 
had been used for many years before Starling’s invention, and not 
claimed as novel in his specifications or patents specifically in Star- 
ling’s specifications or claims, and your petitioner was surprised that 
they were claimed as novel upon the trial, and that the court rests 
its decision upon these two points, and it therefore prays that a new 
trial be ordered and it may be permitted to show the prior use and 
publications of said device; and your petitioner claims and repre- 
sents there was error in law at the trial of said cause in each of the 
various rulings of the court specified and excepted to in the bill of 

exceptions, which has been settled and allowed herein, which 
45 is hereby referred to for greater certainty herein. 

And that there was error in the conclusion of the court that 
the defendant could not without the consent of the plaintiff termi- 
nate the erg conferred by the license, and that the license con- 
tinued until the expiration of the present letters patent. 

That there is error in the conclusion of the court that the defend- 
ant is liable, on the license for the manufacture of the Harris and 
the Berthiaume plows, for the royalty mentioned in’ the license, 
when the same was entirely different from the Starling plow model 
and from the plow described in the patent, and when the evidence 
showed thai in the district covered by the license the plow manu- 
factured like the Starling was utterly useless and inoperative, while 
the Harris and Berthiaume were perfect and operative; and your 
tioner insists that the plaintiff could not recover even if the de- 
t infringed the first claim of plaintiff’s patent, upon the license, 


See but only in a suit for infringement. 


That there is error in the finding of the court that the plaintiff’s 


‘ " first claim is not anticipated by the patents offered in evidence by 


t, and so your petitioner avers that the decision in this 
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case and the judgment ordered are not justified bv the evidence and 
are notin accordance with the law. 

Your petitioner further avers that the decision and order for judg- 
ment in this case were first filed on February 8th, 1887, and an 
order was made on that day staying proceedings, before said judg- 

ment was entered, for twenty days, and another order stayin 
46 proceedings for forty-two days, but, notwithstanding said 

orders, the judgment was entered herein on February 8th, 
but vour petitioner first learned that fact on March 11th, 1887; that 
your petitioner, in the case for new trial herein — is denied, desires 
to obtain a writ of error from the Supreme Court of the United 
States to reverse the judgment herein and to file a supersedeas bond 
upon said writ of error, but the time for your petitioner to do this 
under the statute will expire long before the first of May, 1887, and 
in order to protect itself in said writ of error, unless said judgment 
is vacated and set aside, your petitioner will be obliged to remove 
this cause to the Supreme Court before a hearing can be had upon 
this petition. 

Your petitioner offers ample security herewith to protect the 
plaintiff from any loss and to insure the giving of said supersedeas 
bond in case this petition for a new trial should not be granted. 

And your petitioner prays that the judgment entered herein be 
vacated, annulled, and set aside and stand for naught; that upon 
the giving of the bond herewith presented and approved all pro- 
ceedings in this action be stayed until after the hearing and decision 
upon this petition for a new trial, and that a new trial for this ac- 
tion be granted. 

JOHN B. & W. H. SANBORN, 
Petitioner's Attorneys. 


(Here follows cut and specifications of letters patent No. 127,878 
to William Haslup, granted June 11, 1872.) 


47 STATE OF MINNESOTA, |... 
County of Ramsey, § 


Osmon Lunn came before me personally, and, being duly sworn, 
doth say that he is the president of the St. Paul Plow W orks, the 
petitioner in the above-entitled action ; that the foregoing petition 
is true of his own knowledge except as to those matters therein 
stated on his information and belief, and as to those matters that he 


believes it to be true: 
OSMON LUNN. 


Subscribed and sworn to before me this 14th day of March, A. 


D. 1887. i 
[NOTARIAL SEAL. | HENRY D. LANG, 


Notary Public, Minn. 


Endorsed: Filed March 14, 1887. Oscar B. Hillis, clerk. 


. LO OT LENE NEN I OA EE AEC ONE AA 8m 


. 22 THE ST. PAUL PLOW WORKS VS. WILLIAM STARLING. 


District OF MINNESOTA, 88: 


I, R. R. Nelson, judge of said circuit court, do hereby certify 
that I hereby allow the within petition for a new trial to be filed. 
March 14, 1887. 


R. R. NELSON, Judge. 


48 And afterwards, to wit, on the 12th day of July, 1887, the 

following further proceedings were had and entered of record 
in Term Minutes G, page 541, in the words and figures following, 
Viz: 


eae ener actions tremnatnilendtteneal ls. ti 


2 sate ae 


Term Minutes. 


torre 


United States Circuit Court, District of Minnesota. June Term, 
A. D. 1887, July 12, 1887. 


WILLIAM STARLING vs. St. PAuL PLow Works. 


‘Defendant’s motion for a new trial in this case coming on to be . 
heard, the same is fully argued upon behalf of complainant by 
Frackelton & Careins, and on behalf of defendant by E. P. Sanborn, 
duly submitted, and by the court taken under advisement. 


49 And afterwards, to wit, on the 10th day of October, 1887, 
the following opinion denying a motion for a new trial was 
filed in this cause in the words and figures following, viz: 


Opinion. 


50 United States Circuit Court, District of Minnesota. October, 
| 1887. 


WILLIAM STARLING, Plaintiff, 
V8. 
Tue Sr. Paut Plow Works, Defendant. 


Frackelton & Careins, for plaintiff; John B. & W. H. Sandborn, 
for defendant. 


NE son, J.: 
A motion for a new trial is made by defendant upon the following 
rounds : 


“First. On account of accident and surprise which ordinary pru- 
dence could not have guarded against. 

Second. On the ground that the decision is not justified by the 
evidence and is contrary to law. 

Third. On the ground of newly-discovered evidence material for 
the petitioner which it could not with reasonable diligence have dis- 

- covered and produced at the trial. 
Fourth. On account of error in Jaw occurring at the trial and ex- 


_ cepted to by the petitioner.” 
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The trial was before the court without a jury and was very 
thorough. Many questions arose, and if error was committed it 
was in allowing the defendant to show want of novelty and patent- 
ability of the plaintiff’s plow. The action was brought upon a con- 
tract in which the defendant became a licensee to manufacture and 
sell the plaintiff’s invention, called the “ Starling plow,” on payment 
. of a royalty for each and every “Starling plow” manufactured and 

sold. A breach of the contract is alleged and a recovery 
51 sought and obtained for the amount of royalties upon plows 

sold and not accounted for and paid by the defendant. If 
the defendant manufactured plows called by a different name but 
substantially the same as the plaintiff’s invention, invading his 
rights under the patent or using devices claimed in the plaintiff’s 
patent, it is a breach of the contract if defendant fails to pay the 
royalty therein provided, and on a repudiation of the contract by 
the licensee the licensor and patentee can either sue for royalties 
unpaid or for infringement. (3rd Banning & Arden, 572, and cases 
cited.) 

The election to sue for a breach of the contract is made in this 
case and sustained. The court decided the defendant did infringe 
and gave judgment. I dismiss all of the reasons assigned for a new 
trial, with one exception, and will briefly consider that one, viz., 
“newly-discovered evidence material for the petitioner which it 
could not with reasonable diligence have discovered and produced 
at the trial.” 

This evidence is a patent, No. 127,878, issued June 11, 1872, to 
William G. Hasiup, assignor, for “improvement in plows.” If the 
newly-discovered evidence which is submitted would not change the 
result of the verdict and judgment, it is well settled that a new trial 
should — be granted. The letters patent are attached to the petition 
for a new trial. I have examined the specifications and claim, and 
if it had been offered under the ruling of the court at the trial it 
could not have changed the result. 

The first claim of the plaintiff’s patent is “for a crank bar com- 

bined with the plow beam, lever, and axle, as and for the 
52 purpose set forth, so that the horses are made to raise the 
plow out of the ground.” 

The plaintiff’s plow has a crooked axle and a crank bar bent 
twice at right angles, passing through a box bolted to the plow beam 
toward the rear end. The forward end of this bar near the driver’s 
seat or right wheel of the sulky rides upon the inner end of the 
journal. The end of a spring lever, which projects upward along a 
curved bar on the right side of the driver's seat, is connected rigidly 
with this end of the crank bar. The curved bar, with notches on the 
outer side to receive this upright lever, is attached to the axle and 
part of a brace running from the axle tothe tongue. The crank bar 
thus bolted to the plow beam can he held in any position to which 
the lever is adjusted. By this device and manner of construction 
and bolting the plow can be locked, either in the ground at any 
depth or up at any height at the will of the driver, and in the opera- 
tion of raising the plow the point comes up first. By means of the 
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lever the point turns up and the horses are made to raise the plow 
out of the ground. 

In the Haslup patent sulky plow there is a sleeve around the axle 
proper, which is revolved by a lever affixed to it. This sleeve has 
two arms projecting toward the rear and pivoted to the plow beam 
underneath. 

When the lever is pushed forward the plow is raised and a trigger 
pivoted to the lever falls into a notch on a circular plate fastened on 
the right of the axle or its connection with arms running to the 
tongue. 

The plow is thus held up while it is turned or taken from the 

field. The plow can be locked in the ground or the depth to 
53 be plowed determined only by inserting a pin in holes made 

for that purpose in the circular plate fastened as heretofore 
stated. The driver cannot regulate the depth io be plowed and lock 
the plow in the ground while itis in motion. The pin prevents the 
plow being raised by the lever, and it could not be operated while in 
motion so as to raise the point of the plow and make the horses pull 
it out of the ground. 

The Haslup plow does not have the combination of the plaintiff 
for the purposes described in the patent and does not anticipate his 
invention. 

The motion for a new trial is denied. 


Endorsed: Filed Oct. 10, 1887. Oscar B. Hillis, clerk. 


o4 And afterwards, to wit, on the 10th day of October, 1887, 

the following further proceedings were had and entered 
of record in said cause in Term Minutes G, page 574; which said 
proceedings are in the words and figures following, Viz: 


Term Minutes. 


United States Circuit Court, District of Minnesota. June Term, 1887, 
October 10, 1887 


WILLIAM STARLING vs. St..Paut PLow Works. 


The jury having been duly waived herein and this cause having 
been tried by the court, and the court, on Feb. 8th, 1887, having 
filed its written findings herein, wherein it finds for the plaintiff as 
follows, to wit: 

“The plaintiff is entitled toa royalty on 1,310 plows at $2.50 each, 
making the amount of $3,275, for which sum judgment is ordered.” 

And the entry of judgment herein, pursuant to said finding, 
having been staid pending the hearing of defendant’s motion for a 
new trial— 

Now, said motion having been heretofore fully argued by the 
attorneys for the respective parties, duly submitted, and by the 
court taken under advisement, and the court being fully advised in 
the premises files its decision on said motion pursuant thereto, it is 
hereby ordered that a new trial be denied. 


: 


i 
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Thereupon, upon motion of Frackelton & Careins, plaintiff’s at- 
torneys, it is considered, ordered, and adjudged that the above-named 
plaintiff, William Starling, do have and recover of and from 
55 the above-named defendant, The St. Paul Plow Works, a ecor- 
poration, the afuresaid sum of $3,275 so found to be due by 
the court, with interest thereon from the date of said findings, to 
wit, February 8th, 1887, being $154.10, and all amounting to 
$5,429.10, besides plaintiff’s costs and disbursements herein, to be 
taxed, and that he have execution therefor. 
Dated Oct. 10th, 1887. 
R. R. NELSON, Judge. 


o6 And afterwards, on the 27th day of October, 1887, the fol- 
lowing precipe for a writof error was filed in this cause in the 
words and figures following, to wit: 


Preecipe for Writ of Error. 
57 U.S. Cireuit Court, District of Minnesota. 


WILLIAM STARLING, Plaintiff, 
Us, 


St. Paut Plow Works, Defendant. 


To the clerk of the circuit court of said district. 

Sir: The defendant, The St. Paul Plow Works, complains that 
manifest error has been committed in the trial and entry of judg- 
ment against it in the action above entitled for $3,429.10 and costs, 
and that it has been greatly damaged thereby, and it prays that a 
writ of error therein to reverse said judgment be issued out of the 
Supreme Court of the United States directed to said cireuit court. 

ST. PAUL-PLOW WORKS, 
By JOHN B. & W. H. SANBORN, 
Its Attorneys. 


Endorsed: Filed Oct. 27th, 1887. Oscar B. Hillis, clerk. 


58 And on the same day, to wit, Oct. 27th, 1887, a bond was 
filed in this cause in the words and figures following, viz: 


Bond. 
59 Supreme Court of the United States. 


WILLIAM STARLING, Defendant in Error, 
Us. 


Sr. Paut Prow Works, Plaintiff in Error. 


Know all men by these presents that we, St. Paul Plow Works, as 
principal, and Charles H. Bigelow and Wm. R. Dean, as sureties, 
are held and firmly bound unto William Starling. in the sum of 
eight thousand dollars, to be paid to said William Starling, his ex- 
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ecutors or administrators; to which payment, well and truly to be 
made, we bind ourselves and each of us, jointly and severally, and 
each of our heirs, executors, and administrators, firmly by these 
presents. 

Sealed with our seals and dated this 26th day of October, 1887. 

Whereas the above-named St. Paul Plow Works has prosecuted a 
writ of error to the Supreme Court of the United States to reverse 
the judgment rendered in the case of William Starling, plaintiff, vs. 
The St. Paul Plow Works, defendant, for $3,429.10 damages and 
$372.18 costs by the circuit court of the United States for the dis- 
trict of Minnesota: 

Now, therefore, the condition of this obligation is such that if the 
above-named St. Paul Plow Works shall prosecute its said writ of 
error to effect and pay all costs and damages and the amount of said 
judgment and interest and just damages for the delay if it shall fail 
to make good its plea, then this obligation shall be void; otherwise 

to remain Ip full force and virtue. 
60 ST. PAUL PLOW WORKS, 
By OSMON LUNN, P't. [SEAL. 
FREDERICK C. MILLER, [seat. 
Secretary. 
CHARLES H. BIGELOW. ‘[srat. 
WM. B. DEAN. sono 


Signed, sealed, and delivered in presence of— 
F. N. DICKSON. 
HENRY D. LANG. 


STATE OF ence 
County of Ramsey, 


On this 26th day of October, A. D. 1887, before me appeared 
Osmon Lunn and Frederic C. Miller, to me personally known, who, 
being by me duly sworn, did say they are the president and secre- 
tary, respectively, of the St. Paul Plow Works, and that the seal 
affixed to said instrument is the corporate seal of said corporation, 
and that said instrument was signed and sealed in behalf of said 
corporarion by authority of its board of directors, and said Osmon 
Lunn and Frederic C. Miller acknowledged said instrument to be 
the free act and deed of said corporation. 

[SEAL OF N. P.] FRED. N. DICKSON, 
Notary Public, Minn. 
Strate OF MINNESOTA, 
County of Ramsey, } 


Charles H. Bigelow and William B. Dean came personally 

61 before me on this 26th day of October, A. D. 1887, to me well 
known to be the same persons who executed the foregoin 

bond, and each acknowledged the same to be his own free act bed 


[sear oF N. P.] FRED. N. DICKSON, 
Notary Public, Minn. 
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STATE OF “gone 
County of Ramsey, 


Charles H. Bigelow and William B. Dean, being first duly sworn, 
doth say each for himself that he is the same person as the surety 
above named, and is a resident and freeholder of and in the county 
of Ramsey and State of Minnesota. and worth the sum of fourteen 
thousand dollars above his debts and liabilities and exclusive of his 
property exempt from execution. 

CHARLES H. BIGELOW. 
WM. Bb. DEAN. 


Subscribed and sworn to before me on this 26th day of October, 
A. D. 1887. 
[NOTARIAL SEAL. | FRED. N. DICKSON, 
' Notary Public, Minn. 
Endorsed. 


[ hereby approve the security provided by this bond and order 
that upon the filing of the same a supersedeas be allowed and all 
proceedings be stayed thereunder. 

R. R. NELSON, 
Judge of the U. 8. Cireuit Court. 


Endorsed: Filed Oct. 27th, 1887. Osear B. Hillis, clerk. 


62 . And on the same day, to wit, Oet. 27th, 1887, a writ of error. 
was issued out of this court; whieh said writ of error isin the 
words and figures following, viz: 


Writ of Error. 
63 UniTep STATES OF AMERICA, 88 : 
Supreme Court. 


WILLIAM STARLING, Defendant in Error, 
v8. 
St. Paut Prow Works, Plaintiff in Error. 


The President of the United States to the judges of the circuit court 
of the United States for the district of Minnesota, Greeting: 


Because in the records and proceedings and also in the rendition 
of the judgment of a plea which is in the said cirevit court before 
you of William Starling, who is the plaintiff therein, and Saint 
Paul Plow Works, which is the defendant therein, a manifest error 
hath happened, to the great damage of the said St. Paul Plow Works, 
as by its complaint eyenes: we, being willing that the error, if 
any hath been, should be duly corrected and full and speedy jus- 
tice done to the parties aforesaid in this behalf, do command you, if 
judgment be therein given, that, under your seal,-distinetly and 
openly, you send the record and proceedings aforesaid, with all 
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VS. WILLIAM STARLING. 


THE ST. PAUL PLOW WORKS 


things concerning the same, to the Supreme Court of the United 
States, together with this writ,so that you may have thesameat Wash- 
ington on the second Monday in October next, in the said Supreme 
Court to be then and there held, that, the record and proceedings 
aforesaid being inspected, the said Supreme Court may cause further 
to be done therein to correct that error what of right and ac- 
64 cording to the laws and customs of the United States should 
be done. 
Witness the Honorable Morrison R. Waite, Chief Justice of the 
said Supreme Court, the 27th day of October, in the vear of our 
Lord one thousand eight hundred and eighty-seven. 


[Seal of U. S. C. C.] 
OSCAR B. HILLIS, 
Clerk of the Circuit Court of the United States 
for the District of Minnesota, 
By L. P. RICHARDSON, 
Deputy Clerk. 


Endorsed: Filed Oct. 27th, 1887. Oscar B. Hillis, clerk. 


65 UnrtTep STATES OF AMERICA, 88: 
Circuit Court of the United States, District of Minnesota. 


I, Osear B. Hillis, clerk of said circuit court, do hereby certify and 
return to the honorable the Supreme Court of the United States 
that the foregoing. consisting of 65 pages, numbered consecutively 
from 1 to 65, inclusive, is a true and complete transcript of the 
records, process, pleadings, orders, final judgment, and all other pro- 
ceedings in said cause, excepting the evidence produced by the 
respective parties on the trial of said cause, and of the whole thereof 
as appears from the original records and files of said court. 

In witness whereof I have hereunto set my hand and affixed 
the seal of said court, at Saint Paul, in the district of Minnesota, 
this 16th day of February, in the year of our Lord one thousand 
eight hundred and eighty-eight, and of the Independence of the 
United States the one hundred and eleventh year. 


[Seal U.S. Circuit Court, Dist. of Minnesota. ] 
OSCAR B. HILLIS, Clerk, 
By L. P. RICHARDSON, Deputy. 


[Endorsed :] United States circuit court, district of Minnesota. 
Wm. Starling vs. St. Paul Plow Works. Return to Supreme Court. 


Endorsed on cover: Minnesota C. C. U. 8S. No. 1367. The St. 
Paul Plow Works, plaintiff in error, vs. William Starling. Filed 


February 20, 1888. 
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things concerning the same, to the Supreme Court of the United 

States, together with this writ,so that you may have thesameat Wash- 

ington on the second Monday in October next, in the said Supreme 

Court to be then and there held, that, the record and proceedings 

aforesaid being inspected, the said Supreme Court may cause further 
to be done therein to correct that error what of right and ae- 

64 cording to the laws and customs of the United States should 
be done. 

Witness the Honorable Morrison R. Waite, Chief Justice of the 
said Supreme Court, the 27th day of October, in the vear of our 
Lord one thousand eight hundred and eighty-seven. 

[Seal of U.S. C. C.] 
OSCAR B. HILLIS, 
Clerk of the Circuit Court of the United States 
for the District of Minnesota, 
By L. P. RICHARDSON, 
Deputy Clerk. ’ 


Endorsed: Filed Oct. 27th, 1887. Oscar B. Hillis, clerk. 
65 UNITED STATES OF AMERICA, 88° 
Circuit Court of the United States, District of Minnesota. 


I, Osear B. Hillis, clerk of said circuit court, do hereby certify and 
return to the honorable the Supreme Court of the United States 
that the foregoing. consisting of 65 pages, numbered consecutively 
from 1 to 65, inclusive, is a true and complete transcript of the 
records, process, pleadings, orders, final judgment, and all other pro- 
ceedings in said cause, excepting the evidence produced by the 
respective parties on the trial of said cause, and of the whole thereof 
as appears from the original records and files of said court. 

In witness whereof I have hereunto set my hand and affixed 
the seal of said court, at Saint Paul, in the district of Minnesota, 
this 16th day of February, in the year of our Lord one thousand 
eight hundred and eighty-eight, and of the Independence of the 
United States the one hundred and eleventh year. 

[Seal U. 5. Circuit Court, Dist. of Minnesota. ] 
OSCAR Bb. HILLIS, Clerk, 
By L. P. RICHARDSON, Deputy. 


[Endorsed :] United States circuit court, district of Minnesota. 
Wm. Starling vs. St. Paul Plow Works. Return to Supreme Court. 


Endorsed on cover: Minnesota C. C. U. S. No. 1867. The St. 
Paul Plow Works, plaintiff in error, vs. William Starling. Filed 
February 20, 1888. 


SUPREME COURT OF THE UNITED STATES, 


OCTOBER TERM, 1887. 


No. 13867. 


cen 


ST. PAUL PLOW WORKS, 
Plaintiff in Error, 


WILLIAM STARLING, 


Defendant in Error. 


In Error to the Circuit Court of the United States 
for the District of Minnesota. 


ON MOTION TO DISMISS THE WRIT OF ERROR, 
BRIEF AND ARGUMENT OF PLAINTIFF 
iN ERROR. 


JOHN B. & W. H. SANBORN, 
St. Paul, 
Attorneys for Plaintiff in Error. 
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SUPREME COURT OF THE UMIED STATES, 


OCTOBER TERM, 1887. 


No. 1367. 


ST. PAUL PLOW WORKS, 
Plaintiff in Error, 
vs. 
WILLIAM STARLING, 


Defendant in Error. 


din Error to the Circuit Court of the United States 
for the District of Minnesota. 
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ON MOTION TO DISMISS THE WRIT OF ERROR, 
BRIEF AND ARGUMENT OF PLAINTIFF 
iN ERROR, 


JOHN B, & W. H. SANBORN, 
St. Paul, 
Attorneys for Plaintiff in Error. 


mre ena om 


STATEMENT. 


The defendant in error moves to dismiss the writ ia 
this case for want of jurisdiction, and the only ques- 
tion is whether this is “a case touching patent rights.” 

U. S. Revised Statutes, Sec. 699. 


It was conceded that plaintiff in error took the 
license, Exhibit “A” to the complaint, (page 3, 
Printed Record,) which the court will notice gave the 
plaintiff no exclusive right to make the Starling Sulky 
Plow, but left the defendant in error at liberty to 
license everyone else in the same territory, which 
specified no time whatever during which it should 
continue in force, and no quantity or number of 
machines that it should cover, and which in no way 
bound defendant in error not to make and sell other 
sulky plows. 

It was conceded that up to December 5th, 1878, the 
plaintiff in error made and sold thirty-five or forty 
plows, and no more, for which it paid in full. 

Pages 14 and 18, Record. 


The issues that were made by the pleadings and 
tried and decided by the court in this case were: 


1st. Whether Patent No. 116,956, to Hay and Free- 
man, dated July 11th, 1871, anticipated Patent 154,293, 
dated August 18th, 1874, to defendant in error. 

Complaint, page 1, Record; Answer, page 6, 
Record; Findings, pages 15 and 16, Record. 
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2d. Whether Patent No. 120,560, dated October 31, 
1871, to Worrell and Rynerson, anticipated said patent 
to defendant in error, 

(Same references as above.) 


3d. Whether Patent No. 123,505, dated February 
6th, 1872, to Owen, anticipated said patent to defend- 
ant in error. 
Pages 1, 6, 15 and 17, Record. 


4th. Whether Patent No. 132,772, dated November 
§th, 1872, anticipated said patent to defendant in 
error. 
Pages 1, 6, 15 and 18, Record. 


Sth. Whether Patent No. 134,121, dated December 
17th, 1872, anticipated said patent to defendant in 
error. 

Pages 1, 6, 15 and 18, Record. 


6th, Whether Patent No. 143,147, dated September 
23d, 1873, anticipated said patent to defendant in 
error. | 
Pages 1, 6, 15 and 18, Record. 


7th. Whether a plow manufactured according to the 
description in Patent No. 225,207, dated March oth, 
1880, infringes any of the claims of the patent to 
defendant in error. 

Answer, page 8, Record; Reply, page 9; Find- 
ings, page 15, folio 83, where the court finds that 
it infringes only one of the three claims of the 
patent of defendant in error. 


‘ 
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L . 8th. Whether the plaintiff in error, before it made 
| any of the plows for which the recovery was had, gave 
defendant written notice that the Starling plow was 
useless, and that it renounced its license and would act 
under it no longer, and the court found that it did. 

| Answer, page 7, Record; Reply, page 10, Record; 
Findings, page 14, Record. 


The judgment of which we ask a review is for $2.50 
apiece royalty on 1310 plows which the plaintiff in 
| error manufactured under the Berthiaume patent after 
| it had renounced its license under the defendant in 
error. 

Pages 14 and 18, Record. 


+ | I. 
| ane Because in this case the issues were squarely made, . 
| tried and decided by the court as to the validity and 
| value of the eight sulky plow patents above mentioned, 
and a finding and decision made that this Starling 


patent, which was before almost unheard of, practi- 
cally covers all the sulky plows in the country, we 
insist this is “a case touching patent-rights,” in which 
we are entitled to a review of this judgment and 
decision in this court. 

Prior to 1870, statutes in the following words mea- 
sured this branch of the appellate jurisdiction of this 
court: 

“All actions, suits, controversies and cases arising 
under any law of the United States granting or con- 
firming to inventors the exclusive rights to their in- 


D 

ventions or discoveries, shall be originally cognizable, 
as well in equity as at law, by the Circuit Courts of the 
United States. , , . ¥ - . ° 
Provided, however, that from all judgments and de- 
crees of any such court rendered in the premises, a 
writ of error or appeal, as the case may require, shall 
lie to the Supreme Court of the United States in the 
Same manner and under the same circumstances as is 
now provided by law in other judgments and decrecs 
of circuit courts, and in all other cases in which the 
court shall deem it reasonable to allow the same.” 
5 Statutes at Large, page 124, section 17. 


On February 18th, 1861, Congress passed an act 
entitled “An act to extend the right of appeal from 
decisions of Circuit Courts to the Supreme Court of 
the United States,” which provided: 


“That from all judgments and decrees of any Circuit 
Court, rendered in any action, suit, controversy, or 
case, at law or in equity, arising under any law of the 
United States granting or confirming to authors the 
exclusive right to their respective writings, or to in- 
ventors the exclusive right to their inventions or dis- 
coveries, a writ of error or appeal, as the case may 
require, shall lie, at the instance of either party, to the 
Supreme Court of the United States, in the same 
manner and under the same circumstances as is now 
provided by law in other judgments and decrees of 
such Circuit Courts, without regard to the sum or 
value in controversy in the action.” 

12 Statutes at Large, page 130, chapter 37. 


P 


It will be noticed that the appellate jurisdiction of 
this court under these acts was measured by the same 
words which measured the exclusive original jurisdic- 
tion of the Circuit Courts in cases arising under the 
patent laws: in both courts the jurisdiction extended 
to “any action, suit, controversy, or case arising under 
any law of the United States granting or confirming to 
inventors the exclusive right to their inventions.” 

In determining the jurisdiction of the Circuit Courts 
and of this court, under the statutes we have cited, 
there grew up a line of decision which tended to hold 
that the jurisdiction of this court to review, and the 
exclusive original jurisdiction of the Circuit Courts to 
try patent cases, was limited to those cases in which 
the complainant rested his cause of action solely upon 

his exclusive right under the Patent Laws, regardless 
of contracts and licenses, and that where actions were 
brought in the Circuit Courts upon contracts and 
licenses relating to patents, and jurisdiction was ob- 
tained through the citizenship of the parties, this 
court might have no jurisdiction to review the judg- 
ment, although the validity of patents was actually 
decided and determined in the Circuit Courts by these 
judgments. 

These decisions are cited at page 6 of the brief of 
defendant in error and all arose under the provisions 
of statute which we have cited above, and are devoted 
to determining either what was the original exclusive 
auemediction of the Circuit Courts or the appellate 
jurisdiction of the Supreme Court under those statutes. 
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the act of Congress by which the appellate jurisdiction 
of this court is now measured, and which was passed 
in 1870 and is found in volume 16 of the Statutes at 
Large, page 207, section 56. 

The object of giving this particular branch of its 
jurisdiction to this court was to secure uniformity of 
decision in patent cases, but as we understand it, it 
was found that under the line of decisions above 
referred to litigants could and did bring suits in the 
Circuit Courts which were nominally founded upon 
licenses and contracts relative to patent rights, obtain 
jurisdiction through the citizenship of parties, and in 
fact litigate and obtain the decisions of the Circuit 
Courts upon the validity of their patents and yet avoid 
under these decisions, a review by this court, and the 
result was, that the findings and decisions of the 
Circuit Courts in such cases varied in different circuits 
and the desired uniformity of decisions upon patent 
rights failed to be obtained. 

When in 1870 Congress passed the “act to revise, 
consolidate and amend the statutes relating to patents 
and copyrights,” they recognized the evil that had 
resulted and the still greater evil that was sure to 
result if the jurisdiction of this court to review the 
judgments and decisions of the Circuit Courts upon 
patent rights was limited to those cases only in which 
they had exclusive original jurisdiction, and excluded 
those in which their jurisdiction was originally derived 
from the citizenship of the parties, but in which they 
had. considered and rendered their opinions upon the 
validity of patent rights, and they extended the juris- 
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diction of this court to review the judgments of the 
Circuit Courts to all cases of every nature in which 
patent rights were involved and determined regardless 
of the law under which they arose or the ground on 
which the Circuit Courts obtained their jurisdiction of 
the cases. 

They declared that the original exclusive jurisdiction 
of the Circuit Courts should remain exactly the same 
as it had been under the earlier statutes. 

12 Statutes at Large, page 206, section 55. 


But they provided: 

“That a writ of error or appeal to the Supreme 
Court of the United States shall lie from a// judgments 
and decrees of any Circuit Court or of any District 
Court exercising the jurisdiction of a Circut Court, or 
of the Supreme Court of the District of Columbia or 
of any Territory, in any action, suit, controversy or 
case, at law or in equity, touching patent rights, in the 
same manner and under the same circumstances as in 
other judgments and decrees of such Circuit Courts, 
without regard to the sum or value in controversy.” 

12 Statutes at Large, page 207, section 56. 


That the construction of this statute we contend for 
is its only proper construction seems clear to us on the 
following grounds: 

Ist: The statute as it stood prior to 1870 had 
received judicial construction by the cases cited at 
page 6 of the brief of defendant in error, and Congress 
knew that that statute gave this court jurisdiction in 
the cases and only in the cases in which the Circuit 
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Court took exclusive original jurisdiction under the 
sections of the statutes above cited, which were 
framed in the same words—yet by the act of 1870 
Congress gave the Circuit Courts their exclusive 
original jurisdiction in exactly the same words, but it 
used other words in giving this court its appellate 
jurisdiction, and made that jurisdiction as broad as 
the English language could make it when they said 
the jurisdiction should extend to “a// judgments in 
any case touching patent rights.” 

This court must presume that this change meant 
something, and if it meant anything it meant to give 


‘jurisdiction in the class of cases of which this is one. 


2d. Uniformity of decisions as to the validity 
of patent rights can only be preserved by such a con- 
struction—for if litigants can by making contracts and 
making them the quasi causes of action litigate, and 
obtain the decisions of the various Circuit Courts 
upon, the validity of their patents without a chance 
for review in this court,—the entire purpose of giving 
this appellate jurisdiction at all is utterly frustrated— 
there may be as many decisions as there are Circuit 
Courts on the various claims of a patent with no 
chance to review any of them. 

3d. Great injustice will result to defendants in 
patent cases through the use by patentees of such 
decisions and opinions as that at the case at bar within 
the jurisdiction of the court in which it is rendered 
and in other jurisdictions to force settlements, when, 
if a review was permitted it might clearly appear that 
the finding and decision was erroneous. 
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If we are right in our construction of this statute it 
cannot for a moment be claimed that the case at bar 
is not a case “touching patent rights” because in the 
trial and decision of the case the exclusive rights of 
eight patentees and their grantees to manufacture and 
sell the ordinary sulky plows were tried, considered 
and determined by the Circuit Court below. 

See statement and references therein, supra. 


IT. 


The authorities cited by the defendant in error at 
page six of his brief are not in point in his favor upon 
this question because not one of them construes or 


- refers to the act of 1870 by which this jurisdiction is 


given. 

They all refer to and construe the former statute 
giving this court jurisdiction or the statute giving the 
Circuit Courts original exclusive jurisdiction. 

Their only force is, upon a careful perusal, to make 
conclusive the legal presumption that Congress in- 
tended by the act of 1870 to carry this jurisdiction 
beyond the limits these decisions had set for it under 
the old statute, and give it in every case in which the 
validity of a patent was tried in the Circuit Court 
regardless of the manner in which it arose, or the 
ground on which the Circuit Court took jurisdiction— 
to give it as they said “from a// judgments in amy case 
touching patent rights.” 

We might safely concede that where the question as 


a ns 


1] 


to the patent rights was not raised in the pleadings 
but arose incidently only, in the evidence—that might 
not be deemed a case touching patent rights—but 
where, as in the case at bar, the novelty and utility of 
the patent relied on by defendant in error and the 
novelty and utility of that relied on by plaintiff in 
error are squarely at issue by the pleadings and are 
tried and decided by the Circuit Court, there can be 
no question but that this,is “a case touching patent 


rights.’ 


III. 


If the act of 1870 had made no change in the ap- 
pellate jurisdiction of this court—we submit that in 
the case at bar this court would have jurisdiction to 
review this judgment. 

This was an action at law and the pleadings and 
practice of the Circuit Court in such action follow 
those of the Minnesota State courts as nearly as prac- 
ticable. 

Under the Minnesota code the plaintiff is required 
in his complaint to make a concise statement of the 
facts constituting his cause of action—and upon the 
trial he obtains any relief consistent with the case 
made in the complaint and embraced within the issue, 

“The complaint shall contain: 

First: The title of the cause specifying the court 
in which the action is brought and the names of the 
parties to the action, plaintiff and defendant. 
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Second. A plain and concise statement of the facts 
constituting a cause of action, without unnecessary 
repetition. 

Third: A demand of the relief to which the plaintiff 
supposes himself entitled. If the recovery of money 
is demaneed, the amount thereof shall be stated. 

Minn, Statutes, p. 720, sec. 91. 

“The relief granted to the plaintiff, if there is no 
answer, cannot exceed that which he has demanded in 
his complaint; but in any other case the court may 
grant him any relief consistent with the case made by 
the complaint, and embraced within the issue.” 

Minn. Statutes, p. 749, sec. 267. 

Now the defendant in error so drew his complaint— 
that if the court sustained the license as valid and 
existing notwithstanding its renunciation, he might 
recover on that—-if it held the license void. or re- 
nounced he could recover for infringement. 

The complaint as the court will see on perusal con- 
tains sufficient allegations to permit proof on either 
theory and the defendant in error on the trial en- 
deavored to prove both. 

The three pleadings together put in issue the 
validity of both the Starling and Berthiaume patents 
and the novelty and utility of both. 

Under this state of the pleadings the court tried 
and decided all these issues. 

Under this state of facts we submit that this case 
under the old law was one arising under the patent 
laws of the United States because it was only under 
those laws that the court could find that defendant in 
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error had the exclusive privileges vested by the Star- 
ling patent. 

Brooks vs. Stolley, 3 McLean, 523. 

Littlefield vs. Perry, 21 Wallace, 205. 

Broomer vs. Gilpin, 4 Fisher, 54. 

Magic Ruffle Co. vs. Elm City Co., 13 Blatchford, 

157. 

Woodworth vs: Weed, 1 Blatchford, 155. 

Wilson vs. Sherman, 1 Blatchford, 538. 

Woodworth vs. Cook, 2 Blatchford, 160. 

Pulte vs. Derby, 5 McLean, 336. 

Day vs. Hartshorn, 3 Fisher, 32. 

Goodyear vs. Congress Rubber Co., 4 Fisher, 56. 

Blanchard vs. Sprague, 1 Clifford, 288. 


In Broomer vs. Gilpin, 4 Fisher 54, the court says: 
“In the argument of the defendant’s counsel it is in- 
sisted that in this state of the case the court has no 
jurisdiction, and this point is to be first considered. 
It is urged in support of this petition that the plain- 
tiff’s claim to a decree is based on an alleged viola- 
tion of the conditions of a license to use a patented 
machine, and is not, therefore, cognizable in this 
court under the Patent Laws of the United States 
conferring exclusive jurisdiction on the Circuit Courts 
in certain cases. And this objection must prevail 
unless, in connection with his claim for an account of 
profits, he has proved an infringement of the patent. 
It is clearly no ground of jurisdiction, under the 
Patent Law, that the contract between the parties re- 
lates to a patent-right. But if an infringement is 
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proved, jurisdiction is conferred; and having power to 
protect the rights of a party under a patent, the court 
will take cognizance of other matters as incidental to 
the infringement. This is the doctrine which has been 
long recognized by the Federal Courts, and was dis- 
tinctly held by Judge McLean in the case of Brooks 
and Morris vs. Stolley, 3 McLean, 523.” 

In Littlefield vs. Perry, 21 Wallace, 222, this court 
said: “An action which raises a question of infringe- 
ment is an action arising ‘under the law,’ and one who 
has the right to sue for the infringement may sue in 
the circuit court. Such a suit may involve the con- 
struction of a contract as well as the patent, but that 
will not oust the court of its jurisdiction. If the 
patent is involved, it carries with it the whole case.” 

In the case at bar the validity of the patent was at 
issue upon the pleadings, was tried and was determined 
by the court upon the proof. 

The difference between the case at bar and the de- 
cisions cited at page 6 of defendant’s brief is, that in 
the case at bar the question of the novelty and utility 
of the inventions, the entire question of the validity of 
the patents, was squarely at issue in the pleadings, 
was tried and decided, while in those cases the valid- 
ity of the patents referred to in various pleadings was 
conceded, and the only question to be determined was 
the rights of the parties under licenses or contracts 
made in relation to patents that were conceded to be 
valid. 

In Brown vs. Shannon, 20 Howard, 55, it nowhere 
appears from the opinion that any question of the 
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validity of the patents or patent-rights was in issue or 
tried. 

In Albright vs. Teas, 106 U.S. 613, it expressly 
appears that the validity of the patents was in no way 
questioned. The only question was the amount of 
royalties to be paid under the contract. (Pages 614, 
615,617.) The plaintiff had no patent and no rights 
except under the contract by which he had assigned 
them. The court said: “In passing on the question of 
jurisdiction the case is to be considered as if Albright 
and Cahoone were the only defendants. The appellee, 
before the commencement of the suit, sold and trans- 
ferred to Albright and Cahoone all his title and interest 
in the inventions covered by his patent. The transfer 
was absolute and unconditional. No right, therefore, 
secured to the appellee in the patent by any act of 
Congress remained in him. He had no right to pro- 
secute anyone for infringements of his patents, or to 
demand damages therefor, or an account of profits. 
He was entitled to the royalties secured by his con- 
tract and nothing more, and the only question raised 
by the bill of complaint and the answer of Albright 
and Cahoone was simply this: What is the sum due 
the appellee from Albright and Cahoone for his royal- 
ties under his contract ?” 

In Wilson vs. Sandford, 10 Howard, 99, the ques- 
tion arose upon a demurrer to the bill, which neces- 
sarily admitted the validity of the patent set up there- 
in, and no issue was made or could arise on this de- 
murrer as to the validity of any patent. 

In Hartell vs. Tilghman, 99 U.S. 547, the defend- 
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ants in their answer admitted the validity of plaintiff ’s 
patent and the use of the invention, and averred a com- 
pliance with the contract and their right to use the in- 
vention, and offered to pay what was due under it, 
and this case was decided by a divided court. 

In all the other cases cited at page 6 of the brief of 
defendant in error the validity of the patent sued on 
was not in question, and in none of them were any of 
the exclusive rights given patentees by the Patent 
Laws in issue by the pleadings, or tried and decided 
by the court, while in the case at bar, as the pleadings 
and findings show, these rights were squarely in issue, 
were tried and determined by the court, and we insist 
that under these circumstances this court would have 
been authorized to review this judgment under the 
statutes as they stood prior to 1870, because the ques- 
tions of the validity of the patent and its infringement 
were according to the practice of the Minnesota courts 
which prevailed in this case on the trial below, square- 
ly within the issues and properly tried and decided. 


IV. 


But defendant in error at page 22 of his brief claims 
that it was unnecessary for the court to go into and 
determine the validity of the patents in deciding this 
case because the plaintiff in error was estopped to 
deny the validity of the patent of defendant in error 
by the license. 
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Our answer to this position is: 


ist. Thisis one of the main questions at issue in the 
review of this case which we seek—a question which if 
decided by this court as it was decided after full argu- 
ment on the trial by the court below, in our favor, makes 
the validity of this patent the turning point in the case. 
There is no motion to affirm here, and this question is 
not raised by the motion to dismiss. 

The fact remains that the validity of all the patents 
pleaded was tried and decided by the court below— 
and thus the case was one fouching patent rights. 
Whether the court below erred in trying and deciding 
upon these patent rights at all, and whether its decision 
upon them was correct, are questions which we are 
entitled to be heard upon on their merits, and orally 
before this court, and we protest that neither of them 
ought to be considered or decided against us on this 
motion, and we do not propose to discuss this question 
of estoppel at length now. We however suggest: 


2d. The plaintiff in error was not estopped by the 
license to contest the validity of the patent of defend- 
ant in error. 


That license is suz generis and we ask the court to 
notice these peculiarities. 
Record, page 3. 


A. It does not admit or recite the validity of the 
Starling patent but simply allows the licensee to make 
and sell a particular plow under it. 
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B. It gives the licensee that privilege for no stated 
time and for no stated number of plows whatever, and 
so was revocable at any time. 


C. It gives the licensee no exclusive privilege to 


make and sell this plow, but leaves the licensor the 
right to give the same privilege to every one else in 
the territory. 


D. Itin no way binds the licensee not to make 
and sell as many sulky plows of other designs or 
under other patents as it chooses. 


E. It does not bind the licensee to manufacture or 
sell any number of Starling sulky plows, or to manu- 
facture or sell them for any length of time. 


Now we contended and still contend that this 
instrument was voidable by either party on proper 
notice, as it was for no definite time and gave neither 
party any exclusive rights. 

It was nothing more than an agreement to make 
and sell some Starling sulky plows in the usual way 
under the license, and to pay $2.50 for what were 
made under the license. 

Plaintiff in error made thirty-five or forty under the 
license and paid for them and gave written notice on 
December 5th, 1878, “that the construction of the 
sulky plow was unsatisfactory and useless, and many 
had been returned as unservicable, and that the de- 
fendant would thereafter manufacture a sulky plow of 
its own design, and renounced its license.” 

Record, page 14. 
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The recovery was for plows made after this renun- 
ciation on the ground that these plows infringed one 
of three claims in Starling’s patent. 

Record, page 15, 3d. 


We insist that after this renunciation the plaintiff in 
error had the same right to contest the validity of the 
Starling patent that it had before the license was 
made, and that no recovery could be properly had 
against it unless it infringed the patent; that there 
could be no recovery under the license because 
it was only plows made “under patent number 
154,293, the Starling patent, that the license required 
it to pay for, and these plows were mot made under 
this patent, but the license had been renounced and the 
patentee notified that the plaintiff in error was no? 
manufacturing under this patent but in defiance of it. 
The license was ended. 

In any event the plaintiff in error was not under 
these circumstances estopped to contest the validity of 
the patent. 

Brown vs. Lapham, 27 Fed. Rep. 77. 

Burr vs. Duryee, 2 Fisher’s Pat. Cases, 275, 284. 
Moody vs. Taber, 1 Banning and Arden’s Pat. 
Cases, 41, 43. | | 

Bostock vs. Goodrich, 25 Fed. Rep. 819. 
Bell vs. McCullough, 1 Fisher, 380. 
Wood vs. Wells, Crittenden & Co., 6 Fisher, 385. 
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In a similar case in Burr vs. Duryee, 2 Fisher, 282, 
284, where the licensee had not renounced, the court 
said: “The respondents had a right to purchase and 
use any other machine. If such machine should be 
challenged as an infringement of a prior patent, they 
have a right to defend themselves by any plea any 
other person might use, their purchase of a license 
forms no bond of allegience to the patentee, or an 
estoppel from averring and proving the truth.” 


In Moody vs. Taber, 1 Banning and Arden, 43, the 
court said: “The company elected to repudiate any 
rights or liabilities under the contract and to determine 
the contract relations absolutely. This it did by its 
letter of October goth, 1869, in which the company 
say to the complainant: ‘In order that there may be no 
misunderstanding in the future, we hereby give you 
notice that we understand the contract to be at an end, 
and we shall not therefore account to you for any 
profits we may derive from the manufacture and sale 
of abdominal supporters after October 10th, 1869.’” 

And the court held such notice did terminate the 
contract relations. And so are all the authorities 
above and in like cases. 


The authorities cited at page 23 of defendants’ 
brief are not in point because in every one of those 
cases some of the essential elements of the case at bar, 
that of a naked licensee who has renounced his license 
are wanting. 


In Kinsman vs. Parkhurst, 18 How. 289, the con- 
tract was an agreement of partnership between joint 
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owners of patent rights, and the defendant had never 
renounced the contract but had made and sold his 
machines under it. 


In White vs. Lee, 14 Fed. 789, 790, there was an 
express agreement in the contract not to question the 
validity of the patent or the defendants’ infringement 
thereof, and the defendant had not renounced the 
contract. | 


In Rogers vs. Peisseur, 30 Fed. Rep. 525, defend- 
ants held the exclusive right to make and sell the pat- 
ented articles, and had not renounced their license, 
but manufactured and sold under it, and the question 
was whether they should pay a part of the royalties to 
a member of a firm which gave them their exclusive 
right. 

In Marston vs. Sweet, 66 N. Y. 206, and 82 N. Y. 
526, the license was a grant of an exclusive right, and 
the licensee had given no notice of renunciation, and 
the court well said that the fact that the licensor had 
granted the exclusive right and thereby agreed that he 
would not manufacture and sell in the district, might 
well be consideration for the contract where no notice 
of renunciation had been given. 


In Baltimore Car Co. vs. North Balt. Car Co., 21 
Fed. Rep. 50, the licensee, by the agreement, ac- 
knowledged the articles it made to be infringements 
of the patent and agreed to pay license fees thereon 


_during the term of the patent. 


And so are all the cases cited here against us. We 
have been unable to find amy decision anywhere that a 
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licensee who had no exclusive right, who never agreed 
not to make other articles, who agreed to pay royal- 
ties for no definite time, and on no definite number, 
and who has paid for all he made and sold under the 
license, and has repudiated and renounced the license, 
is estopped to contest the validity of the patent there- 
after. 


3d. The defendant in error did not plead any estop- 
pel but waived it, if there might have been one, and 
joined issue squarely on the validity of the patents, 
and the question of estoppel is in reality not in the 
case. 


See Reply, page 9, Record. 


4th. One of our exceptions, which appears in the 
bill of exceptions, is this: We offered to prove the 
fact that the combination described in the Starling 
patent had been in constant use, without objection on 


his part, for twenty years by all sulky plow makers, 


and that he had thereby abandoned it, and we had, by 
the competition of.others who used it without license 
or royalty, been evicted. The court below refused 
to permit this and we excepted. 

This was a good ground of defense, and authorized 
an attack on the patent and license, even if it had 
been exclusive and not renounced. An eviction au- 
thorizes even an exclusive licensee to attack the patent; 
and the public use of an invention zs an eviction, and 
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the court erred in this ruling. But this does not ap- 
pear in the record now here, and if the motion is 
granted we shall be deprived of the review of this and 
other important questions which the bill of exceptions 


will disclose. 


We respectfully ask that the motion be denied. 


JOHN B. & W. H. SANBORN, 
Attorneys for Plaintiff in Error. 
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Supreme Court of the United States, 
OCTOBER TERM, 1890. 
‘ No. 329. 
THE ST. PAUL PLOW WORKS. 
Plaintiff in Error, 
vs. | 


| WILLIAM STARLING. 


¥ - Defendant in Error. 


BRIEF FOR PLAINTIFF IN ERROR. 


Re 


WALTER H. SANBORN, 
Attorney for Plaintiff in Error. 


HM. M. SMYTH PRINTING COMPANY, 8ST. PAUL. 


. 
. 
. 
. 
*. . 
«* 
- 
. 
. 
* * 
* 
. 
. 
° 
* 
* 
. 
* 
. 
* 
> 
. » . 
* 
. 
mee Sa an eh nat nlp aR geen SE Sime te MS Oe en Rm — ~ 7 + 
Yo . * 
jag 7 ae < 
s a i iat ? a tie a ; : sit 
ee. Se a ee Tce rh ee ee « . * 4 
id Se ey . = % rc ; P 7 


Po a: LSA Sah t's 


Supreme Court of the United States. 


OCTOBER TERM, A. D. 1890. 


St. Paut Prow Works, 
Plaintiff in Error, 
No. 329. 


WILLIAM STARLING, 
Defendant in Error. 
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BRIEF FOR PLAINTIFF IN ERROR. 


STATEMENT. 
The defendant in error brought an action for $10,000 
damages, and for his cause of action alleged: 


First. That he was the inventor of an improvement in 
sulky plows that had never been known, used, described or 
patented before his invention, and that he obtained a patent 
for it, No. 154,293, dated August 18, 1874. 

Transcript, page 1. 
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Second, That defendant and plaintiff on December 17th, 


IS77, made the following contract: 


“This indenture, made on this I7th day of December, 
A. D. 1877, between Wm. Starling, of the town of Princeton, 
Bureau County, Illinois, of the first part, and the St. Paul 
Plow Works, of St. Paul, Minnesota, of the second part, 
witnesseth: 

That the party of the first part does hereby grant to the 
party of the second part the right to make and sell the 
Starling sulky plow under patent No. 154,293, dated August 
18th, 1874, in the following territory, viz., Wisconsin, Min- 
nesota, Dakota, and all that part of Iowa north of the 
Northwestern railway, and all that territory west and north 
of above described territory. In consideration of the above 
grant the party of the second part agrees to make said sulky 
plows in a good and workmanlike manner, and advertise and 
sell them in the usual manner and at a price not to exceed 
the usual price of this class of implements sold by other 
manufacturers, and rendér an account on the first day of 
January and July of each year of all plows sold prior to 
those dates on which the royalty has not been paid, and pay 
to the party of the first part, his heirs or assigns, two and 
fifty one-hundredths dollars for each and every plow sold, 
said royalty for spring sales to be paid July Ist, and for fall 
sales January Ist of each year. 

The party of the first part also grants to the party of the 
second part the right to make and sell the improvement in 
whiffletrees under patent 151,804, in consideration of which 
the party of the second part agrees to pay the party of the 
first part, at the time of the payment of the royalty for the 
sulky plows and in the same manner. the sum of one cent 


for every pound of said trons used or sold. | 


ee 


—. 
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In witness whereof the said parties have hereto affixed 
their signatures the day and year above written. 
Sr. Paut Prow Works, 
Witness: Pr H. E. Mann, See’y & Treas. 


JAS. eb. PAYNE. WILLIAM STARLING.” 


Transcript, folios 3 and 6. 


Third. That plaintiff in error failed to perform the cor 
tract in the following respects: 

A. That it had lately desisted from making and selling 
the Starling sulky plows altogether. 

2B. That it had always failed to make the same in a 
workmanlike manner. 

(. That it had failed to properly advertise the same or 
properly sell the same. 

DD. That it had accounted for no plows sold after 
January, 1879, but had sold sulky plows not accounted for 
under a different name, which embodied the improvements 
in and were the plows of defendant with slight modifications. 

Transcript, folios 4 and 5. 

Fourth. That the contract. bound the plaintiff in error 
to do all these acts, its failure to do which is charged as a 
breach of the contract for the full term of the patent. 


Transcript, folios 3 and 4. 


Plaintiff in error by its amended answer defended on the 
following grounds: 

First. Ut denied that Mr. Starling was the inventor of 
the improvements he claimed, averred that they had been 
known, used and on sale in this country more than two years 
prior to his application, and had been patented in 

Letters patent No. 116,956, dated July 11, 1871, to W. 


Hay and T. B. Freeman. 


oe reeling 


4 


seg Fite A gle A Jo EE CS om 


oy LE OWE a OT I eee si 
- sectiehord " 
x Gag ‘e & wy 
a egies - 
« — — siege a dil aiiiiing 
a i 
iy ay 


Letters patent No. 120,560, dated October 31, 1871, to 
Worrel & Rynerson. 

Letters patent No. 123,505, dated February 6, 1872, to 
C. N. Owen. 

Letters patent No. 132,772, dated November Sth, 1872, to 
C. N. Owen. 

Letters patent No. 134,121 dated December 17th, 1872, 
to J. Worrell. 

Letters patent No. 143,147, dated September 23, 1873, 
to J. D. Harrison. 

Second. It admitted that the contract dated December 
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17th, 1877, was made, but averred that this contract granted 
no exclusive right to it, to manufacture or sell under the 
Starling patent; that Mr. Starling reserved his right to 
license everyone else to manufacture and sell in this terri- 
tory; that the Plow Works did not agree to manufacture or 
sell Starling sulkies for the unexpired term of the patent or 
for any stated time; that it did not agree to sell any number 


of plows; that it did not agree that it would not sell other 
sulky plows under other patents, and that. the only effect of 
the agreement was that Mr. Starling permitted the Plow 
Works to make and sell Starling sulkies, and the Plow Works 
agreed to pay him $2.50 apiece for what Starling sulkies it 
made and sold under the contract. 

Transcript, folios 15 and 16. 

Third. That-the Plow Works fully performed its part of 
the contract made, advertised and sold some plows under the 


contract and accounted for and paid $2.50 apiece on each 

thereof. 

Transeript, folio 17. 

e Fourth. That the Starling sulky plows made under said 
_ agreement, according to the Starling patent, proved useless 

and unsalable, and on December 5th, 1875, the Plow Works 


ee 


notified Mr. Starling of these facts: that it renounced its 
license, would no longer manufacture or sell the Starling 
plow or claim any right so to do, but that it would make and 
sell a plow of its own design. 

Transcript, folios 18 and 19. 

fifth. That after this renunciation it made and sold 
sulky plows, such as -are described in patent No. 225,207, 
dated March 9th, 1880, to Louis Berthiaume, and that these 
plows were constructed on entirely different’ principles from 
the Starling plows, and were not Starling sulky plows. 

Folio 17. Transcript. 

Mr. Starling by his reply admitted the notice of renunei- 
ation of the license, and denied the other statements of the 


answer. 


The case was tried upon these issues before Hon. R. R. 
Nelson, acting circuit judge, without a jury, and he found: 

First. That the plaintiff in error manufactured and sold 
thirty-five or forty Starling sulky. plows under the contract 
and accounted for and paid the 82.50 each on then: That 
it, on December 5th, 1878, gave Mr. Starling written notice 
that the construction of the Starling sulky plow was unsatis- 
factory and useless, that many such plows had been returned 
as unserviceable, and that it renounced its license and would 
thereafter manufacture a sulky plow of its own design. 

That the plaintiff in error could not, without the consent 
of Mr. Starling, terminate the rights conferred by the license, 
and, there being no limitation on its face, it contmued until 
the expiration of the letters patent. 

Folios 31 and 33, ‘Transcript. 

Second. That after the notice of renunciation of the 
license the Plow Works made and sold 960 plows called Star 


plow, designed by Berthiaume, described in his patent, and 
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350 plows called the Harris plow, muking 1310 plows, for the 
contract price of which, (at $2.50 each,) amounting to 88275, 
he ordered judgment. 

Folios 32-39, Transcript. 

Third. That the Berthiaume and Harris plows infringed 
the first claim of the Starling patent, but no other. 

Folio 33, Transcript. 

fourth. That none of the patents pleaded in the answer 
anticipated the first claim of the Starling patent, because they 
did not show a device for locking the plow in the ground by 
a locking lever at any desired height, or for tilting up the 
point of the plow so that the horses would pull it out of the 
ground. 

Folios 34-39, Transcript. 

On the trial of the action, after the notice of renunciation 
of the license had been admitted and proved, the plaintiff in 
error objected to the evidence that it had thereafter made 
and sold the 1310 plows, on the ground that it was incompe- 
tent and immaterial, and Mr. Starling could not recover for 
them on the contract, but these objections were overruled 
and it excepted. 

Folio 67, Transcript. 

The course of the trial was such that tlie defendant in 
error introduced in evidence the Starling patent, evidence 
tending to show the manufacture and sale of the 1310 plows, 
and the testimony of two experts, Mr. Starling and Mr. 
Gunckel, tending to show that the Berthiaume and Harris 
plows infringed the first claim of Starling’s patent, and 
rested. 

Folios 66-94, Transcript. 

The plaintiff put in evidence the patents pleaded in the 
answer and testimony of three experts tending to show that 
these patents anticipated every claim of Starling’s patent, 
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and offered to prove that hy the testimony of two more 
witnesses, but was not permitted to do so (folio 204), and 
rested, 

The defendant in error then introduced the testimony of 
Messrs. Gunekel and Starling, to the effect that neither 
of these patents anticipated Starling’s, and they stated their 
reasons and the grounds for their claims in detail as to each 
of these patents; and for the first time on this trial and in 
this testimony, stated that the reason these patents did not 
anticipate was that there was no device in either of said 
patents which enabled the Operator to lock the plow at any 
desired depth in the ground, or to tilt up the point of the 
plow so that the horses would assist in raising the plow out 
of the ground. 

Folios 205-281. 

Plaintiff in error then offered -to show in rebuttal of the 
lust mentioned evidence, by three witnesses then in court, 
that there is a device in the Hay and Freeman patent, in the 
Worrell and Rynerson patent, and in the two Owen patents, 
by which the operator is enabled to lock the plow at any 
desired depth in the ground, and: also to tilt up the point of 
the plow so that the horses will assist in raising the plow out 
of the ground, and that these several devices consist of the 
same combination or a combination of the same mechanical 
equivalents as that shown in Starling’s first claim, and 
that the witnesses Gunekel and Starling were mistaken in 
their testimony that there were substantial differences be- 
tween Starling’s combination and its operation shown in his 
first claim and the combinations and their operations shown 
in said anticipating patents. 

But the court refused to hear any of this evidence, and 
plaintiff in error excepted. 


Folios 282-3, Transcript. 
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Defendant in error in his testimony introduced evidence 
to the effect that sulky plows well made according to the 
sample and patent would be, and that plows so made by the 
Princeton Manufacturing Company were practical, operative 
and successful plows and gave the best satisfaction to pur- 
chasers. 

Folio 205, Transcript. 

The plaintiff in error having introduced evidence that 
defendant in error had sent it a sample plow made at Prince- 
ton, Ill., at the time the contract was made, and that it 
constructed its Starling plows according to that sample and 
they were worthless—while the Berthiaume and Harris plows 
were practical and salable—offered to show by witness Carter, 
who was a practical dealer in plows, that at Princeton, IIL, 
in 1879, he made and sold the Berthiaume plows at the price 
of $45 each, im competition with the Starling plows at a price 
of $25 each, and that the witness was able to sell his plows 
without difficulty, while the Starling plows had no sale. 

Folios 205-281. 

But the defendant in error objected to this as immaterial, 
and the court sustained the objection, to which ruling 
plaintiff in error excepted. 

Folio 281, Transcript. 

After the plaintiff in error had rested its case in rebuttal, 
the defendant in error offered evidence tending to show that 
he had first constructed a plow containing the elements of 
his first claim in the winter of 1871-2, before the first Owen 
patent, dated February 2, 1872. 

This evidence was objected to on the ground that it was 
immaterial, and was a part of the plaintiff's case in chief, 
but the court overruled the. objection and the defendant 
excepted. 

Folio 281, Transcript. 


ASSIGNMENT OF ERRORS. 


The plaintiff in error alleges that the court below com- 


mitted manifest errors in the following particulars: 


L. 


That after it had been proved and the court below had 
found that the plaintiff in error had constructed and sold 
hetween thirty-tive and forty Starling sulky plows, under the 
agreement and according to the sample Starling sent it, 
(folio 281, Transecript,) and had about December 5th, 1878, 
given the defendant in error written notice that the con- 
struction of the Starling plows was unsatisfactory and 
useless—that many had been returned as unservicable—that 
it would not longer manufacture or sell that plow, but would 
make one of its own design, and that t renounced its license 
and would no longer act under saia agreement, and after 
said court had found that the plaintiff in error rendered its 
account to January Ist, IST7¥, and paid $2.50 apiece on all 
the plows it made before it renounced the license or agree- 
ment—the court still ruled, held and decided ‘that the 
defendant could not without the consent of the plaintiff 
terminate the rights conferred by the license, and there being 
no limitation on its face the license continued until the 
expiration of the present letters patent,” and ordered and 
caused judgment to be entered against the plaintiff in error 
for $2.50 each on the 1310 plows, which the plaintiff in error 
made after the renunciation of said license, and which were 
not Starling sulky plows, but plows of an entirely different 
character and construction, (folios 77-79, Transeript,) and 
this is an action founded solely on the contract and not 


brought for infringement of the patent, and when the court 
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below itself found that the 1310 plows so manufactured were 
unlike that described in the Starling patent, and did not in 


any event infringe more than one claim of said patent—when 


the court should have ruled and decided that there could be 
no recovery of any amount in this action upon the contract 
for any of the plows made after said renunciation, and that 
said renunciation terminated the rights of botht parties under 
said contract. 


Transcript, folios 31, 32, 33, 34-39, 327-820, 204. 
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That the court, against the objection of plaintiff in error 
that such evidence was incompetent and immaterial after the 
notice of the renunciation of said contract had been admitted 
and proved, permitted the defendant in error to introduce 
evidence tending to show that the plaintiff in error had made 
and sold the 1310 plows above referred to, which were not 
made according to the Starling patent, or the sample Starling 
sent, but after the design of the Berthiaume patent. 

Folios 67, 333, Transcript. 


ITI. 


That the court below refused to permit the plaintiff in 
error to introduce the evidence of the three witnesses then in 
court, in rebuttal of the testimony of Messrs. Guneckel and 
Starling, to the effect that the patents pleaded in the answer 
did not anticipate the first claim of Starling’s patent, because 
there was no device in either of said patents which enabled the 
operator to lock the plow at any desired depth in the ground, 
or to tilt up the point of the plow so that the horses would 
‘assist in raising it out of, the ground, when this claim had 
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heen made for the first time by these witnesses in their 
testimony in rebuttal, and the plaintiff in error had had no 
opportunity to rebut it before, and when he could have 
shown by the witnesses Woodward, Haupt and Harris, that 
there was such a device in the Hay and Freeman patent, in 
the Worrell and Rynerson patent, and in the two Owen 
patents. 


Folios 66-04. Y04. 205-881. 2829-3. 3! 
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BY. 

That after the defendant in error had introduced evidence 
and testimony to the effect that sulky plows well made, 
according to the sample which had been made by the Prince- 
ton Manufacturing Company and sent by defendant im error 
to the plaintiff in error, would he, and that plows so made 
by the Princeton Manufacturing Company were practical, 
operative and suecessful plows and gave the best satisfaction 
to purchasers (folio 205, Transcript), and when the plaintiff 
in error had introduced evidence that it constructed its Star- 
ling plows according to said sample and constructed them 
well, but that they were worthless, while the Berthiaume and 
Harris plows were practical and salable, the court below 
refused to permit the plaintiff in error to show by the wit- 
ness Carter, who was a practical dealer in plows, that at 
Princeton, Ilimois. in IST%, he made and sold the Berthiaume 
plows at the price of $45 in competition with the Starling 
plows at a price of 825, and was able to sell his plows with- 
out difficulty while the Starling plows had no sale, and 
sustained the objection of the defendant in error that this 
testimony was immaterial. 


Folios 281, 333, ‘Transcript. 
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That the court overruled the objection of the plaintiff in 
error that such evidence was immaterial and was a part of 
the defendant in error’s case in chief, when, after the plaintiff 
in error had rested its case in rebuttal, the defendant in error 
offered evidence tending to show that he had first constructed 
a plow containing the elements of his first claim in the winter 
of 1871-2, before the first Owen patent, which is dated Feb- 
ruary 2d, 1872. 


Folios 281, 334, Transcript. 


VI 

That the court sustained the objections of the defendant 
in error to the testimony offered by the plaintiff in error 
tending to show that the lever device shown in the Starling 
patent, and substantially the same as that shown in the Star- 
ling model, was used on the Deere sulky plow and the Buford 
sulky plow prior to 1872. 

Folios 2, 13, 204, 281, 333, Transcript. 


VIL. 


That after it appeared in evidence that the defendant in 
error at the time of the making of the contract caused one of 
his Starling sulky plows to be sent to the plaintiff in error 
as a sample, and that the plaintiff in error manufactured the 
Starling sulky plows in a workmanlike manner according to 
said sample and they were unserviceable, and after the court 
had found that the 1310 plows made after the renunciation 
of the license, did not contain the device used for depressing 
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the plow-beam in front in the Starling plow, and did not 
infringe the first two claims of the Starling patent, and were 
to that extent unlike the Starling sample, yet it still held 
that a change in these particulars after the renunciation did 
not defeat the right ot Starling to recover the full $2.50) each 
upon these 1310 plows in this action for a breach of the 
contract. 


Folios 281, 284-287, 32%. Transcript. 


VIL. 


That the court below ruled, decided and held that the 
improvement claimed in. Starling’s first claim in his patent 
in evidence was not anticipated by the patent of Hay and 
Freeman in evidence. 


Folios 287-296, 320, 299-305, Transcript. 


IX. 

That the court below held, ruled and decided that the 
Worrell and Rynerson patent in evidence does not show the 
combination of Starling for the purposes described in his 
patent, and does not anticipate Starling’s pretended inven- 
tion. 


Folios 287-26, 320, 316-319, Transcript. 


. & 

That the court helow ruled, held and decided that patent 
123.505, issued to C. N. Owen, in evidence, does not have 
the combination of Starling for the purposes described in his 
patent, and does not anticipate his pretended invention 
referred to In his first claim. 


Folios 287-206, 305-308, Transcript. 
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XI. 

That the court below ruled, held and decided that patent 
number 132,772, issued to C. N. Owen, in evidence, does not 
have the combination of Starling for the purposes described 
in his patent, and’ does not anticipate his pretended invention 
referred to in his first claim. 


Folios 287-296, 308-310, Transcript. 


XII. 


That the court below ruled, held and decided that patent 
‘number 127,828, issued June 11th, 1872, to William G. 
Haslup, does not have the combination of Starling for the 
purposes described in his patent, and does not anticipate the 
invention reterred to in his first claim. 

Folios 323:353, Transcript. 


—s 
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FIRST, SECOND AND SEVENTH ERRORS ASSIGNED. 


We submit that the court below erred in ordering and 
entering judgment in this suit upon the contract for the 
82.50 each upon the 960 Berthiaume plows, and the 350 
Harris plows, that were made and sold by the plaintiff m 
error after the contract or license was renounced by it, and 
this on the following grounds: 

Kirst. Because the contract did not bind the defendant 
in error to grant the privilege of manufacturing or selling 
any number of Starling sulky plows, or of manufacturing 
or selling them for any length of time to the plaintiff in 
error, and did not bind the plaintiff in error to manufacture 
or sell any number of Starling sulky plows or to manufac- 
ture or sell them for any length of time, and .was therefore 
void as to all plows made or sold after either party indicated 
to the other its unwillingness to longer act under the con- 
tract. It was so utterly void that no damages could be 
recovered from either party for failing to permit on the one 
hand the manufacture and sale, or failing to manufacture 
and sell on the other. 

Bailey vs. Austrian, 1% Minn. 535. 
Atkins vs. Van Buren, 77 Ind. 447. 
‘Addison on Contracts, Vol. 1, Star pages 390, 435, 436. 


Williamson vs. Taylor, 5 Q. B. 175. 


Second. Because the contract was a mere naked permit or 
license which granted no exclusive privilege to the plaintiff 


in error to make and sell the Starling sulky plow, but left 
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the defendant in error the right to give the same permit to 
every one else in the territory, and it in no way bound the 
plaintiff in error not to make and sell as many sulky plows 
as it chose of other designs or under other patents, and was 
therefore revocable by Starling and capable of being re- 
nounced by the Plow Works at any time. 

Hence, when it was renounced on December 6th, 1878, 
and all the Starling sulky plows made to January Ist, 1879, 
were paid for, the defendant in error could not recover upon 
the contract for the 1310 plows made thereafter, which were 
not Starling sulky plows, but were so different that they 
contained at most but one of the three elements or claims 
that distinguished the Starling plow. 

Brown vs. Lapham, 27 Fed. Rep. 77. 

Fetter vs. Newhall, 17 Fed. Rep. 841, 544. 

Rich vs. Hotchkiss, 16 Conn. 409, 41s. 

Moody vs. Taber, 1 Banning & Ard. 41, 48 

Bell vs. MeCullough, 1 Fisher, 380, 381. 

Sherman vs. Champlain Transportation Co., 51 Vt. 
162, 180, oe. 182. 

White vs. The S. Harris & Sons Mfg. Co., 5 Banning 
& Ard. 571. 


Third. Because the contract itself, if not revoked or re- 
nounced, only permitted the plaintiff in error to make and 
sell the Starling sulky plow. It only protected him in mak- 
ing and selling that plow, and the making and selling of the 
Berthiaume and Harris plows was an act in no way covered 
by the contract or license, and not in any way a breach of 

that contract. The plaintiff in error had not agreed not to 
make and sell other plows, but as to these other plows it 
a od out from under its license, was liable for infringement 
any stranger if it infringed the Starling patent, and could 
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defend against such suits on the same ground that any stran- 
ger could defend, but for these other plows the defendant in 
error could not recover any royalty under the contract, 
hecause that was confined to the Sfar/ing sulky plow and that 
alone, and none of these plows contained the distinguishing 
characteristics of that plow. 

Burr vs. Duryee, 2 Fischer, 281, 282, 283. 

Wood vs. Wells, Crittenden & Co., 6 Fisher, 385. 


In discussing these propositions the following undisputed 
facts must be borne in mind: 

The contract in this case (folios 6 and 7, Transeript) is 
sue generis, and has the following peculiarities: 

A. It does not admit or recite the validity of the Starling 
patent but simply allows the Plow Works to make and sell a 
particular plow-under it. 

&. It gives the Plow Works that privilege for no stated 
time and for no stated number of plows whatever, and so was 
revocable at any time. 

(. It gives the Plow Works no exclusive privilege to 
make and sell this plow, but leaves the licensor the right to 
give the same privilege to every one else in the territory. 

PD. It in no way binds the licensee not to make and sell 
as many plows of other designs or under other patents as it 
chooses. | 

Ek. It does not bind the licensee to manufacture or sell 
any number of Starling sulky plows, or to manufacture or 
sell them for any length of time. 

F. It is restricted to ** 7/e Starling Sulky Plow” and 
does not authorize the licensee to make or sell any other 
plow under the patent. Nor does it obligate it to pay 
license fees for the sale of any other plow, but as to all other 
plows except the Starling sulky plow, it leaves the plaintiff 
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in error free to manufacture and sell, subject only to its 
liability as an infringer in the same way as it would have 


been without the contract. 


At the time the contract was made, the defendant in error 
sent to the Plow Works at St. Paul *‘A Starling Sulky 
Plow” according to which as a sample the plaintiff in error 
constructed the 35 or 40 plows it made under the contract. 

Transcript, folios 75, 281, 284-5. 

On December 6th, 1878, the plaintiff in error renounced 
the contract and gave notice thereof, and accounted for and 
paid for all the Starling sulky plows it manufactured up to 
January Ist, 1879. 

Transcript, folios 284-5, 66, 67. 

It is for 960 plows called ‘Star Plow” designed by 
Berthiaume and 350 plows called the ‘‘Harris Plow” made 
after the license was renounced, that the judgnient herein is 
ordered. 

Transcript, folios 285, 293. 

None of the 960 Berthiaume plows or of the 350 Harris 
plows were ‘*Starling Sulky Plows.” 

There were three claims in Starling’s patent, (Transcript, 
folio 301,) and the sample of the ‘‘Starling Sulky Plow” was 
constructed according to that patent. 

The Berthiaume and Harris plows contained nothing 
equivalent to the second or third devices claimed in the 
Starling patent, and the judgment went on the sole ground 
that these plows infringed the first claim of the Starling 
____ patent and that only, and we think we can demonstrate later 

«that they did not infringe even that. 

-  ranseript, folios 71, 72, 77, 287, 51, 114-118, 123- 
ai 180, 138, 145-168, 174. 


19 


FIRST. 

The court below escaped from the first two propositions 
we have stated above, by holding that “there being no 
limitation on its face the license continued until the expira- 
tion of the present letters patent, and that the defendant 
could not without the consent of the plaintiff terminate the 
rights conferred by the license.” 

Transcript, folio 33. 

He was led into this error by the citation and use. by the 
defendant in error, upon the trial, of the following authorities, 
which will no doubt be cited in this court, and by his failure 
to mark the vital distinction between the contract or license 
in these cases, and the one in case at bar. The cases were 

A. Kelly vs. Porter, 17 Fed. Rep. 517, 592. 
Cohn vs. National Rubber Co., 3 Banning & Ard, 568, 
§ 71-2. 


Walker on Patents, sec. 309. 


B. Hodge vs. Hudson River R. R. Co., 6 Blatchford, 
165, 16%. 
W ovodworth vs. Weed, 1 Blatchford, 163, 164. 
Nixon vs. Paper Bag Machine Co., 105 U. S. 766,771. 


Rogers vs. Reissner, 30 Fed. Rep. 530. 


(. White vs. Lee, 17 Fed. Rep. 780. 
McKay vs. Jackman, 17 Fed. Rep. 641-3. 
Kinsman vs. Parkhurst, 18 Howard, 289. 

Evory vs. Candee, 17 Blatchford, 204. 

Pope Mfg. Co. vs. Owsley, 27 Fed. Rep. 101. 

National Rubber Co. vs. Boston Rubber Shoe Co., 41 
Fed. Rep. 48, 50. 
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These authorities and those cited in the opinions and text 
books in support of the decisions in these cases, are not in 


point in the case at bar for the following reasons: 


First. There is this vital distinction between the contracts 
on which the cases above cited arose and the one in the case at 
bar, to-wit, in those cases the contracts granted the exclusive 
right under the patent to make and sell patented articles in a 
certain territory, or the exclusive right to use a certain ma- 
chine or number of machines—this is @ grant of a portion of 
the franchise, and as it conveys an intregral part of the 
franchise, that part exists just as long as the whole out of 
which it is carved continues, that is for the life of the 
letters patent. 

Aiken vs. Manchester Paint Works, 2 Cliff. 488. 
Bloomer vs. Millinger, 1 Wall. 340. 


Hence, a notice of abandonment or renunciation of the 
conveyance of this integral part, which has been executed 
and delivered, does not diminish the fractional part or the 
continuance of the portion of the franchise conveyed. This 


proposition rests upon sound reason, and it is this: the — 


patentee by the grant of the exclusive right has deprived 
himself of the right and privilege of giving to other individ- 
uals the right in the territory thus excluded to manufacture 
or sell the patented article, and hence the exclusive licensee 
ought not to be and will not be permitted after he has ac- 
cepted the grant and thus deprived the licensor of his privi- 
lege to license others, to abandon or renounce the grant and 
thus damage the licensor. This is upon the principle that 
having taken the grant and so deprived the licensor of the 
right to license others, he is estopped to repudiate the grant, 
because he cannot put the licensor ¢n statu quo. 
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, It is for these reasons, that in Kelly vs. Porter, 17 Fed. 
Rep. 519:522, where the patentee contracted to give the 
licensee ‘‘the exclusive right and privilege of manufacturing 
and selling the aforesaid goods under any patent that he 
might obtain by or through his application aforesaid,” in a 
certain territory, and covenanted to protect the licensee’ 
‘against any and all persons daring the term for an applica- 
tion for a patent as aforesaid, and after he shall have obtained 
a patent from the United States government aforesaid,” and 
that if the patentee’s claims were rejected, the agreement 
should then cease and be void. The court held that the con- 
tract and grant extended for the life of the patent, and could 
not be revoked by the licensor. 

It would be strange indeed if it could be, after he had 
granted an integral part of his franchise, had covenanted to 
protect against everybody, and had provided in what case 
alone his agreement should cease. 

So in Cohn vs. National Rubber Co., 3 Banning and 
Arden, 568, 571-2, which seems to have been eited and relied 
on. by the court (folio 51, Transcript), and where it is said, 
‘if licensees refuse to perform on their part and repudiate 
the license, they may be treated by the owner of the patent 
at his election as infringers. He may have his remedy by 
suit upon the license, in case they have repudiated the 
license, or he may elect to treat them in the future as in- 
fringers of his exclusive rights under the patent. Being in- 
fringers they cannot set up the license in defense of a suit 
any more than if they had never possessed any such 
authority.” 

It is important to remember that that was an action 
by the patentee for an infringement, and the defendant’s 


plea was that it had an exclusive license from the plain- 
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tiff, but that the plaintiffs patent was void, that it had 
not sold any shoes that infringed the plaintiff's patent, and if 
it had it was ready to pay royalty under its license. The 
only question decided was, that after being defeated on the 
question of infringement, defendant could not defend under 
its license. What is said about the licensor having his 
remedy by suit upon the license in case the licensees have 
repudiated the license is obter dict. and if it is good law at all, 
it applies only to cases where an integral part of the fran- 
chise has been granted by the conveyance of an exclusive 
right and that for the reasons we have stated above. 
The remarks in Walker on Patents, section 309, and other 
text books upon this particular point, rest solely upon the 
authorities we have cited above, and relate solely to cases of 
the grant of exclusive rights. 
But a contract like that at bar which gives no exclusive 
right-—grants no integral part of the franchise, but merely 
permits an individual to use it in the making and sale of 
certain machines, with the agreement to pay a stipulated 
amount for those so made and sold, without any stipulation 
as to the time of its continuance or number to be sold—con- 
tinues no longer than both parties assent to and act under it. 
It is revocable by the licensor and may be renounced by the 
licensee, because when notice of revocation or of renunciation 
has been given and the machines made before such notice 
under the license are paid for, both parties are restored to 
the same position in which they stood before the license was 
made—and there was no agreement for its continuance. 
The licensor has lost nothing, for he has always had the 
privilege of licensing everybody, and he has been paid for 
_ what the licensee has sold under the contract; the licensee 
has lost nothing, for he has had the license for what he sold 


23 


under it, and he always had the right which he still has to 
make machines in defiance of the patent and take his chances 
of infringement. 

This is a contract on the one hand that plaintiff in error 
may make “‘the Starling Sulky Plow,” and on the other that 
plaintiff in error will, make such plows and pay $2.50 on 
those made and sold. 

Now what is the difference between that contract and an 
agreement on the one hand to permit one to take water from 
a well, and the agreement on the other hand to pay ten cents 
a hogshead for that taken, or an agreement on the one hand 
to make shves and on the other to pay one dollar a piece for 
those made. 

Is it not axiomatic that either party in any of these con- 
tracts may at any time pay for what he has had—give notice 
he will act under the contract no more, and be free of all 
obligations thereof thereafter / 

It has always seemed to us that the court below was 
clearly in error when it held that this contract extended for 
the life of the patent and could not be renounced, and if so 
the judgment should never have been rendered. 

See authorities under subdivision first at the head of this 
point. 

The distinction we have urged is fundamental, and under- 
lies all the law relative to licenses. 

So in real estate law a license unaccompanied with the 


grant of any exclusive right may at any time be revoked or 


renounced. 
Johnson vs. Stillman, 29 Minn. 95. 
Malott vs. Price, 109 Ind. 22. 
Parish vs. Kasper, 109 Ind. 586. 
Kivet vs. McKeithen, #0 N. Car. 106. 
Chute vs, Carr, 20 Wis. 531, 
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Price vs. Case, 10 Conn. 375. 

Huff vs. McCauley, 53 Pa. St. 206. 

St. Louis Stock Yards vs. Wiggins Ferry Co., 112 IIL 
384. 

Jackman, Sharp & Co. vs. Phila. & C. R. R. Co., 4 
Del. Ch. 130. 

Cobb vs. Fisher, 121 Mass. 169. 

Stoddard vs. Filgur, 21 Ill. App. 560. 

But where one granted the exclusive privilege to take 
wild fowl on the lake, sloughs and waters of the grantor 
with privilege of ingress and egress, this was held to be a 
grant of a license or power coupled with an interest, and 
therefore irrevoeable. 

Bingham vs. Salene, 15 Oreg. 20s. 
‘To the same effect are 
Rogers vs. Cox, 96 Ind. 157. 
Gardner vs. Weaver, 11 W. N. C. (Pa.) 544. 


Second. Another distinction which differentiates many 
of the cases relied on by defendant in error from the case at 
bar, is that the contracts in those cases expressly stipulated 
that they should continue and parties should act under them 
for an agreed time. 

In Hodge vs. Hudson R. R. Co., 6 Blatchford, 165, 169, 
the license granted the right to use the patented article ‘‘for 
and during the term for which the said letters patent may be 
granted.” 

The only question was whether this gave the right to use 
them during an extended term, and the court held it covered 
_ the term existing when the contract was made, but not the 
In Nixon vs. Paper Bag Machine Co., 105 U. S. 766, 771, 

; as NO question of renunciation or revocation-—ng 
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question whether a license extended during the term of the 
original letters—the only question was whether an exclusive 
license in a certain territory extended beyond that term, and 
the court held it did not. 

In Rogers vs. Reissner, 30 Fed. Rep. 530, the defendants 
had by the grant obtained ‘‘the ewc/usive right to make and 
sell the patented improvement throughout the United States 
to the end of the patent, and agreed to pay certain license fees 
monthly.” 

Of course neither party could abrogate such a contract 
without the consent of the other. But the contract at bar 
granted no part of the franchise, stipulated no time, and is 


governed by the other rule. 


Third. Another distinction that distinguishes many of 
the cases from that at bar is that the defendants have re- 
tained and used the machine that they were licensed to use 
or the exclusive right conveyed, and still tried to defend 
against the payment of the consideration for that use or 
right. 

So in Woodsworth vs. Weed, 1 Blatchford, 163, 164, 
plaintiff granted defendant a license to construct and use one 
patent machine for which defendant gave his five promissory 
notes, and agreed that the license should revert if he failed to 
pay any of the notes. Defendant failed to pay two of his 
notes but still used the machine. Held, plaintiff was entitled 
to an injunction until the notes were paid. Of course he 
could not continue to use the machine for which he had 
agreed to pay an aggregate amount and defend on any prin- 
ciple of law or equity. 

But in the case at bar plaintiff in error paid for everything 
it had, gave notice of renunciation, and this put Mr. Starling 
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just where he was before he made the contract, before it 
made the plows for which this judgment was rendered. 


Fourth. Another difference between the cases relied on 
by the defendant in error and the case at bar is that in those 
cases the licensee, either by express covenants in the license 
or by recitals and admissions, or by a failure to give notice 
of a renunciation and continuing to use the licensed articles 
without such notice, and then seeking to defend against pay- 
ment for What he had already had and used, had estopped 
himself to contest the validity of the patent, while in the case 
at bar no such facts working estoppel existed. 

It was indeed claimed on the trial that the plaintiff in 
error was estopped to contest the validity of the patent of 
Mr. Starling, and the authorities of defendant in error which 
we have cited above were read for that purpose, but they are 
not in point. 

Thus, in White vs. Lee, 17 Fed. Rep. 780, the licensee 
stipulates that ‘‘he will not in any way contest the validity 
of said patents or of either of them, or any reissue or renewal 
thereof, nor the sufficiency of the specifications, or the val- 
idity of the licensor’s title, nor the fact of his infringement 
in the manufacture or sale of said shoes.” 

In McKay vs. Jackman, 17 Fed. Rep. 641-3, the defend- 
ant was using a machine under a lease and license by which 
he expressly stipulated not to contest the validity of the 
patents. (Page 642.) 

In Kinsman vs. Parkhurst, 18 Howard, 288, a partnership 
contract had been made which provided that one party 
should manufacture and sell the patented machines and ren- 
der an account and pay over a certain amount of the proceeds 
to the plaintiff. The defendants manufactured and sold the 
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patented machines under this’ contract with the patentee 
without any notice of repudiation or renunciation and then 
undertook to defend against paying over the proceeds belong- 
ing to the plaintiff by showing the invalidity of the patent. 

Of course they were estopped to do this on the principle 
that where an agent bas collected a debt for his principal, he 
cannot keep the money upon an allegation that the money 
was not justly due. (Page 293.) 

In Evory vs. Candee, 17 Blatchford, 204, the patent re- 
cited that the license was “lawfully granted,” and the court 
said: 

‘It is not necessary to consider upon the first point the 
question whether in an action to recover over-due license fees, 
the licensee is estopped from contesting the validity of a 
patent by a naked license and by an unmolested exercise of 
the right the license purported to convey, for in this case tke 
licensee expressly admitted the validity of the patent in the 
recitals of the agreement.” 

In Pope Mfg. Co. vs. Owsley, 27 Fed. Rep. 101, 
defendant had covenanted in the license not to contest 
the validity of the patent or title. 

In National Rubber Co. vs. Boston Rubber Shoe Co. 41 
Fed. Rep. 48, 50, the defendants took a license and ‘agreed 
to pay license fees on shoes made under it quarterly; they 
did so from January Ist, 1882, to September 30th, 1886. 
‘On December 30th, 1886, they notified plaintiff they would 
not pay any more until the validity of the patents was estab- 
lished. On March 14th, 1887, they: repudiated the license. 
This action was for the license fees on shoes made between 
September 30th, 1886, and January Ist, 1887. That is, be- 
fore they had given any notice that they would not pay or 
that they renounced the license, and the court held that up 
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to January Ist, 1887, they acted under the license and de- 
rived benefits from it, and therefore as to license fees earned 
prior to that date they were estopped to contest the validity 
of the patents. 

In Covell vs. Bostwick, 39 Fed. Rep. 421, 425, the 
defendant had a grant of an exclusive right, which he 
did not repudiate but enjoyed without renunéiation, and 
the court held that he must pay the fees applicable to the 
goods made according to the contract and could not defend 
against these by attacking the patent, but it also held that 
he had the right to show that the goods he made were not 
within the license, and that as to those not so within it, 
there was no estoppel even where the exclusive right was 
granted. (Pages 426-7.) 


Now in the case at bar there is no covenant not to attack 
the patent—there is no recital that it was lawfully granted— 
there are no benefits derived by the plaintiff in error that it 
did not fully pay for when it renounced its license—there are 
no license fees upon any plows that were manufactured or 
sold before the defendant in error received notice of the 
renunciation that had not been fully paid—there was no 
grant of any exclusive right or privilege and so no convey- 
ance of any part of the franchise—there was no agreement 
fixing the time during which either party would continue to 
act under or perform the contract, or fixing the quantity 
that either party should license or make—and every case that 

_ has ever been cited against us is widely and easily distin- 
guished both im reason and upon settled principles of law 
from the case at bar by one or many of the considerations 


thibs reas 


99 


SECOND. 

Turning to the authorities cited under the second subdi- 
vision at the head of this point, it seems clear that when the 
notice of renunciation had been given and all fees paid to 
that time under this contract, the parties stood exactly as 
they did before any contract was made—each had the same 
rights and remedies and none other. For whatever happened 
thereafter no action upon the contract could be maintained, 
for it no longer existed. Such, as we understand it, is the 
effect given to such a renunciation in cases of a naked license 
without any grant, admission, or contract relative to the 
franchise. 

In Brown vs. Lapham, 27 Fed. Rep. 77, the defendants 
were licensees of the plaintiff but, after acting under the 
license for a time, repudiated the same, and .afterwards 
infringed in defiance of the patent. It was sought to estop 
them from defending on the ground of the invalidity of the 
patent because they once had this license, but the court said: 

‘There is no fair question, but that a licensee under a 
patent is estopped to deny its validity on any question 
arising out of that relation between the parties. (Kinsman 
vs. Parkhurst, 18 Howard, 289.) /¢ does not follow that he 
will always be estopped because he has stood in that relation. 
When he stands out from under it and claims nothing from 
it and does nothing more under it with full knowledge to the 
licensor of his position, he would appear to he at ax full 
liberty to contest the patent as any one.” 

In Moody vs. Taber, 1 Banning and Arden’s Patent Cases, 
41: 43, where the defendant undertook to defend on the 
ground that it had a license after it had given notice of 
renunciation, the court said: 

‘The company elected to repudiate any rights or liabili- 
ties under the contract, and to determine the contract 
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relations absolutely. This it did by its letter of October, 
1869, in which the company say to the complainant: ‘In 
order that there may be no misunderstanding in the future, 
we hereby give you notice that we understand the contract 
to be at an end, and we shall not therefore account to you 
for any profits we may derive from the sale of abdominal 
supporters after October 10th, 1869.’ The company could 
not be permitted thus to put an end to the contract and deny 
the validity of the patent and_ refuse to recognize any title 
in the patentee, and afterwards set up the license as a 
defense.” 

To the same effect is Bell vs. McCollough, 1 Fisher, 380. 

In Fetter vs. Newhall, 17 Fed. Rep. 841-844, the defend- 
ant had a patent under a license which had two claims. He 
- repudiated and renounced the license and made. and sold a 
patented article, which infringed only one claim of the 
patent, and the court said: 

‘In doing this he is not acting under the license, what- 
ever its terms are which are in dispute, but is acting in 
- defiance of the patent and outside the license. Under these 
cireamstances the license is no protection against suit for 
infringement.” 

In Sherman vs. The Champlain Transportation Co., 31 Vt. 
162, the defendant made a contract to pay the plaintiff, who 
was a patentee, a fixed amount per annum for each of two 
machines which the plaintiff himself had made and delivered 
to the defendant, and a separate amount per annum for a 
right to use a machine which the defendant made _ that 
infringed the patent. After paying for two or three years, 
the defendant gave notice that it renounced: the patent, but 
continued to use all three of the machines. Held, the 
defendant could not repudiate the contract and stand out 
from under the patent as to the two first machines without 
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returning them. But as to the third, which the defendants 
made themselves, the court said: 

‘Here there was nothing which the defendants had 
received of the plaintiffs, and which they could restore to 
him upon repudiating the contract, and we are not prepared 
to say thet after the defendants had done all in their power 
to restore the plaintiff to the same condition he was in 
before the contract, they might not cease to act under the 
contract and take issue with the plaintiff as to the validity of 
the exclusive right which he claimed by virtue of his alleged 
title to the patent.” Pages 180-151. 

We respectfully submit that both upon reason and 
authority the first and second propositions at the head of 
this point are well established and entitle us to a reversal of 


this jadgment. 


THIRD. 

If however we are in error regarding these two proposi- 
tions, still there could be no recovery on this judgment for 
the reason stated in our third proposition. 

The contract related only to the **Starling sulky” plow 
made after the sample sent by the defendant in error, and none 
of the 1310 plows was a ‘Starling sulky” plow or contained 
either the second or third devices shown in the three claims 
of the Starling patent, or was in any way like the ‘‘Starling 
sulky plow” except that it possibly infringed the first claim of 
that patent. 

Transcript, folios 71-72, 77, 287, 51, 114-115, 123-130, 
133, 145-168, 174. 

These plows were not covered or referred to by the 
contract—the defendant had a right to make and sell any 
plow but “‘the Starling Sulky Plow,” without paying any 
license fees to Starling under this contract, and as to all! such 


32 


plows it stood in the same relation as a stranger to Starling, 
and his only remedy if they infringed was a suit for infringe- 
ment. He certainly had none under the contract, for 
neither party had made any contract about them. 

In Durr vs. Duryee, 2 Fisher, 283, the defendants had a 
license to use two machines, constructed according to com- 
plainant’s patent, to make hats upon. Held, it was no 
violation of the license contract for the defendants to manu- 
facture and sell, or use other machines made by other parties 
which might infringe the plaintiff's patent, and the license to 
use the two machines would not estop them from contesting 
the validity of complainant’s patents in suits for infringe- 
ment based on the manufacture and sale of other machines. 

The court said: ‘Zhe respondents have a right to purchase 
and use any other machine; if such a machine showld be 
challenged as an infringement of a prior patent, they have 
a right to defend themselves by any plea that any other per- 
son might use. Their purchase of a license forms no bond 
of allegiance to the patentee, or any estoppel from averring 
and proving the truth.” 

“In Wood vs. Wells, Crittenden & Co., 6 Fisher, 385, 
where the defendants had a license to. attach patented fix- 
tures to Landau carriages they made and sell the carriages 
with the fixtures on them, but they proceeded to make and 
sell the fixtures without the carriages, the court said: 
_ “The license grants to the defendants the right to attach 
- . the invention to Landau carriages, but does not grant the 
: _ right to deal in ‘the fixtures as articles of merchandise. As 
* to this the defendants stand in the same situation as persons 
: ‘who have no license. If they sell, they sell in violation of 
the | ate , but not in breach of any condition of the license. 
a an 2 as qny other person does who violates the patent 
to opie | 
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The distinction and principle announced by these author- 
ities is just and reasonable, and great force is added to the 
weight of these authorities by considering the manifest ir- 
justice that has resulted in this case from ignoring the prin- 
ciple they announce. | 

The contract permitted the making and sale of the ‘“Star- 
ling Sulky Plow,” on which plaintiff in error agreed to pay 
license fees, but the contract left plaintiff in error free to 
miuke and sell any other plows. 

The *‘Starling Plow” was inoperative, and it renounced 
its license and made other plows, which if they contained 
anything, contained only one-third of the improvements of 
Starling. 

Now, if the plaintiff in error was sued for infringement 
here, and the royalty for a “Starling Sulky Plow” was $2.59, 
the presumption is that the royalty for the infringement of 
one claim would not be more than 834 cents, and if, as in 
this case, the patented machine was much improved by 
the plaintiff in error, it would have the right to show that, 
and the defendant in error could recover only nominal dama- 


- ges, unless he could show what proportion of the profits was 


due to this original first claim. 

Where only one of the claims of the patent is infringed, 
and there is an established license fee for the whole patent 
there can be a recovery of only that proportion of the fee 
which the part infringed bears to the entire improvement 
patented. 

Wooster vs. Simonson, 16 Fed. Rep. 680. 20 Fed. 
Rep. 316. 

Bostock vs. Goodrich, 25 Fed. Rep. 819. 

Garretson vs. Clark, 111 U.S. 127. 

Dobson vs. Hartford Carpet Co.,114 U.S. 489:440-445, 

and cases cited at page 445. 
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In the case at bar there was no established license fee, for 
Mr. Starling never licensed anybody else, and his recovery 
would have been limited to the profits derived from the first 
claim of his patent, and the burden would have been upon 
him to have shown what that was, and failing that the re- 
covery would have been nominal, for this court has said: 

‘The patentee must in every case give evidence tending 
to separate or apportion the defendant's profits and the 
patentee’s damages between the patented feature and the 
unpatented features, and such evidence must be reliable and 
tangible and not conjectural or speculative, or he must show 
by equally reliable and satisfactory evidence that the profits 
and damages are to be calculated on the whole machine, for 
the reason that the entire value of the whole machine, as a 
marketable article, is properly and legally attributable to the 
patented feature.” 

Garretson vs. Clark, 111 U. S. 127. 

Where such proof is not made, only nominal damages 
may be recovered. 

Dobson vs. Hartford Carpet Co., 114 U. S. 443-445. 

The result of ignoring the rule that the contract covers 
only what the parties contracted about, is that the plaintiff 
in error is made to pay in this case $3275 in license fees for 
making plows that were not corered hy the contract, hecause 
it contracted to pay $2.50 on what ‘Starling Sulky Plows” it 
sold, when if the defendant in error was remitted to his suit 
for infringement and his recovery limited to the profits de- 
rived from the first claim of his patent, he never could re- 
cover one cent. 

We therefore submit that for the reasons we have stated, 
the court below could not lawfully render this judgment 


against the plaintiff in error upon the contract— 
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Because the contract contained no stipulation as to the 
continuance of its term or the number or quantity of ‘‘Star- 
ling Sulky Plows” to be made or sold. 

Because it was renounced by the plaintiff in error before 
the plows whose license fees were sued for were made. 

Because the plows, the license fees for which are in this 
judgment, were not “Slarling Sulky Plows’—were not 
covered by the contract, and-if they infringed any claim of 
Starling’s patent, his only remedy was a suit for infringe- 
ment and it was no violation of the contract for the plaintiff 


in error to make or sell them. 


KIGHTH, NINTH, TENTH, ELEVENTH AND 
TWELFTH ERRORS ASSIGNED. 


It was error in the court below to find that the first claim 
of Starling’s patent No. 154,203, August 18, 1874, (folio 300,) 
was not anticipated by the patent to Hay and Freeman, No. 
16,956, July 11, IS71, (folio 302); the patent to Worrell and 
Rynerson, No. 120,560, October 31, 1871, (folio 316); the 
patent to Charles N. Owen, No. 123,505, February 6, 1872, 
(folios 306-7); the patent to Charles N. Owen, No. 132,772, 
November 5, 1872, (felios 308-310); and patent to William 
Hoslup, No. 127,878, June 11, 1872, (folios 323-4). 

Folios 288-204, 52-3. 

It was proved below and found by Judge Nelson that the 

1310 plows in no way infringed the second and third claims 


of Starling (folios 71, 72, 77, 287, 51, L114, 118, 123-130, 133, 
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145-168, 174), so that the only material question was whether 
Starling’s first claim, which Judge Nelson thought was in- 
fringed by the Berthiaume and Harris plows, was anticipated 
by the patents above mentioned, which were pleaded and 
proved. 

Starling’s first claim is: 

‘*The crank-bar, K, combined with the plow-beam, N, 
lever, L, and axle, A, as and for the purposes set forth, so 
that the horses are made to raise the plow out of the ground.” 

In the specifications we read, **K is a bar which is bent 
twice at right angles to bring its middle into horizontal posi- 
tion.. One end of the crank-bar, K, rides upon the inner end 
of the journal of the wheel, B, and the other end rides upon 
a bolt or pin attached to the plate, F. * * * With the 
end of the crank-bar is rigidly connected the lower end of a 
spring lever, L, which projects upwards along a curved bar, 
M, attached to the axle, A, and brace, J, and in the outer side 
of the rear part and in the extreme forward part of which are 
found notches to receive the lever, L, and hold it in any 
position into which it may be adjusted. * * * To the 
under side of the plow-beam, N, is bolted a box, P, to receive 
the horizontal part of the crank-bar, K.” 

Folio 299. 

The operator, by pushing torward upon the lever, causes 
the rear part of the crank-bar which is attached to the plow- 
beam tovrise, and to take with it the plow-beam and plow as 
the horses move forward. 

It would seem that a combination of a crank-bar, plow- 
beam, lever and axle in such a way that when the operator 
pushed or pulled the lever the plow-beam and plow would 
be raised out of the ground by the draft of the horses, would 
anticipate this claim. 


34 


The learned judge below did not claim that the patents 
we have referred to as anticipating Starling’s did not have a 
combination of a crank-bar, lever, plow-beam and axle, or of 
their mechanical equivalents, for the purpose of raising the 
plow out of the ground and so that the horses were made to 
raise the plow out of the ground, but he claimed that these 
patents did not anticipate Starling’s because he thought 
there was no locking device shown in cither of them by 
which the plow could be locked at any required depth, and 
because he thought that in the operation of the plows shown 
hy these patents the point of the plow was not first tilted up 
hy the lever and locked, so that the horses could pull it out 
of the ground by that means. 

Folios 288: 290-291. 

We insist: 

First. The court below was in error in finding that the 
horses were enabled to pull the plow out of the ground in 
Starling’s patent by the adjustment of the lever in the notches 
in the curved bar, as he does at folio 256. 

An examination of the Starling patent shows that the 
curved bar, M, has notches only ‘*/n-the outer side of the rear 
part and in the extreme forward part of it” (folio 299), and 
that these could only be used when the plow was at its depth 
in the ground or fully raised out of the ground. The bar 
was without notches to hold the lever at any intermediate 
point at which it would be while the plow was being raised. 

Besides, it is perfectly evident that the lever could not be 
locked while the plow is coming out of the ground, because 
as the plow rises from its position in the ground the lever 
must constantly move forward along the curved bar through 
& space proportionate to the rise of the plow. . To lock it 
anywhere while the plow is being raised would either stop 
its ascent or carry the sulky up with it and tip it over. 
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The curved bar, M, and the locking device the 
court below seemed to find therein were not cla‘med by Star- 
ling in his patent, and the bar constitutes no part of the 
combination which he claimed to invent. (Folios 300, 79, 
84, 85, 90.) Starling claimed as his invention here the ‘*com- 
bination of the crank-bar, K, plow-beam, N, lever, L, and 
axle, A, as and for the purpose set forth, so that the horses 
are made to raise the plow out of the ground,” On the trial 
below it was claimed, and the vourt below found, that Star- 
ling had invented and secured by this claim the combination 
of the curved bar, M, (not mentioned at all in the claim) with 
the lever, L, ‘‘so that the operator was enabled to fasten the 
the plow in the ground, or at any other height.” 
See Judge Nelson’s opinion, folios 288-293: 52. 

It was this new claim, combination and function, and this 
alone, that the court below found was not anticipated by the 
patents we pleaded. They did anticipate the claim as it 
stood in Starling’s patent. 

We respectfully submit that it was not competent for the 
judge below to spell out this new combination and claim from 
the specifications of Starling, and then subordinate all other 
sulky plow patents to the Starling patent on the ground that 
this combination of bar and lever—this locking device—was 
not anticipated by the patents that anticipated the claim as 
stated. 

White vs. Dunbar, 119 U.S. 49-51. 
Howe Machine Co. vs. National Needle Co., 134 U.S. 
394, 
Day vs. Fairhaven R. R. Co., 132 U.S. 98, L102. 
The Corn Planter, 23 Wallace, 224. 
Keystone Bridge Co. vs. Phenix Iron Co., 95 U. 
274, 278. 
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The statute provides that the inventor shall in his claim 
“particularly point out and distinctly claim the part, 1m- 
provent or combination which he claims as his invention.” 

Section 4858, Revised Statutes. 


In The Corn Planter, 23 Wallace, 224, Mr. Justice Bradley 
said: 

‘** Where a patentee, after describing a machine, claims as 
his invention a certain combination of clements, or a certain 
device or part of the machine, this is an implied declaration, 
us conclusive so far as that patent is concerned as if it were 
expressed, that the specific combination or thing claimed ts 
the only part which the patentee regards as new. True, he 
or some other person may have a distinct patent for the por- 
tions not covered by this, but that will speak for itself; so 
far as the patent in question is concerned the remaining parts 


are old, common or public.” 


If Mr. Justice Bradley was right the curved bar, M, which 
is not claimed at all, and its combination with the lever, L, 
which is not claimed at all, and their function to prevent the 
plow from being raised or lowered by the horses, and to hold 
it fast at some desired heighth, which is the diametrical op- 
posite of the function which Starling did claim, were old and 
common to the public so far as this patent was concerned. 

Walker on Patents, section 117. 


In Day vs. Fairhaven R. R. Co., 132 U.S. 93: 102, this 
court said: 

**A claim in letters patent must be held to define what the 
putent office has determined to be the patentee’s invention, 


and is not to be enlarged in construction beyond the fair 


interpretation of its terms.” 
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In White vs. Dunbar, 119 U. S. 49:51, Chief Justice 
Waite said: 

‘Some people seem to suppose that a claim in a patent is 
like a nose of wax which may be turned and twisted In any 
direction, by merely referring to the specifications—so as to > 
make it include something more than, or something different 
from, what its words express. The context may, undoub- 
tedly, be resorted to, and often is resorted to, for the pur- 
pose of better understanding the meaning of the claim; but 
not for the purpose of changing it, and making it different 
from what it is; the claim is a statutory requirement, pres- 
cribed for the very purpose of making the patentee define 
precisely what his invention is; and it is unjust, to the 
public, as well as to the law, to construe it in a manner 
different from the plain import of its terms. This has been 
so often expressed in the opinions of this court that it is -- 
unnecessary to pursue the subject further. See Keystone 
Bridge Co. vs. Phoenix Iron Co., 95 U. 8S. 274, 278; James vs. 
Campbell, 104 U. S. 356: 370.” 

' 

In Howe Machine Co. vs. National Needle Co., 134 U. 8, 
394, Chief Justice Fuller said: 

‘*Doubtless a claim is to be construed in connection with 
the explanation contained in the specification, and it may be 
so drawn as in effect to make the specification an essential 
part of it; but since the inventor must particularly specify 
and point out the part, improvement and combination which - 
he claims as his own invention or discovery, the specification 
and drawings are usually looked at only for the purpose of ‘ 
better understanding the meaning of the claim, and certainly 
not for the purpose of changing it and making it different 

from what it is: as remarked by Mr. Justice Bradley in 
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White vs. Dunbar, 119. U.S. 47-52: — “The claim is a statu- 
tory requirement prescribed for the very purpose of making 
the patentee define precisely what his invention is; and it is 
unjust to the public, as well as an evasion of the law, to 
construe it in a manner different from the plain import of its 
terms.’” Page 394. | 

Under these decisions it cannot be then that Starling’s 
patent Was not anticipated for the reason given by judge 
Nelson that there was no locking device, like that in Star- 


ling’s curved bar shown in the anticipating patents. 


Third. ‘These anticipating patents show a combination 
of the same mechanical equivalents, performing the same 


function as claimed in Starling’s first claim. 


Worrell & BRynerson, No. 21,560, dated Oct. 31, 1871, 
(folios 316-319.) 

An examination of this patent and its specifications shows 
that it describes a combination of the same parts as claimed 
in Starling’s first claim, operating in the same way for the 
sume purpose and performing the same function: the only 
difference is, that the lever is an extension of one side of the 
crank bar so placed as to be operated by the foot instead of 
by the hand. The patent clearly shows this, and Judge Nel- 
son in his opinion (folios 289-290) clearly finds it, and then 
holds it does not anticipate Starling, in these words: ‘*The 
object of the foot-lever is to enable the driver to raise the 
plow entirely out of the furrow and out of contact with the 
ground, but as soon as his foot is removed the plow falls 
hack. There is no device for locking the plow at any re- 
quired depth anil the foot lever which is an extension of the 
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yoke or transfer bar will not raise the point of the plow.’ 
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The claim of that judge that a claim to anticipate Star- 
ling’s first claim must have a locking device we think we 
have disposed of above. 

The only other reason why this patent does not anticipate 
Starling's is that the foot lever will not tilt the point of the 
plow up as the horses raise it through the operation of the 
lever. 

Our answer to this is: 

Ist. Inthe Worrel and Rynerson plow the operation of the 
foot lever wv// tilt the point of the plow upward, so that the 
horses moving forward will draw it out of the ground, and 
thus assist In raising it. 

The ground taken below to show that the point of the 
plow would not be raised was that the rack H and the rack 
lever H’ which are shown in this patent and used to regulate 
the depth of the furrow would hold the plow-beam rigidly 
and prevent it from being raised when the foot lever C‘ was 
operated, An inspection of the patent shows this was a 
mistake. ‘The teeth of the rack H are so made as to prevent 
the plow-beam from descending, but they do not prevent it 
Srom rising. 

See figure 2, folio 315, and specifications top of page 161. 

Again the lever H‘ is made for the express purpose of 
raising the point of the plow-beam, and may be operated at 
the same time with the foot lever C’. It follows that there 
is nothing to prevent the point of the plow from first rising 
and that to any desired height, while an examination of 
Starling’s specifications shows that his plow-beam as pre- 
vented from rising beyond a fixed point lby the fact that the 
rear end of the jointed foot lever U V was so made that it 
struck against a stop W attached to the rear part of the 
tongue I, and of course us soon as it struck that stop neither 
point of plow nor lever-beam could rise higher, 


Starling says too: ‘“‘The jointed lever U V enables the 
driver with his foot to hold or /ocd the forward end of the 
plow-beam down, ov to raise it as may be desired.” 

Folio 300, 

[t is plain then that Starling’s construction provided a 
jointed lever upon the end of the plow-beam operated by his 
foot. by which he could vasse. Jorreer and Jock the forward end 
of the plow-beam within certain limits, bat he could not 
raise it above the point where the rear end of the jointed 
lever struck the stop. 

The Worrel and Rynerson construction provided for the 
raising and lowering of the plow beam by the operation of a 
hund lever thereon, but there was no limit to the power to 
raise the forward end of the plow beam, nor was it ever 
locked or fastened down. 

It conclusively follows that if the Starling patent did not 
prevent the point of the plow from turning upwards, because 
he could so operate his foot lever as to raise the forward 
end of the plow-beam to a limited extent, the Worrell and 
Rynerson construction did not, since the forward end of the 
plow-beam was not locked down at all, and if it were by the 
operation of the hand lever H‘ it could be raised or lowered. 

Now inasmuch as the forward end of the plow-beam was 
not fastened down at all in the Worrell and Rynerson con- 
struction, and inasmuch as the point of attachment of the 
plow-beam to the crank bar or transverse bar D, is such that 
the greatest weight of the plow is far in the rear of its 
attachment, the forward end of the plow-beam will first rise 
when the lever C‘ is operated, and this will tilt up the point 
of the plow so that the horses will assist in raising it out of 
the ground. 


Folios 88, 99, 123, 139, 140, 180, IS1, 182. 
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Even the defendant in error and his expert are forced to 
admit that the elements of Starling’s first claim are found in 
this patent, and that when both hand and foot lever are 
operated these elements will perform the same functions as 
in Starling’s construction. | 

Folios 258, 212. 

Yet it is certainly true that.if as is stated may be done in 
the specifications of Starling, the driver with his foot and 
the use of the jointed lever U V has locked the forward end 
of the plow-beam down (folio 300) in the operation of the 
Starling plow, it would be necessury to unlock or raise the 
forward end of the plow-heam by the operation of Starling’s 
foot lever, before the operation of his hand lever could tilt 
up the point of the plow. How then can it be that Worrell 
and Rynerson’s patent does not anticitate Starling’s / 


2nd. But whether the operation of the lever would 
tilt up the point of the plow or not—it is certain that its 
operation is such that the horses ure made to raise the plow 
out of the ground. 

The trend of the crank bar or bail is upward and backward 
from the line of draft, and as the transverse bar to which the 
plow-beam is attached rises—the horses advancing must 
draw or turn the bar or bail and with it the plow upward 
and forward, and thus assist in raising the plow out of the 
ground. | 

Figure 1, folios 316: 98: 101: 140: 181. 

This was the function Starling was trying to secure. 
Folio 70, Transcript. 

Now we insist that it makes no difference in what way 
the horses are made to assist in raising the plow out of the 
ground by the operation of the combination of elements des- 
cribed in Starling’s first claim. 
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If by the operation of those elements in the Worrel and 
Rynerson patent the horses are made to raise the plow out 
of the ground by raising the heel at the same time or before 
the point, the function specified in Starling’s claim is per- 
formed, and inasmuch as the elements are the same, the com- 
bination the same and the function performed the same, and 
Starling has not specified in his claim how the plow shall tilt 
while the function is being performed and has not patented 
or claimed the tilting of the point and could not under the 
law have patented that claim if he had made. it, we insist 
that his first claim would be anticipated here, whether the 


point of the plow tilted up or down. 


Ilay and Freeman's Patent, No. 116,956, dated July 11, 1871, 
(folios 302-305.) 

In the construction shown in this patent the plow frames 
rest upon the main axle when the plows are in the ground, 
and the crunk-bay, axle, curved lever and frame are shown in 
substantially the same relation and performing the same 
function as in Starling’s first claim. 

As the frame of the plows rests upon the main axle, the 
height of the wheels determines the depth of the furrow. 
Judge Nelson, among other things, says of the device: 

‘*By a locking device the lever will hold the wheels at 
apy height desired. This device is to regulate the depth of 
the furrow put out. * * * There is no mode of locking 
by the lever in the ground at any required depth or raising 
the point of the plow by the lever and locking so that the 
horses can pull it out of the ground.” 

We submit: 

Ist. That as the frame and plows rested upon the main 
axle their weight would keep them resting there, and a lock- 


16) 


ing device that fixed the height of the wheels practically 
locked the plows at the desired height in the ground. 

9nd. <As the crank-bar or bail trends upward and 
backward, the draft of the horses would as it arose pull it 
over forward, and thus must assist in raising the plows out 
of the ground, and thus the function specified by Starling 
would be performed. 

Folios 302: 137: 179: 256: 97: 136-139: 178-180, 

3rd. There is no device in Starling’s patent’ for raising 
the point of the plow and locking so that the horses can pull 
it out of the ground. 

There are no notches on the curved bar, M, at the inter- 
mediate points where the lever must be as the plow is rising 
out of the ground, as we have shown. 

Folio 299. 

Nor could the lever be locked in such a position, because 
_as the plow comes out of the ground the lever must steadily 
and correspondingly move forward along the curved bar. To 
lock it there would be to stop the plow from coming out or 
to take the sulky off the ground. 


Charles N. Owen's Patent, No. 123.4605, dated Feb. 5, 1872, 
(folios 305-308. ) 

The device shown in this patent is « combination of the 

elements in Starling’s first claim and accomplishes the same 

purpose, to-wit, that of enabling the horses to pull the plow 


out of the ground. It also shows a device for locking or 


holding the plow in any desired position after it has been 
raised out of the ground. 
Pages 152, 153, ‘Transcript. 
The patent and specifications also show a treadle bar 
sliding in a slot cut in the tongue, secured by a pin passing 
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through any one of a series of holes in the bar and above the 
tongue for the purpose of preventing the treadle from falling 
through. The treadle bar terminates in a T-piece which 
rests upon the plow-beam and heneath the tongue, and upon 
the treadle bar a sliding sleeve stop is shown which may be 
secured by a set-screw to prevent the plow-beam from being 
drawn out of the ground in operation. 

It is proved and found by the court that the elements of 
Starling’s first claim are found in this patent, and that by the 
operation of the lever the horses are made to aid in raising 
the plow, but Judge Nelson declares that it does not antici- 
pate Starling’s first claim because *‘the plow can be held in 
a certain elevated position but not locked in the ground. 
Neither will the lever raise the point of the plow out of the 
ground, and the front device running through the tongue 
will prevent the tilting of the point of the plow when raising 
it out of the ground.” 

It was claimed that unless the slide sleeve stop was 
rigidly fastened upon the treadle bar so that in plowing it 
would rest against the under side of the tongue—the plow 
would pull out of the ground, and that as the stop must 
always be pressing against. the tongue in operation—the 
point of the plow would not tilt up when the lever was 
operated. 

ist. We think this claim is unfounded, and if so, then the 
stop may be secured a few inches below the tongue or not 
secured at all, and then as the lever operates the point of 
the plow will rise first. 

Folios, 123: 141-2. 

2nd. If however the claim is well founded, the Starling 
plow and the Berthiaume plow must have their beams fastened 
down in operation, and the Berthiaume plow whose plow- 


heam is fastened down by a T and spiral spring on the 
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treadle bar, would not. tilt its point up when raised and thus 
would not infringe Starling’s claim.’ 

Page 164 Transcript; lower figure 3, folio 318. 

3rd. But whether the plow point would tilt up or not, 

the draft of the horses acting upon the bail or crank bar as 
it comes above the pivotal point would draw the bail for- 
ward and upward and thus assist in raising the plow out of 
the ground. 

Folios 99: 101: 102: 103: 141-2: 264-5. 


Charles N. Owen's Patent, No. 132,772, Nov. 6, 1872, 
(folios 308-311.) 

This patent shows the same devices as the one last named 
and a device connected with the lever for locking the plow 
at any desired height in or out of the ground. 

. This and the preceding patent fully and clearly anticipate 
the interpolated claim of a locking lever which seems to have 
influenced the court below. 

Notice the description of the locking device at the middle 
of page 152, the third claim at the middle of page 153, 
Transcript, and the statement in folio 309, after the deserip- 
tion of the locking device, as follows: ‘In plowing ground 
having a very smooth surface, it is sometimes found 
advantageous to lock the plow at such height as shall insure 
a proper depth of furrow, thus relieving the sole of much 
friction and materially lessening the draft.” 

We respectfully submit that these devices, descriptions 
and claim would have anticipated any locking device that 
Starling could have described or claimed if he had claimed 
such an invention in his patent. 

Folios 112—1i4: 143-4. 

The only ground on which the judge below escaped from 

this patent was that the point of the plow was not tilted up 
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when the plow was raised out of the ground by the aid of 
the horses as they drew the bail or crank bar upward and 
forward. 

We think we have shown that this position is untenable. 


Folios 105: 123: 142-3. 


Welliam Llasluprs Patent. No. 127.878, June 11. 1872. 
(folios 323-325. ) 

This patent shows the same combination of elements 
performing the same function as those in Starling’s first 
claim. 

In operating this device the point of the plow will tilt up 
and is indeed so shown in the drawing. (Fig. 1, folio 323.) 

The only objection of the court below to this patent 
seems to be that the driver cannot regulate the depth to be 
plowed, and lock the plow in the ground while it is in 
motion. 

Folio 53. 
We have discussed that position. We find no such claim 


in Starling’s patent. 


THIRD ERROR ASSIGNED. 


The course of the triak was such that the defendant in 
error introduced in evidence his contract and patent; and he 
and his expert, Mr. Gunckel, testified that the Berthiaume 
plow infringed his patent, and rested. 

Plaintiff in error then introduced in evidence the anticipa- 
ting patents and the testimony of his experts to the general 
proposition that in their opinion these patents anticipated 
Mr. Starling’s. 
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Defendant in error then put in evidence his own testimony 
and that of Mr. Gunckel to the effect that none of these 
patents described any device which enabled the operator to 
lock the plow at any desired depth in the ground, or to tilt 
up the point of the plow in the operation of raising it, and 
that for these reasons the patents we had introduced did not 
anticipate Starling’s, and rested. 

Plaintiff in error then offered to show in rebuttal by 
Messrs. Woodward, Haupt and Harris that in the Hay and 
Freeman patent, the Worrell and Rynerson patent, and the 
two Owen patents there were devices shown which enabled 
the operator to lock the plow at any desired depth in the 
ground, and to tilt up the point of the plow so that the 
horses would assist in raising it out of the ground. 

Folios 281-3. 

These claimed points of difference, the locking device and 
the tilting point, were .ot elaborated by defendant in error 
until after the plaintiff in error had rested. 


Folios 206: 208: 211: 212: 220:99: 979, 
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We respectfully submit that as this was new testimony, 
and to a new claim regarding the anticipating that plaintiff 
in error did not and could not anticipate, he bad the right to 
meet and explain it with bis witnesses, and the court erred 


in refusing to permit him to do so. 


FOURTH ERROR ASSIGNED. 


In the course of the trial the defendant in error intro- 
duced evidence tending to show that sulky plows, well made 
according to the sample which had been made by the Prince- 
ton Manufacturing Company and sent by defendant in error 
to the plaintiff in error would be, and the plows so made by 
the Princeton Manufacturing Company were practical, oper- 
ative and successful plows, uml gave the best satisfaction to 
purchasers, and the plaintiff in error had introduced evidence 
that it constructed its Starling plows according to said sam- 
ple, and constructed them well, but that they were unsalable 
and worthless, while the Berthiaume and Harris plows were 
practicable and salable—thereupon the court below refused 
to permit the plaintiff in error to show by the witness Carter, 
who was a practical dealer in plows, that at Princeton, 
Illinois, in L879, he made and sold-the Berthiaume plows at 
the price of $45 each, in competition with the Starling plows 
at a price of $25, and was able to sell his plows without 
difficulty, while the Starling plows had no sale. 

Folio 281, Transeript. 

One of the issues in this case was whether the Starling 
sulky was a salable, practical or operative plow; this issue 
the defendant in error produced his testimony upon. 

, Folios 287: 18. 

Certainly the testimony of Mr. Carter that it was not 
salable, that the Berthiaume plow sold for $45 in the open 
market at the home of the Starling when that plow could 
find no sale at $25, was competent evidence as to the 
salability and practicability of the Starling plow, and it 


should have been received. 
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in the Starling model was in common use in this country on 


FIFTH ERROR ASSIGNED. 


After defendant in error had introduced his patents and 
expert testimony thereon and rested, and the plaintiff in 
error had put in evidence his patents and evidence concern- 
ing them and had rested, the court below, over the objection 
of plaintiff in error that such evidence was immaterial and a 
part of the case in chief of defendant in error, allowed him to 
testify that he first constructed a plow containing the ele- 
ments of his first claim in the winter of 1871-2 and before 
the first Owen patent, which was dated Feb. 5th, 1872. 

Folio 281. 

Mr. Starling’s patent is dated August 18th, 1874. There 
is no allegation of any earlier invention, no evidence or claim 
of it in his case in chief-—and it was certainly properly part 
of that case—and at the close of the trial, when it was too late 
for plaintiff in error to meet or rebut it, it was not material 
testinacny under the pleadings and not proper rebuttal. It 


was erroys to receive it. 


SIXTH ERROR ASSIGNED. 


Although the court below permitted the defendant in 
error to testify in rebuttal at the close of the trial, that he 
made his invention three and one half years before his 
patent is dated—it refused to permit the plaintiff in error to 
prove by competent testimony that the lever device shown 
in the Starling patent and substantially the same as shown 


the Deere sulky plow and the Buford sulky plow prior to 
1872. 
Folios 20, 12: 15. 

It was certainly competent to prove that this device had 
been in public use more than two years prior to Starling’s 
application for his patent, for this was one of the issues the 
defendant in error tendered. 

iow was it competent for Mr. Starling on rebuttal, with- 
out pleading or notice, to swear back the date of his inven- 
tion two years and a half before the date of his patent, and 
not competent for the witnesses of plaintiff in error to testify 
that this device had been in public use more than two years 
before the application fora patent, when this was pleaded 


and an issue made up upon it! 
We ask that the judgment be reversed. 
St. Paul, February 10th, 1891. 


WALTER H. SANBORN, 
Attorney for Plaintiff in Error. 
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BRIEF FOR PLAINTIFF IN ERROR. 


In presenting an additional brief in this cause, it is 
not deemed essential to add to that which has already 
been presented in respect to several of the errors assigned 

This brief will be addressed mainly to the consider- 
ation of the true construction of the patent sued on; the 
prior art, and infringement. This discussion will arise 


mainly under the consideration of the sixth, seventh, 


eighth, ninth, tenth, eleventh, twelfth, thirteenth and nine- 


teenth errors assigned, which are set forth at length in the 
record, commencing page 168, and also partly in the brief 
heretofore filed by Walter H. Sanborn, Esq., commenc- 


ing on page 9. 


The errors are assigned in the order in which the 
record shows them to occur, but it will conduce to clear- 
ness and conciseness to consider them otherwise than in 
their numerical order, therefore, those relating to the 
patent and to the prior art will be taken up after first con- 
sidering the right to have these questions considered. 

The questions of the validity of the patent under the 
showing of the prior art and of infringement, was raised 
in the pleadings and issue was joined thereon, p. 15, 
f. 34. 

Curtis, sec. 215, states the rule, that 2f ¢he party 
joined issue upon allegations made contrary to the de- 
mands in the license, intead of pleading an estoppel, ¢he 
license ts not conclusive. Issue has been joined upon all 
the allegations of the answer or pleas, and upon the issues 
thus tendered the defendant in error cannot plead an 
estoppel. The issues are sufficient to open out the case so 
as to let in all that the plaintiff in error has proved, and to 
let in the prior art upon the validity of the patent, as well 
as to give a standing for the presentation of such law 
questions on the validity of the patent as may arise. 

While agreeing that the license was duly revoked, 
yet, if the license shall be considered as a valid and sub- 
sisting one, even then these questions may be considered, 
as the scope of the patent may be contested, an:] the fact 
of non-user of the patent may as well be considered and 
shown under the head of non-infringement, as under non- 
user, for the outcome is the same. ; 

The law in relation to this subject is: 

That unless by reason of the recitals of the license 
itself, the licensee is not estopped from denying the va- 
lidity of the patents. National Mfg. Co. v. Meyers, 7 
F. R. 355. | 


#. 
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That no license isan estoppel on the defendant to deny 
infringement. Blatherwick v. Carey, 10 Biss. 

Judge LOWELL, in Whitev. Lee, 14 F. R. 790, says: 
“ | intimated on a former occasion that the stipulation not 
“to contest the fact of infringement was insensible and 
‘ repugnant, inasmuch as the agreement is only to pay for 
“ such as embody the tnvention or some material part 
“ thereof.” Use is infringement, and infringement is by 
using, making or selling. 

An agreement in a license to pay on all machines 
made, is only an agreement to pay on such as are made 
according to the patent. Goucher v. Clayton, 13 L. T. 
Rep., N. S. 115. 

That a licensee may stop payment and dispute the pat- 
entee’s right. Nielson v. Fothergill, 1 Web. P. C. 290. 

A licensee who is not at liberty to dispute the validity 
of a patent, can be allowed to show that his machines do 
not embody the principle of the patent. Crossley v. Dixon, 
10 H. L. Cases, 293. 

Where a defendant is not at liberty to dispute the 
validity of a patent, he may insist upon its /rue construc- 
tion. Trotman v. Wood, 16C. B., N.S. 479. 

Subsisting License.—While a licensee cannot dispute 
the patent so long as he holds the license, he may show 
that what he has done does not fall within the limit or 
scope of the patent, and for that purpose he may put prior 
publications in evidence to assist in construing the patent. 
Clark v. Adie (H. L.), L. R. 2 App. Cas. 423. 

Plows are of very ancient ortgin,—The mold-board 
plow is descended from the old Chinese and Roman plows, 
which have been largely improved, while the single and 
double shovel plows of to-day are substantially the same 


as the old Greek plow. Wheeled plows are also old. An 
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old Saxon plow of the fifteenth century would be con- 
sidered a fair sulky plow at this time. 

The modern plow is subdivided into numerous classes, 
and the ones involved in the consideration of this suit are 
commonly known as hand plows, traveling plows or swing 
plows; hand plows with sulky attachments, which are 
common traveling plows, over which wheels and an axle 
are provided which carry a guide pole or tongue for the 
team and a seat for the driver. In this class of plows the 
team is hitched to a clevis at the front end of the plow 
beam, and the carriage is pushed along over the ground 
by its connection with the plow beam. These plows are 
frequently but improperly called sulky plows. 

Sulky plows are those where the draft of the team is 
upon the carriage itself and the plow is drawn by the 
carriage. : 

Power lift plows may be either plows with the sulky 
or riding attachment, or true sulky plows, and they get 
their name from an attachment between the plow and the 
furrow wheel by which the draft of the team acting upon 
the furrow wheel will not only run the plow out of the 
ground, but lift it above the ground without any lifting 
being performed by the driver or operator. 

Hand or traveling plows are several times referred to 
in the record, but are not shown. They are within com- 
mon knowledge. 

Hand plows with sulky or riding attachments are 
shown in the following exhibits: 

Owen, February 6, 1872, and November 5, 1872; 
Worrell, Harrison, Worrell & Rynerson, Starling, and 
Berthiaume, Hay & Freeman show a true sulky plow, 
and Harrison’s plow also belongs to the class known as 
power lifts. 
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While classification has little to do with the adminis- 
tration of patent law, as “ analagous use” cannot be dis- 
posed of in this manner, yet it is sometimes important in 
order to get a correct understanding of the matter in con- 
troversy. 

The patented plow belongs to the class of hand plows 
with a sulky or riding attachment, and the devices in con- 
troversy are those which relate to running the plow out of 


the ground, and incidentally to lifting it above the ground. 


Beside the features consisting of the old four elements 
claimed by Starling for raising the plow out of the ground 
(the only known method for a plow having a sulky or 
riding attachment), nearly if not quite all of these plows 
contain devices for adjusting the running depth of the 


plow and _ leveling it when adjusted. 


These appliances are necessary for the reason that in 
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going around the field or a“ land ’ for the first time, there 
is no furrow for the furrow wheel to run in; consequently 
the axle is adjusted down at both ends so as to lower the 
plow below the position in which it will run after a furrow 
has been made. When the first furrow has been made, 
the plow is then readjusted at the wheels or the axle ends, 
so that the furrow wheel will travel on a lower plane than 
the land wheel. The plow is accordingly readjusted, and 
the depth to which the plow is to run is adjusted on the 
furrow wheel side; and, therefore, these devices are com- 
monly known as the gauging devices. It is also impor- 
tant that the bottom or sole of the plow runs level, 
and this leveling is by an axle adjustment at the land-wheel 
side, so that tlie devices on this side of the ploware usually 
called levelers. 

It will be noticed that all of the plows involved in 
this suit have both gauging and leveling devices. 
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Stariing uses a thin spring lever, and it should be 
borne in mind that there is a wide difference between a 
spring lever, and a stiff lever with a spring dog or a 
weighted dog, and that they are not recognized in the art 
asthe sam: lever. The spring lever is necessarily light and 
thin so that it can be bodily sprung out of a notch, while 


the lever with a dog may be heavy and strong. 


VI. 


In the consideration of this and the following errors 
which relate to the patent, and to the state of the art, the 
true construction of the patent sued on is necessarily in- 
volved, and will be here considered for this assignment of 
error as well as for the 7th, Sth, oth, roth, 11th and 12th. 

Starling’s first claim.—The first claim is as follows: 
“The crank-bar K, combined with the plow beam N, 
“lever L, and axle A, as and for the ‘purpose set forth, so 
“that the horses are made to raise the plow out of 
“the ground.” 

From the testimony hereinafter cited, it will be seen 
that the manner in which the horses are made to “ raise”’ 
the plow out of the ground, or rather to run it out, is by 
lifting the front end of the plow-beam and thereby ele- 
vating the plow point, so that as the team advances the 
upward running of the plow will bring it to the surface of 
the ground. 

The specification is utterly silent on this matter, as 
the manner of running it out of the ground is nowhere 
mentioned except in the claim itself. The proof is that 
the only way in which the team can aid in running the 
plow out of the ground is by lifting the front end of the 
plow-beam by the lever and crank-bar (commonly called 
the bail), which is accomplished in hand-plows by bearing 
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down on the handles and thereby elevating the point of 
the plow-share so that the progress of the team will run 
the plow to the surface as before stated. 

It will be seen that in raising the plowin this manner, 
the raising is by a progressive and continuous shifting 
of the lever, and a continuous upward progression of the 
plow; also, that if the plow was locked at any point be- 
tween the two extremes, the plow would take a new posi- 
tion and run on a new level from such readjusted place, 
without coming to the surface of the ground at all. 

It is at this point that the court below made its first 
serious error, and the one which is really the foundation 
of all of the others. 

In considering the opinion of the court, the one 
commencing on page 14 1s referred to, as that appears 
to be revised from the one commencing on page 140. On 
page 15 the court says: “ The first claim is for the combi- 
‘nation of the crank-bar, lever, plow-beam and axle, for 
“ the purposes set forth, so as to enable the horses to pull 
“the plow out of the ground. TZzs ts done by the adjust- 


‘ment of the lever in the notches of the curved bar.” 


From this it will be seen that the court has carried 
into the claim the segmental notched bar, marked M in 
the drawing of the Starling patent, by intendment, for 
this curved notched-bar is not an element of Starling’s first 
claim. 

That this notched bar or segmental rack was not 
intended to be considered as an element of the claim is 
evident fromthe patent itself and from the proofs: 

First —Because the raising or running of the plow out 
of the ground by the horses is a continuously progressing 
upward movement of the plow and a continuous 


forward movement of the lever. Therefore, the use of the 


notched bar, instead of producing the stated purpose of the 
claim, would absolutely defeat it. 

Second—Because the plow cannot be raised or run out 
of the ground when the lever is held in any one of the 
notches. 


Third—Because it is contrary to the patent itself, 
which says, the “ lever, L, which projects upward along a 
“ curved bar, M, attached to the axle A and brace J, and in 
“ the outer side of the rear part and in the extreme forward 
“ part of which are formed notches to receive the lever L, 
“ and hold itin any position into which tt may be adjusted.” 

This is the entire description, and the stated purpose 
of the notches is to hold the lever in the notch in which it 
may be placed, and when so held the lever prevents the 
plow from being raised at all, and the plow takes a new 
adjustment. 

For these reasons it is clear that the notched bar was 
never intended to be included as an element of the claim, 
as its use during this operation defeats the stated purpose of 
the claim. | 

The rule of construction is well stated by this court, 
in Howe Machine Co. v. National Needle Co., 134 U.S., 
page 394, as follows: “ Doubtless a claim is to be con- 
“strued in connection with the explanation contained in 


the specification and it may be so drawn as in effect to 
“ make the specification an essential part of it; but since the 
inventor must particularly specify and point out the part, 
improvement or combination which he claims as his own 
“ invention or discovery, the specification and drawings are 
“ usually looked at only for the purpose of better under- 
“standing the meaning of the claim, and certainly xo? 
« for the purpose of changing it and making it different from 
“what it is. As remarked by Mr. Justice BRADLEY, in 
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“ White v. Dunbar, 119 U.S. 47, 52: ‘The claim is a 
statutory requirement, prescribed for the very purpose 
of making the patentee define precisely what his invention 
is; and it is unjust to the public, as well as an evasion of 
the law, to construe it in a manner different from the 
“ plain import of its terms.’ ” ! 

From this it will be seen that the court below erred in 
law as well as in fact in.bringing the notched bar into the 
claim as an additional element thereof. 

This fundamental error in the construction of the Star- 
ling patent is the main cause or foundation of the other 
errors relating to the prior art, as it will be seen when the 
older patents are separately considered, that the court held 
them not to anticipate, because these prior patents did not 
contain notched bars. If the other patents in so old an 
art did not contain the notched bar, that fact should have 
instructed the court that a notched bar was not an essen- 
tial feature in any plow, and that its omission from Star- 
ling’s first claim was not accidental; but even if it was acci- 
dentally omitted, the courts have no power to so re-issue a 
combination claim as to make it a claim for the com- 
bination of five elements, when the claim itself is for 
four only. 

Burns v. Meyer, 100 U. S. 672. 
R. R. Co. v. Mellon, 104 U. S. 118. 


The court could not lawfully say that a prior patent 
did not anticipate the patent in suit because it /acked the 
element of the combination which the court ttself had 
added to the claim; yet it was for this reason mainly that 
the court found that the older patents did not anticipate 
the combination of Starling’s first claim, 


Raising plow points.— Woodward, p. 59: “ The Court 
—How, in an ordinary traveling plow, would the plow- 
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man raise the point of the plow to get it out of the ground? 
Do not the horses aid in getting it out? He depresses 
the handles and that raises the point, and do not the 
horses aid in raising the point out of the ground? A.— 
Yes, sir. 

“ The Court—Q.—Does this not do the same thing? 
(The Owen.) A.—No, sir. It raises the back end the 
first. 

“ The Court—Q.—When you raise the plow do not 
the horses aid you in this manner (indicating)? A.— 
Yes, sir. 

“O.—If that be so the arrangement in the Owen and 
in the Worrell & Rynerson lifts the point of the plow in the 
same manner? A.—Yes, sir. I think so; prectsely the 
same. The lightest part of the plow ts forward.” 

P. 67, Haupt: “ Q.—Does it (Worrell & Rynerson 
drawing) show distinctly that according to the way the 
bail is attached to the plow beam that the weight of the 
plow-beam—and principal part of it—is in the rear of the 
place where it is attached to the beam? A.—In this par- 
ticular drawing that is not clearly shown, but unquestion- 
ably the raising of that plow beam by means of that lever 
would have tendency to raise the entire plow, and such 
an arrangement would raise the point of the plow as 
well as the rear part, and, the rear part being heavier, the 
tendency would be to tip up the point of the plow unqgues- 
_ ttonably.”’ 

P. 87, Harris: “Q.—It is claimed in this plow of 
Starling’s that the operation of that combination is to 
raise the point of the plow before the rear parts of the 
plow were constructed like that in the drawing of the 
Hay & Freeman patent. Would the raising of the plow 
by that device have the same effect? A.—¥ust the same.” 


In order that a plow run with the least friction, it is 
adjusted by the clevis at the front end of the beam, so that 
it will find its own neutral or bulanced line independently 
of the wheels, and the plow works heavily and badly until 
it takes its own level. | 

That the proper adjustment is by the clevis, will be 
seen from the following: 
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Clevis Adjustment.—Gunckel, p. 118. “ Q.—Isn’'t 
it a matter of practical experience that a walking plow is 
so set that it will run about the proper depth without extra- 
ordinary exertion of the man whv holds the handles, so 
that all the man has to do is to keep it in position stand- 
ing up and keepit from turning over to one side or the 
other? A.—Yes, sir; after it is once placed at the depth 
it is desired to put it in... 3 

“ QO.—lIsn't it a fact that a sulky plow should be con- 
structed to run in thesame manner ordinarily? A.—Yes, 
Sir. 

“O.—Then, that being true, isn't it true that the 
drawing down of the point of the plow as it stands, if 
properly constructed, will take it to its ordinary depth? 
A.—lIt should do so.” 


Gunckel, p. 118, 119. “QO.—Doesn't the fastening 
of the forward end of the beam at any given height either 
in a walking or sulky plow determine the depth of the 
furrow? A.—I understand that is determined by the 
adjustment of the clevis or by means of a furrow wheel.” 


Starling, page 128. “ QO.—Would the draft down 
here upon that part of the beam be so as to makeit difficult 
oreasy to operate that hand device? A.—It must be very 
difficult to do so, for the reason that with a walkire plow 
you regulate the depth of the plow or the depth of the 
furrow by changing this clevis up and down.” 

Starling, pages 135, 136. “Q.—In point of fact, 
how would this plow (Owen second patent) operate if there 
were nothing here to control the operation of the plow 
beam ?—How, in practical plowing, if you were to take 
away the device for determining the direction of the plow 
beam—how would it operate? A.—It would operate very 
much as a walking plow would operate in the absence of 
the operator to throw it onto the beam or share.” 


Raising the plow by the team.—That the method of 
running the plow out of the ground by tilting up the front 
end of the beam, and thereby tilting up the plow point so 
that the plow will run to the surface is very old, appears 


from the following: 
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Woodward, page 59, f. 122. “ The Court—How, in 
an ordinary traveling plow, would the plowman raise the 
point of the plow to get it out of the ground? Do notthe 
horses aid in gettingit out? He depresses the handlesand 
that raises the point, and do not the horses aid in-raising 
the point out of the ground? A.—Yes, sir.”’ 

F. 123. “ The Court—When you raise the plow do 
not the horses aid you in this manner (indicating)? A.— 
Yes, sir.’ 

“Q.—If that be so, the arrangement in the Owen and 
in the Worrell & Rynerson lifts the point of the plow in 
the same manner? A.—Yes, sir; I think so; precisely the 
same. The lighest part of the plow is forward.” 

Depressing the plow point. Starling, p. 33. “Q.— 
Do you claim in that patent that you discovered and 
invented the lowering of the beam of the plow as a method 
of getting it into the ground? A.—I invented that jointed 
foot lever.” 

The Court, p. 33.—“ You don’t mean to say that the 
lowering of the point of the plow in order to get it into 
the ground was not known before that machine of yours? 
A man with an ordinary traveling plow raises the handles 
so as to get the point of the plow into the ground. A.— 
I meant that I invented the device in my plow by which 
that device is reached.”” (The device here referred to is 
the toggle lever of the second claim.) 

Gunckel, p. 41. “ Q.—Isn’t the method of depressing 
the plow point for putting it into the ground a method 
that has been used from time immemorial? A.—Yes, sir.” 


Prior Art.—OQOn page 16, referring to the Hay & 
Freeman patent, the court says: “ There is no mode of 
“ locking by the lever the plow in the ground at any 
“required depth or raising the point of the plow by the 
dever and locking so that the horses can pull it out of the 

ee 
le have already seen that it is absolutely impossible 
e the point of the plow by the lever when it is 
m a notch, and impossible for the horses to pull 
of the ground so long as the lever remains in 
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a notch; so that if this patent had in fact contained the 
provision which the court failed to find therein, it could 
: not have anticipated the claim, but not having these 
notches, it necessarily has the operation called for by the 
Starling claim and by devices substantially the same in 
construction and the same in: combination. 


The patent, page 148, shows the combination of a 
crank bar combined with a plow-beam, a lever and an 
axle so arranged .that the horses are made to raise the 
plow out of the ground, the same as in the Starling patent. 


The only way in which Starling obtains this operation 
is by having the crank-bar or bail so hitched to the plow- 
beam that the heaviest part is behind the bail attachment. 

‘. This is emphatically the Hay & Freeman construction, 
and when the operator applies power to the lever, the 
front end, being the lightest, raises, and lifts the plow points 

so |that the plows run themselves out of the ground, and 
when run out of the ground, a further continuation of the 
lever movement lifts them above the ground. 


There are only ‘wo known ways of running plows out 
x, of the ground. One is to tip them so that they will run 
out sideways, as is a common practice with hand plows, 
but which is impossible with wheeled plows; therefore the 
only known way left is to elevate the point so that the 
plow will run itself out as the team advances. A wheeled 


ee 


plow which does not contain this provision is a defective 

and practically inoperative plow, because, in addition to 
* the overweighting at the rear by the plow itself, there is 

the additional weight of the furrow-slice when the plow is 
= in actual operation. 


The only way in which Hay & Freeman can get their 
plows out of the ground is by lifting the points and utiliz- 
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ing the progression of the plow for running them to the 
surface. 

We have already seen that Hay & Freeman use the 
same four elements called for by Starling’s first claim for 
producing the identical purpose called for by the claim, 
and, in fact, this operation was so well understood among 
plow-makers that Starling, himself, in his spectfication, did 
not deem it necessary to even refer to it. 

Starling’s expert, Gunckel, p. 102, thinks that the 
Hay & Freeman plow does not have this well-known oper- 
ation, because of a guide connected with the foot-board 
of their plow. If he had read their specification with 
care he would have seen that the plow had no such guide; 
first, because it is absurd to suppose that such a guide 
could be attached to an axle pivoted in the hubs of two 
opposite wheels; second, because the specification itself 
says: “ As the frame F is moved up and down the bolt g 
“slides in the slotted arms /, and the axle A is thereby 
“ prevented from turning over, as it would otherwise be 
“liable to do.”” From this it will be seen that this guide 
can turn with the axle and move up and down with the 
frame, and that its office is not to hold the frame down 
but to keep the axle from tipping over. This guide also 
performs exactly the office or purpose performed by the 
combination of Starling’s second claim, which is that 
when the forward end of the beam or frame has moved 
upward to the predetermined limit, its upward motion 
then ceases and forms a stop so that the heavier rear end 
can be lifted above the ground after the plow is out of the 
ground, for without some such provision the forward end 
of the beam or frame would continue to rise and thus 
leave the heavier plow dragging along on its heei. 
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Testimony.—The testimony on this point is as follows: 


Woodward, p. 46, f. 97, concerning the Hay & Free- 
man patent, says: “ It contains the same elements com- 
bined to produce the same results. The connection be- 
tween the elements is slightly different. The axle is of 
a different form, but I find in that patent all the ele- 
ments of a combination in the first claim of Starling— 
the crank bar, plow beam, lever and axle. 

Q.—"“ Do you find them used for the same purpose 
and accomplishing the same results? A.—Yes, sir; sub- 
stantially.” 


Haupt, p. 65, f. 136, says: “I find the same ele- 
ments combined in the same way in the patent of Hay 
& Freeman, viz., the crank bar K, combined with the 
plow beam N, lever L, and axle A, and as for the 
purpose set forth. 

©.—"“ What is that purpose? A.—The purpose 
specified is to assist the horses in raising the plow from 
the ground. That is specified in the Starling case.” 

P. 67, f. 138, he testifies as follows: “ Now, looking 
at the Starling patent, are there any advantages in its 
construction over the Hay & Freeman that enable it to get 
the plow out of the ground. A.—I see none whatever.” 


Harris, p. 87, f. 178, testifies as follows: “Q.— 
What is the first claim of Starling? A.—The first claim | 
can find here is ‘the crank bar K, combined with the plow- 
beam N, lever L, and axle A, as and for the purpose 
set forth, so that the horses are made to raise the plow out 
of the ground.’ We call that crank bar a bail. 

“ O.—Now examine that patent of Hay & Freeman and 
see whether or not you find the same ingredients and ele- 
ments combined in the same way and performing the same 
function in the same way as shown in the Starling first 
claim? Do you find that shown in the drawings? A.— 
Yes; I find the same thing here. ° « . ° 

“ Q.—It is claimed in this plow of Starling’s that the 
operation of that combination is to raise the point of the 
plow before the rear parts of the plow were constructed 
like that in the drawing of the Hay & Freeman patent. 
Would the raising of the plow by that device have the 
same effect? A.—Just the same.” 
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Carter, page 100, concerning this Hay & Freeman 
patent, says in reference to Starling’s first claim. “Q.— 
Do you find the same ingredients and the same elements 
used in each substantially for the same purpose? A.—I 
do substantially. 

“Q.—Do you find the same in that—the same com- 
bination as shown in Starling’s first claim? A.—I do 
substantially. ” 


VIL. 


In considering the Worrell & Rynerson patent the 
court,p. 16,says: “ There is no device for locking the plow 
“at any required depth and the foot lever, which is an 
“extension of the yoke or transverse bar, will not raise the 


“ point of the plow.” It is here seen that the court below 
made the same error in regard to this patent that it made 
in regard to the Hay & Freeman. Starling’s hand lever 
is only an extension of the yoke or bail, the same as the 
Worrell & Rynerson. 

The court, as will be seen. found, as a matter of fact, 
that the yoke or bail would not raise the point of the 
plow. The court is certainly mistaken in regard to this 
feature, as will be seen from an examination of their patent, 
p.160. The court fell into this error, partly, from under- 
standing that “the draft zs upon the tongue, to which a 
curved rack and an elbow lever are pivoted.”’ 

The court fell into this error from a misnomer in the 
specification, which says: “G represents the draft-beam, 
“to which the curved rack H and double-armed or elbow- 
“lever H’ are pivoted.” Draft-beam is a common name 
for a tongue or pole, and the word is carelessly used, as 
fully appears from other parts of the specification. 

The title of the patent is “Improvement in Sulky 
Attachments for Plows,” and the statements are: “ Have 
“invented a new and valuable improvement in sulky 
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‘attachments for plows.” Further on they say: “ This 


‘ invention has the relation to an improved sulky attachment 
“ to plows.” 

We have already seen that a sulky attachment can 
only be applied to a plow which is drawn dy the clevis in 
the ordinary manner. Any one familiar with plows, 
when considering the statement that the improvement was 
in “ sulky attachments,” would understand that the team 
was not hitched to the pole, but to the plow beam by a 
clevis, and they would so particularly understand, in ref- 
erence to the plow shown in this patent, for the reason 
that it is absolutely impossible to guide or control a plow 
which is to be drawn from a point so near the plow itself, 
as that shown by the bail attachment; also, that it is im- 
possible to draw the plow by the link connection in front, 
which has its hinged bar attached to the tongue only by 
alittle staple. This front device is for the same purpose 
as the combination of Starling’s second claim, and it has 
no other use or purpose. 


The specification also refers, page 161, for a better 
understanding of the patent, to patents issued to the same 
parties July 26, 1870, and March 28,1871. The last date 
shows two. These patents are numbered, respectively, 
105, 849; 113, 234, and 113, 235. While it is a well-set- 
tled rule that when the specification of a patent refers to 
a prior description, the latter can only be properly under- 
stood by referring to such prior description. The record, 
unfortunately, does not contain these prior patents, but, if 
the court will refer to them in the Patent Office records, it 
will see that all three of these prior patents referred to 
have clevises for hitching the horses to the front end of 
the plow-beams, and do not hitch to the tongue. The 
very title of the patent, and the plow shown, however, are 
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sufficient to show one, at all familiar with the art, that the 
hitch is to the plow-beam, and could not be to the tongue. 
The Worrell & Rynerson patent shows the combi- 
nation of a crank-bar combined with a plow-beam, a lever 
for raising the front end of the plow-beam, and an axle, in 
the same relative position to each other as that shown by 
Starling, for the identical purpose that Starling has them, 
and they produce the same result in the same way by the 
same means, the only difference being the difference be- 
tween a hand-lever and a foot-lever. It certainly could not 
amount to a patentable invention to bend up the Worrell 
& Rynerson lever so as to bring it within reach of the hand; 
and the very fact that they do not show or use any seg- 
mental notched bar shows that they do not regard it as an 
essential or an important feature, as notched bars or seg- 
mental racks are among the commonest known devices. 


Testimony.—Referring to the Worrell & Rynerson 
patent, Woodward, p. 47, f. 99, testifies as follows: 

“©.—State whether or not, in your opinion, this 
answer is a perfect answer to the patent of the Starling 
—that is, as to the first claim of the Starling patent. 
A.—It contains the same elements precisely, combined 
to produce the same effect and in the same manner.”’ 


Haupt, p. 67, f. 139, testifies as follows: “ QO.—Now 
take the Worrell & Rynerson patent No. 120,560. State 
whether or not you find the same ingredients or elements 
combined in the same manner and performing the same 
functions in the same way as in the Starling combination 
and for the same purposes. A.—I find the same elements, 
viz., the axle and crank bar, the lever and plow beam, 
and they are arranged substantially in the same way and 
operating in the same way, with the exception that the 
lever instead of being a hand lever is a foot lever operated 
by the foot. 

“ O.—If that foot lever were turned up at right angles 
with the extension of the right-hand side of the bail or 
crank bar and made straight for a hand lever would it 
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show the exact construction shown in the Starling patent? 
A.—Yes, sir; I think it would.” 


Harris, p. 88, f. 179, testifies as follows: 


“ Q.—Take the next patent, Worrell & Rynerson No. 
120,560, and examine that drawing and specification, and 
state whether or not you find the same elements and ingre- 
dients combined in the same manner and performing the 
same function in the same way as in the combination 
claimed in the first claim of Starling. A.—I find the bail 
and axle and beam just the same. | 

“Q.—And the lever? A.—Yes; it is a foot lever here. 

“Q.—And a plow beam? A.—Yes, sir. 

“ Q.—Attached inthe same way substantially? A.— 
Yes, sir; in the same manner.’ 


He continues, and says that the only difference is 
the difference between a foot and a hand lever. 


On page 92, f. 187, he says: “ O.—Take the Worrell 
& Rynerson patent No. 120,560, do you find any arrange- 
ment for lowering the point of the plow there? A.— 
Yes, sir; I find a standard in front secured to the plow 
beam running through the pole and running up into a 
ratchet that has a similar lever attached to it for to lock 
it or to raise it up and down, to shove it into the ground 
and hold it there. 

“Q.—lIn the arrangement to push it down is there 
anything to fasten it down to any desired point? A.— 
Yes, sir. 

“Q.—Isn’t that the same as the Berthiaume has? 
A.—Yes. sir; it is the same thing.” 


Starling, page 127, f. 258, testifies as follows: “ Q.— 
Now, as to the Worrell & Rynerson patent, do you 
find the elements of your first claim or their equivalents 
present in this patent—that is, the crank bar with the 
crank bar extended, forming a foot lever, described in 
the specifications, for the purpose of raising the plow out 
of the ground? A.—It would perform that function.” 
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VIII. 


In regard to the Owen patent, 123,505, of February 
6th, 1872, the court says, page 17: “ The plow can be 
“ held at a certain elevated position, but not locked in the 
“ground. Neither will the lever raise the point of the 
“plow out of the ground, and the front device running 
“through the tongue will prevent the tilting of the point 
“ of the plow when raising it out of the ground.” 


Especial attention is called to this plow for the reason 
that in respect of the parts complained of z¢ zs almost iden- 
tical with the plows made by the plaintiff in error. 


The patent, p. 150, shows the combination of a 
verank-bar combined with a plow-beam, a lever, and an 
axle, so combined that the horses may run the plow out of a 
the ground when the lever ismoved. The bail is projected f 
forward so as to form a foot-lever, as most clearly shown . " 
in Fig. 2. In addition to this, there is a hand-lever having 
a segmental rack or cogged wheel at its lower end which 


gears with a corresponding segmental rack on the crank- 
bar, so that the operator may use both foot and hand or iB. 
either in raising the plow out of the ground. The hand- | 
lever has a smaller lever conected with a weighted dog, 
which takes into and locks with the wheel or segment at 
the lower end of the hand-lever, so that the hand-lever 
may be made to engage at any time, or be held out of 
engagement, so that the plow may be raised entirely by | 
the foot; entirely by the hand, or by the use of both “y 
combined. The plow has a hang-up hook, so as to take i 
the weight of the plow off from the levers when it is ele- ff 

vated above the ground. 4 


The court was of the opinion that the bar D’, sliding 
through the tongue and resting loosely upon the front end 
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of the plow-beam, prevented the front end of the beam 
from rising so as to tip the plow point up, and thereby 
utilize the advancing movement of the team for running the 
plow out of the ground. | 

We have before seen that this method of get- 
ting plows out of the ground is the only one known for 
this class of plows. This bar drop D’ is for the same pur- 
pose, and for no other purpose than that of the devices 
included in Starling’s second claim. 

Some of the witnesses have endeavored to make it 
appear that when this plow was in operation the under stop 
of the bar D’ was against the tongue or pole; but the draw- 
ing shows that the bar rides upon the pin above the 
pole. TZhe plow-beam is not connected to this drop 
bar, so that the plow-beam--could as well run a 
foot below it as in contact with the cross bar at 
its lower end when in operation, even if the under stop 
was against the pole, as it is not, for the drawing shows 
that between the upper limit pin and the under stop, there 
is a play equal at least to four times the thickness of the 
tongue, and besides this, the lower stop is adjustable so 
that any required play can be obtained. 

The operation of this device is specifically that os the 
Starling foot lever and stop. When power is applied to 
the lifting lever (either hand or foot) the front end of the 
beam rises until it comes in contact with the cross plate 
at the lower end of the drop bar, when the two rise together 
untilthe under stop reachesthe pole. 72s gives a wider 
range of movement for the front end of the plow beam than 
is given by Starling, and when the stop is brought in con- 
tact with the pole, the plow cannot do other than run out 
of the ground by reason of the elevation of the plow point; 
and when this limit stop reaches the pole, the further 
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movement of the lever will raise the rear end of the plow 
above the ground exactly as in Starling, and when at its 
highest point the plow will be caught by the hang up hook, 
where it will ride until released. 

If the Berthiaume and Harris plows infringe, this 
Owen patent must of necessity anticipate the Starling 
patent, for the Berthiaume plow has the same swivel con- 
nection with the crank-bar or bail that the Owen has, and 
also the identical device for operating and stopping the 
front end of the plow-beam, so that it has even the addi- 
tional features of the plows manufactured by plaintiff in 
error, as well as those in common with the Starling and 
the older plows. 

The stop of the Starling plow at the front end of the 
beam is subject to the same criticism as the Owen, with 
the difference in favor of Owen, as his stop is adjustable, 
while Starling’s is not. 

Woodward, after stating the elements of the com- 
bination of Starling’s first claim, testifies as follows, p. 48, 


f. 99: 


“ Q.—Do you find these combined in the same man- 
ner as in Starling’s patent? A:—Combined in the same 
manner to produce the same effect, except that the lever, 
instead of being turned up in the manner of the hand 
lever, is continued in the same way as a foot lever, oper- 
ated by being pushed down with the foot instead of being 
pushed down with the hand.” He follows this by quota- 
tions from Owen's specification. 

P.49,f.102. “Q.— * * * What is the difference 
between the Worrell & Rynerson and the Owen’s and the 
Starling? Will you explainthat? A.—The only difference 
is the continuation of the bail forward in the form of a foot 
lever in one end, and in the other the same —turned up 
in the form of a hand lever.” 

P. 55,f. 114: “ My question is whether this method 
of locking the plow by the device shown here in the C. 
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N. Owen patent is a well-known equivalent to the ratchet 
used by Starling. A.—Yes, sir; it is well known to 
mechanics to use a pinion or segment to change the mo- 

tion of any two parts.” 
. Haupt, p.68, f. 141: “ O0.—Now take the C. N. Owen 
patent, No. 123,505, Feb. 6, 1872. I ask youthe same ques- 
tion: Do you find in this patent the same ingredients and 
elements combined in the same way to perform the same 


‘ function in the same way as inthe Starling combination 
stated in the first claim of his patent? A.—I do; 
yes, sir.” 


Harris, p. 89, f. 181, in reference to this patent, says: 
A.—There is a ratchet and a foot and a hand lever on 
this, as near as I can see into it, anda bail. There are 
two levers, a foot and a hand lever both. 
a “ Q.—Plow beam attached to the bail? A.—Yes, sir; 
and a dog to catch the plow when it is up. 
“O.—Are those combined in substantially the same 
manner as in the Starling? A.—Identically the same 
> thing. 


-— “ 


©.—And to accomplish the same result? A.—Yes, 
- sir.” 

3 Starling, p. 131, f. 265, says: “ Mr. Owen can raise 

his plow out of the ground, and by retaining this lever 

he can hold it and by letting go of the lever it will return 

to the ground again, but there is no device whereby he 


ra fastens the plow in the ground or at any particular 
v position.” 
. It will be seen that Starling has to go back to this 


adjusting lock to find an excuse for rejecting the Owen as 
an anticipation of his own patent, which lock, as we have 
already seen, defeats the stated purpose of Starling’s first 
claim. 

On p. 132, f. 268, Starling emphasizes th’s further, as 


tollows: 


*"Q.—Do you find the same elements in the Owen 
first patent combined for the purpose of accomplishing 
the purposes substantially in the same way as in your first 
claim. A.—I do not; it lacks a very essential element. 
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It lacks the element of fastening the plow into any position 
to which it is desired to adjust it.”’ 


Starling thus emphatically rests his sole right to 
recover as against this Owen patent on the lock, which 
lock, as has been repeatedly stated, prevents the running 
of the plow out of the ground by the horses, for so long 
as the lever is locked into any one of its positions the plow 
cannot be raised out of the ground. 


IX. 


Owen second patent, November 5, 1872. This plow 
in respect to the combination in controversy, is substan- 
tially like the older one just considered. It differs mainly 
in having a forked lateral foot-guide for the front end of 
the plow beam, and a dog on each side of the toothed 
wheel attached to the hand lever, so that it can be locked 
at either limit of movement, and at any intermediate 
point. 

The court, p. 18, says: “ The lever used will lock the 
“ plow so as to prevent it from going deeper, but the point 
“ of the plow cannot be raised by the lever.”’ 

The patent, p. 154, shows the same arrangement for 
lifting the front end of the plow-beam first, that the ear- 
lier Owen patent and the Starling patent show. It is 
obvious that if Owen cannot lift the front end of his plow- 
beam so as to elevate the point, that Starling cannot, for 
they are organized in this respect exactly alike. Owen's 
drop bar, marked M in this patent, is both adjustable as to 
vertical position and as to the amount of play required in 
the drop-bar to let the front end of the plow-beam move 
upward. Zhe under collar forms the limit stop for the 
upward movement, the same as the stop W does in the Star- 
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ling patent, and it has this advantage over Starling, that it 
is adjustable so that more or less limit may be given for 
the upward movement of the front end of the plow-beam 
and tip the plow-point up as the soil or conditions of the 
plow may require. 

Owen says in his specification, p. 155, “M, M’ isa 
“ treadle-bar or drop-iron sliding vertically in a slot in the 
“tongue. The T-piece M’ is intended to engage with the 
“ plow-beam and regulate its vertical position, as inmy earlier 
“ patent, for which reason it is provided with a sliding stop, 


m; but in this new treadle-bar one or both of the stops 


sé 


mat the end of the T-piece M are made adjustable, as 


it is sometimes convenient to confine the horizontal vibra- 


tions of the tongue within narrow limits.’ 


The arrangement for controlling the horizontal move- 
ments is shown in detail at Fig. 4, alsothe adjustable stop 
m and the cross-pin for adjusting and controlling the ver- 
tical movement of the beam. The cross bar M’ in this 
patent and the corresponding bar in the older patent is 
sometimes called by the witnesses the “ hyphen bar.”’ 

In considering the issues involved, it is not important 
to consider this feature of the plow further than that it is 
almost literally copied in the Berthiaume and Harris plows 
manufactured by the plaintiff in error, and for the further 
reason that it is by this drop bar having a limited move- 
ment (which is the full equivalent of the Starling toggle 
bar), that the plow can be raised above the ground after it 
has been run out of the ground by tipping the front end 
of the beam upwards; and the court below did not fail to 
find the combination of the crank bar ccmbined with the 
plow beam, lever and axle, as in the Starling, and it only 
found that it lacked the feature of lifting the front end of 
the plow beam by a movement of the hand or foot lever, 
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and rejected it for this reason alone; but we have already 
seen that the court was very clearly mistaken in this re- 
spect, as is shown by the following testimony: 


Woodward, p. 50, f. 105, says: “ This, the second 
patent of Charles N. Owen, as far as its construction is 
concerned touching this point—it is the same as his first 
patent. The patent is for some improvements outside of 
those particular elements | have mentioned. It contains 
all the elements — the axle, beam, lever, and crank bar — 
in the same manner as in his first patent. 

“ O.—And in the same combination? A.—The same 
combination accomplishing the same result.” 


P. 51, f. 105, concerning the various patents set up 
by the defense, he testifies as follows: 


“ Q.—What is the function of these various patents 
you have spoken of with the lever, crank bar, axle, and 
beam, as you have stated? A.—To elevate the plow from 
the ground. 

“Q.—And in each case does tt elevate the point 
before it does the rear; according to the drawing does it 
necessarily do so? A.—Yes, sir; it would, for the reason 
that I find the end to which the crank bar is attached to 
the beam is forward of the mould board or the heavier 
part of the plow.” 


On p. 56, f. 117, he says: “The Berthiaume device 
“is very much more nearly anticipated by the Owen and 
“ Worrell & Rynerson construction than by the Starling.” 


Haupt, p. 69, f. 142, testifies as follows: “ O.—Ac- 
cording to the construction shown in this second patent 
of Owen, No. 132,772, can or cannot the hand lever alone 
be operated to raise the plow out of the ground without 
using the foot lever? A.—Yes, sir. 

“Q.—Can the foot lever, which is simply an exten- 
sion to one side of the bail, be used alone to raise the plow? 
A.—Yes, sir; because they work independently of each 
other. | 

“ Q.—And can they both be used together at the same 
time? A.—Yes, sir.” 


‘ 
| 
| 
‘ 
S 
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On the same page, f. 144, concerning this patent, he 
is asked: “I will ask you the same question as before, 
whether you find there the same elements as found in the 
Starling first claim, and combined in the same way and 
performing the same function in the same way that is de- 
scribed in the Starling patent. A.—yYes, sir; [ do. 

“Q.—Do you find it to be the mechanical equivalent 
and combined in the same way as in the Starling first 
claim? A.—Yes, sir. 

“Q.—In your opinion anticipating it fully? A.— 
Yes, sir.” 


Harris, p. 89, f. 182, after testifying that the first 
Owen patent was the same thing as the Starling and ac- 
complished the same result, testified as follows: 

“ Q.—Look at the next patent, C. N. Owen, 132,772, 
and state whether the same thing is shown there. A.— 
Yes, sir; it is an improvement on the other. 

“O.—lIs that the same thing, as far as this is con- 
cerned? A.—Yes, sir; the same thing.” 

He goes on then to speak of the hand and foot lever, 
and agrees with witness Haupt that either or both of the 
levers may be used to accomplish the result called for by 
Starling in his first claim. 

Concerning the manipulation of the front end of the 
plow beam, he testifies as follows: 


P. 92. “Q.—Look at this C. N. Owen Patent, 
No. 132,772; do you find a method of depressing the point 
of the plow shown? A.—Yes, sir; I find a device here 
that goes through the pole and crosses over the beam the 
same as the Berthiaume exactly. 

“ O.—Used for the same purpose? A.—Yes, sir. 

“Q.—And working in substantially zz the same 
manner? A.—Yes, sir; just the same. The pin is above 
the pole on this.” 


Gunckel, p. 110, f. 223, agrees that the two Owen 
patents are substantially alike in respect to the matters in 


controversy. 
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Harrison.—Concerning this plow, the court, p. 18 
says: “ This invention has a device attached to the hub of : 
“the right wheel, by means of which the plow is raised out 
“ of the ground by the power of the team, but no hand or 
“foot lever arrangement for raising the plow out of the 
“ ground.” 

As before stated, this plow belongs to the class com- 
monly known as “ power lift” plows; but, notwithstanding 
this fact, it is manipulated by a hand lever the same as the 
Starling, but when the lever is started forward, the con- 
tinuous movement of the lever is by the power of the 
team, instead of by the muscular power of the driver or 
operator. 

Some of the witnesses have endeavored to find some 
mystery in this plow, but its structure and operation are 
very easily understood by those having any familiarity 
with this class of plows. 

The axle in this patent is in the frame form, having 
front and rear bars markedc. The bail ¢ is attached to this 
frame at the rear, and on the land wheel side has a lever, 
or, as the patentee calls it, “hand crank arm /,” firmly 
attached to the end of the crank bar or bail as in Starling. 
This lever is provided with a small bell crank lever and 
link rod, which connects with the lower end of the oper- 
ating pawl &, which pawl is provided with a tooth engaging 
with the teeth or cogs on the wheel hub. 

When the operator desires to lift his plow, he takes 
hold of the lever / and moves it forward, at the same time 
lifting the lower end of the dog, or pawl, 4, and throwing it 
into engagement with the teeth on the hub. As the plow 
moves forward, the front end of the plow-beam rises until 
it strikes the front cross-bar, c, which inclines the point of 
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the plow upward. When the plow-beam strikes this 
cross-bar, the forward motion of the team (if the plow is 
properly adjusted) takes the exact motion of the upward 
incline of the plow bottom, and lifts the plow bodily. 
The hub carries the lever / over until it strikes an inclined 
pin or projection 2, which gives the hand-lever / a lateral 
movement towards the axle frame, and disengages the 
dog & from the wheel hub, at the same time carrying the 
lever under a short pin, 7, where the lever remains until 
it is disengaged, and the plow is lowered by hand. 

From this it will be seen that the Harrison plow has the 
identical movements of the Starling, with this difference 
only,—that the progressive forward movement of the lever 
in raising the plow out of the ground is by the team instead 
of the hand, while the lowering of the plow to an opera- 
tive position is by hand, the same as in the Starling. 

If there were no teeth on the wheel hub, the Harrison 
plow would be an operative plow, and its operation would 
be identical withthe Starling. There is no mystery in this 
plow, and the drawing and specification are amply suffi- 
cient to determine its structure and operation. 

It is beyond question that this Harrison plow has in it 
the combination of Starling’s first claim, and it answers the 
stated purpose of the Starling claim better than the Star- 
ling plowitself does; for in this case “ the horses are in fact 
made to raise the plow out of the ground.” 

The record is not very full in respect to this patent. 


Starling, p. 137, testifies as follows: 


“ Do you find any lever for the purpose of raising the 
plow out of the ground? <A.— Isee there is a lever there, 
or a plan to throw the dog or some kind of an arrangement 
of a ratchet or clutch of some kind; it is not very clear. 
I have tried to make out what that was, but I*can’t suc- 
ceed. 
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“ Q.—It is apparently some kind ofan arrangement to 
make the dog catch under the toothed wheel? A.—Yes, 
sir; that is the claim; so as to make the horses raise it, I 


should judge.”’ 
XT. 


Worrell Patent.—The only objection which the court, 
p. 18, found to this patent is, “ There is no docking lever 
“ described in this patent, as in Starling’s, and no device 
“ like his for raising the point of the plow or locking the 
“ plow in the ground.” 

The patent, p. 157, shows a plow much like that 
shown in the Worrell & Rynerson patent before considered. 
The principal difference consists in a device attached to 
the top and rear of the machine, “ in order to tilt the plow 
to the right or left,” which is a feature entirely outside of 
and additional to the subject matter in controversy. This 
plow has the combination of a crank-bar or bail, combined 
with a plow-beam, lifting-lever, and an axle, which parts 
are combined in the same relative position and for accom- 
plishing the same objects or purposes for which they are 


combined in the Starling patent. 


The patent shows the same adjustable drop-bar at the 
front end of the plow beam that we have before considered, 
and found to be the full equivalent of Starling’s toggle bar 
for controlling the front end of the plow-beam, and the 
front end can raise and does raise to tip the plow point so 
that the plow will run out of the ground, the same as the 
Starling. The crank-bar or bail (H) is of the full width of 
the machine, the same as in Starling. 

The expert Gunckel, called by defendant in error, page 
112, says that this plow has no lifting lever of any kind. 
He could not have so stated if he had understood the patent 
or the plow. The specification says: “One arm of the 


“ frame H projects forward, and is used as a foot-lever in 
“ raising the plow."’ Fig. 2, which is a front view, shows 
this foot-lever arm extending forward and inclined inward, 
so as to partly obscure the bail H. It is located as shown 
on the furrow-wheel side, which is the side cut off in mak- 
ing the longitudinal vertical section shown in Fig. 1. 

The plow of this patent, therefore, as before stated, 
has the four elements of Starling’s first claim, combined in 
the same way and for the same purpose that Starling has 
them, with the sole exception that the lever extends for- 
ward to be used by the foot, instead of upwards to be used 
by the hand, which difference, as we have already seen, is 
purely a matter of selection or choice, and does not in- 
volve invention. 

Starling, p. 136, testifies that according to his un- 
derstanding the Worrell, and the Worrell & Rynerson, are 
very much alike, with some improvements added by 
Worrell. 


XII. 


This exception relates to the question of infringement 
by the making and using of the Berthiaume plow, and 
will be considered further on. 


XIII. 


Haslup patent.—As this patent came into the case 
on a motion for rehearing, this court, under its decis- 
ions, would not consider it if it stood alone; but as it 
has been certified up as a part of the main record, and as 
it is useful in informing the court in regard to the state of 
the art, it is taken for granted that it will be considered 
with the others, as the courts are not refusing information 
in patent causes, which are properly before them. 
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The patent, p. 165, shows a common plow with a 
sulky attachment, in which the bail is mounted upon the 
axle by a sleeve so as to turn thereon by a hand-lever 


when the plow is to be raised out of the ground by the 


“a 


horses. The court, p. 24, concerning this-plow, says: 
“The plow can be locked in the ground or the depth to | 
“be plowed determined only by inserting a pin in holes ) 
“ made for that purpose in the circular plate, fastened as | 
“ heretofore stated. 


“ The driver cannot regulate the depth to be plowed and ly 
“ lock the plow in the ground while it is in motion. The y 
“pin prevents the plow being raised by the lever, and it 
“ could not be operated while in motion so as to raise the 
“point of the plow and make the horses pull it out of the \ 


“ ground, 
“ The Haslup plow does not have the combination of } 
“the plaintiff for the purposes described in the patent, V 


and does not anticipate his invention.” ' 
We have before called attention to the fact that nearly ‘7 

all of these plows have levelers and gauges for adjusting 

the running depth and the level running of the plows, \ 

which are frequently separate and distinct from, and inde- | 


pendent of, the lifting lever. 

The court fell into the errors above stated in not rec- 
ognizing the fact that these devices were separate in the 
Haslup plow. The lever which operates in connection 
with the pin noticed by the court is the gauge lever K, and 
is not the /ifting lever O. This Haslup plow has a disk 
somewhat similar to the Starling disk, and the running 
depth of the plow is gauged by a pin inserted in the side 
of the disk, which is fast to the axle; and what the court 
says is regard to the locking of the plow or determining 
fue spaning depth by inserting a pin in holes made for 
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that purpose in the circular plate, is correct for the lever 
K, which is the gauge lever, and has nothing to do with 
lifting the plow. 

The lifting lever O, which is located on the opposite 
side of the disk, has a spring dog which connects with 
teeth on the periphery or edge of the same disk, so that it 
is wholly independent of the gauge lever; and while the 
running depth is to be determined by the gauge lever and 
pin, the lifting lever O can at all times be operated while 
the plow is in motion, so as to raise the point of the plow 
and make the horses pull it out of the ground. This iden- 
tical operation (which is not mentioned by Starling) is 
shown by the dotted lines in Fig. 1 of this Haslup patent, 
which shows the point of the plow elevated, so that it 
must of necessity run out of the ground; and it also shows 
itin the position of dragging on its heel, as the Starling 
will drag, until the upward movement of the front end of 
the beam is arrested by a stop. In Starling, this is the 
stop W, and in Haslup itis the stop R, which is best shown 
in Figs. 2 and 3. The specification states, p. 166, that 
“ The front end of the plow-beam is held by a brace, R, 
“as shown in dotted lines, which is made adjustable by 
“means of a slot-hole in the bottom hound-cap C, and 
“ fastened by a set-screw, m.”’ 


Concerning the gauge lever K and its operation, the 
specification says: “ This” (raising or lowering the wheel) 
“ is effected by means of the lever K attached to the arm 


and connected with the stud byarod,e. The wheel by 
“this means ts raised or dropped on the land fo suit the 
“ depth to be plowed, the height being Py Rees by a pin 
“ inserted in holes upon the wheel-arm. 

The specification continues, in regard to’ raising the 


plow, as follows: “ L is a sleeve placed on the axle H_ be- 
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“tween hounds G G, and provided with two arms, N N, 
“ projecting toward the rear and pivoted to the plow M. 
“ By revolving this sleeve on the axle these arms are raised 
“or lowered at will, thus putting the plow in or out of 
“the ground. The sleeve is turned by means of the 
“hand-lever O, which is bolted or otherwise affixed to 
“the sleeve. By pushing forward on this lever the 
“ plow ts raised, and a trigger, /, pivoted to the 
“lever, drops into a notch on the circular plate, 
“ P, fastened to the hound, and holds the plow while it is 
“ being turned or taken from the held. The depth to be 
“ plowed is regulated by a pin, 4, and pin-holes in the 
“ circular-plate P.”’ 

This depth of plowing, as before seen, is regulated by 
the lever K and not by the lever O; and the failure to dis- 
tinguish between these two levers, on opposite sides of 
_ the disk, one connected with the side of the plate by a 
pin and the other with the edge or rim of the plate by 
teeth, led the court into the errors stated in the opinion. 

This Haslup plow has the combination of the four 
elements called for by the Starling first claim, in the same 
relation to each other and to the plow that Starling has 
them, and for the same purposes. 

If the court distinguishes between a separate gauge 
lever and a lifting lever also operating as a gauge lever, 
then infringement cannot .be found, as the machines of 
the plaintiff in error use these devices separate as in this 


patent. 


XIV. 


That this assignment of error is well averred, appears 
from the fact that the defendant in error, by himself and 
his expert Gunckel, after the plaintiff in error had made its 
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defense to the prima facie proofs and contentions, radically 
shifted his grounds of contention, and made a new case by 
the so-called rebuttal evidence, which the plaintiff in error 
has not had any opportunity to meet or answer. 

This radical and unlawful change appears from the 
following specimen testimony 


Gunckel, p. 39. “ Q.—Do you find in this combina- 
tion any locking lever or any method of a locking lever 
in the combination claimed by Mr. Starling in his first 
claim? A.—J/ do not find set out specially in the claim a 
device by which the lever is locked. 1 find the lever L 
referred to, which in the specification is described as a 
lever which is locked for the purpose of adjusting the 
plow. 
“ Q.—You do not find he claims any combination of 
that lever with any arrangement to lock it? A.—Not as 
a specific claim; no, sir. 

“ O.—Then, if this be a combination, it is not a com- 
bination of an arrangement to lock the plow withthe lever 
or with any other parts. A.—Not specifically; no, sir.” 


This witness, finding that the foregoing exploitation 
of the claim (the true one) was fully met in the prior art 
shown, in his rebutting testimony makes a radical change 
of base and a gross error, as will be seen from the follow- 
ing: 

Gunckel, pp. 124-5: “ Q.—lIn looking at the Starling 
patent, what do you understand Mr. Starling has patented 
in his first claim? A.—A combination of his crank axle 


with a bail and plow beam and locking lever, whereby the 
beam is locked at a certain horizontal plane.” 


If the court had not fallen into the same error it would 
hardly be necessary to remark that Starling has no such 


patent. 
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Starling, in his prima facie testimony, p. 31, f. 70, 
states his understanding of the patents as follows: 


QO.—Explain how in this combination of your 
first claim the horses are made to raise the plow out 
of the ground. A.—Moving that lever forward, the 
point of the plow being raised, the hoses continue to 
move forward, and the effect of it will be to raise the plow 
out as the line of the plow is directed upward. Not only 
have you got the horses pulling directly forward, but the 
bail, being raised up by the lever, consequently the horses 
are turning that bail upward; so that a person can operate 
a sulky plow when the horses are moving with a good 
deal less than half the necessary expenditure of power 
that would be used if the horses were not moving. 

“ Q.—By what means is a walking plow drawn out of 
the ground? A.—By turning the point upward by press- 
ing upon the handles. 

“ O.—Pressing down upon the handles would have what 
effect upon the plow? A.—It would raise the point. 

‘Q.—And the horses walking forward would pull 
the point of the plow out of the ground? A.—Yées, sir. 

“Q.—State whether or not that performs the same 
functions as your plow in making the horses raise the plow 
out of. the ground. A.—Yes, sir. 


On rebuttal, p. 127, f. 257, he finds that the Hay & 
Freeman patent does not anticipate his first claim, and 
says: 


“ A.—I see no evidence in their drawing and no 
description of it in the specification by which the plows are 
locked or fixed in their position tn the ground whatever.” 


P. 127, f. 258, referring to the Worrell & Rynerson 
devices, he testifies as follows: 


“ Q.—Now, as to the Worrell & Rynerson patent, do 
you find the elements of your first claim or their equivalents 
present in this patent—ihat is, the crank bar with the 
crank bar extended, forming a foot lever, described in the 
specifications, for the purpose of raising the plow out of 
the ground? A.—/t would perform that function.” 
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“ Q.—How about the parts performing the functions 
which are capable of being performed by the use of the 
parts which are claimed in your first. claim? A.—They 
cannot be secured in the ground by any such means what- 
ever. 

P. 131, f. 266, he makes the same objection to the 
Owen, and thinks it does not anticipate his patent because 
there is no locking ‘device. 

On p. 132, f. 268, he testifies as follows: “Do you 
“ find the same elements in the Owen first patent com- 
“ bined for the purpose of accomplishing the purposes sub- 
“ stantially in the same way as in your first claim? A.—I 
“ do not; 2¢ lacks a very essential element. It lacks the 
“ element of fastening the plow into any position to which 
“ it is desired ¢o adjust it,” and so on through the list. 

The prima facte case was entirely made up on the cor- 
rect construction of the first claim, that the parts named 
in the claim were so combined that when the driver put 
them into action so as to raise the plow point, the horses 
would run the plow out of the ground by their continued 
progression and the continuing forward motion of the 
lever which the notches would arrest and defeat if used. 
Finding that this was one of the commonest expedients in 
the art, the ground, as before stated, is radically shifted by 
the so-called rebuttal, and the invention made to consist, 
not in so combining these parts that the horses could 
raise the plow out of the ground, but to consist in a seg- 
mental notched bar (not mentioned in the claim), com- 
bined with the hand lever, so that the plow could be held 
in adjustment without being run out of the ground. 

This is a radically different case from that made up by 
the prima facte, and the plaintiff in error certainly should 
have had an opportunity of meeting this new case, and 
showing that it was just as untenable as the other. This 
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the court refused, manifestly in error, and greatly to the 
prejudice of the plaintiff in error. 

Record, p. 139. “ After the close of plaintiff’s 
“ evidence in rebuttal the defendant now offers to show in 
“ rebuttal of the testimony of plaintiff’s witnesses relative to 
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“ the anticipating patents by the testimony of the witnesses 
“ Woodward, Haupt and Harris, who were then present in 
“ court, that there is a device in the Hay & Freeman patent 
“ and in the Worrell & Rynerson patent and also in the two 
“ Owen patents by which the operator is enabled to lock 
“the plow at any desired depth in the ground, and also to 
tilt up the point of the plow so that the horses will assist 
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“jn raising the plow out of the ground, and that these 
several devices consist of the same combinations or a 
combination of mechanical equivalents as that shown in : 
“ Starling’s first claim, and defendant offers to show gen- 
“ erally by the witnesses that the plaintiff’s witnesses were 


“ mistaken in their testimony that there were substantial 
“ differences between the plaintiff’s combination and its 
“ operation in the first claim and the combinations and 


ee I 


" their operations shown in said anticipating (patent). 

“ The court declined to permit any more testimony 
“to be introduced upon the subject, stating that he had 
“heard sufficient testimony to enable him to understand 


. 
~ 


the action of the several devices.” 


XVI. 
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Excluding testimony, p. 101.—" The defendant then 
“ offered to show by witness Harris, that the lever device | 
“ shown in the Starling patent, and substantially the same | 
“as that shown in the Starling model, was used on the 
“Deere sulky plow and the Buford sulky plow prior : 
“to 1872. | 
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“ The plaintiff objected to this evidence as incompe- 
“tent and immaterial and no statutory notice—objections 
“mentioned. Defendant excepts.” 

It is not deemed to be essential to present this at any 
considerable length as it is manifest error. See 

Vance v. Campbell, 1 Black, 427. 

Agawam Co. v. Fordan,7 Wall. 583. 
Brown v. Piper, 91 U S. 187. 
Grier v. Wilt, 120 U. S. p. 429. 


XII. 
INFRINGEMENT. 

This assignment of error is specifically to the plow of 
the plaintiff in error, known asthe Berthiaume plow. As 
it appears from the record that this and the Harris plow are 
substantially alike, the question of infringement may as 
well be considered as applying to both as to consider them 
separately. 

In considering the patent sued on and the prior art, 
we have seen that Starling cannot hold any claim for the 
general combination of a crank-bar combined with a lever, 
axle and plow-beam, as shown and described in his pat- 
ent; that if his patent can be sustained at all, it can only 
be sustained by making his bail and lever substantially 
integral, by using a wheel-spindle of the axle as a fulcrum 
for the lever, and not upon the general combination. 
These differences are not sufficient to maintain the claim 
as a valid one, or one for a patentable invention or im- 
provement. 

The differences between the plow of the Starling 
patent and those of the older art are specifically the differ- 
ences between the patent and the plows of the plaintiff in 


error. 
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Berthiaume supposed he had made a plow upon a new 
design; but it will be seen that he was mistaken in this, 
and that his improvements only relate to constructions of 
devices which are special to his machine. The Berthiaume 
patent is shown, page 161, and it does not require one skilled 
in the art to see at a glance ‘that the Berthiaume plow is 
the Owen plow. Berthiaume did what many another one 
has done in attempting to improve a known machine, that 
is, he simply went back to an older form instead of pro- 
ducing a new one. 

If the machines of the plaintiff in error are Owen 


plows, then the existence or non-existence of the license 


is unimportant. If they are Owen machines, they are not 
made under the license. If the license is not in existence 
as a subsisting one, then if the plows of the plaintiff in 
error are Owen plows, they cannot infringe the Starling 
patent. 

That the defendant’s plows are not Starling plows; 
that they do not infringe Starling’s patent; and that they 
are, in fact, Owen plows—is fully established by the evi- 
dence, part of which is copied, as follows: 


Woodward, p. 52, f. 108, referring to the Worrell & 
Rynerson patent, says: “In that respect it is somewhat 
similar to the Berthiaume arrangement, except that in the 
Berthiaume there is no device for locking the lever down. 
It has an upright bar, with a cross bar at the bottom, rest- 
ing across the beam and provided with a lever at the top 
to force it down upon the beam and a lever at the top, 
being a foot lever instead of a hand lever, as in the Worrell 
& Rynerson, but the action is precisely the same as far as 
forcing the beam down or holding it down by the weight 
of the foot is concerned, I also find in the Owen patent, 
in both of them, a broad bar, with a cross-bar at the bot- 
tom, resting across the forward end of the beam, con- 
structed precisely as in the Berthiaume patent, except that 
they have no hand lever nor spring to assist in raising it 
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up or down. In the Owen patent the upright bar is shown 
provided with a series of holes, through which a pin can 
be inserted to hold it down at any point desired, and also 
a collar to regulate the height to which the cross-bar can 
be elevated. It forms a stop to regulate or limit the mo- 
tion of the bar.” 

“ Q.—Do you find in any of those patents substanti- 
ally the same mechanical device as used in the Berthiaume 
plow for this purpose to accomplish the same result and 
used for the same purposes? A.—The Berthiaume device 
is a combination of the elements shown in the Worrell & 
Rynerson and in the Owen’s patents, and designed to ac- 
complish precisely the same effect.” 


On p. 56, f. 117, he says: “ The Berthiaume device 
is very much more nearly anticipated by the Owen and 
Worrell & Rynerson construction than by the Starling.” 

Harris, p. 90, f. 183. “ O.=+In connection with their 


- 
- 


utility look at the Starling and the Berthiaume plows and 


~ 
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state whether you find the same combinations and ele- 
‘ments in these two plows. A.—They are. differently 
‘constructed altogether. The action is different. One is 
‘connected and the other is disconnected with the beam, 


om 


‘and the operation is different.” 

P. 92, f. 187, referring to the second Owen patent he 
says: “I find a device here that goes through the pole and 
crosses over the beam the same as the Berthiaume exactly.” 

Haupt, p. 73.—* Q.—Look at the Starling device 
now, that combination for the depression of the point 
of the plow, and state whether or not, in your opinion, 
the Berthiaume device for lowering the point of the beam 
is much more the mechanical equivalent of the device 
shown in the C. N. Owen’s patent No. 132,772 and 
the Worrell and Rynerson patent No. 120,560, than is 
the device shown in the Starling second claimp A.—I 


think it is, without question.” 
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Woodward, p. 52.—" I also find in the Owen patent, 
in both of them, a broad bar, with a cross-bar at the 
bottom, resting across the forward end of the beam, con- 
structed precisely as in the Berthiaume patent, except that 
they have no hand lever nor spring to assist in raising it up 
or down. Inthe Owen patent the upright bar is shown 
provided with a series of holes, through which a pin can 
be inserted to hold it down at any point desired, and also 
a collar to regulate the height to which the cross-bar 
can be elevated. It forms a stop to regulate or limit 


the motion of the bar.’ 


Woodward, p. 59.—" Q.—Do you notice any differ- 
ence in the construction of the Starling and of the 
Berthiaume to the advantage of the Berthiaume? If so, 
what arethey? A.—Inthe Berthiaume plow the bail is piv- 
oted at a point below and in the rear of the line of the journals 
of the axle, a construction possible only on one end in the 
Starling patent, as his bail is pivoted at one end upon the 
axle and at the other end at a point a short distance below 
the axle when the plow is down in the ground, and ata 
point even with the axle when the wheels are level.”’ 


Starling, p. 133, f. 270, seems to make his side brace QO, 
an essential factor. He says: 

“ A.—In Mr. Owen's plow, in the first place, as there 
“ frequently is a greater pressure upon the mould-board as 
“there is the soil to resist, the plow will not run straight. 
“ There is a tendency in a plow not to do good work, and 
“ it will frequently do what iscalled ‘ cut-and-cover’ work. 
“It is very necessary in a plow to overcome or resist the 
“ side thrust which occurs in all plows, of course, from the 
“pressure of the earth. There is nothing in the Owen 
“ plow to prevent the plow from being thrust to one side. 
“ The arm is not rigid.” 
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The Berthiaume plow has this same defect or 
difference. 

Starling, p. 32, f. 72. “Q.—There is one question 
which I neglected to ask you with reference to this foot 
lever. In your opinion; does the foot lever in the 
Berthiaume plow perform the same function in  sub- 
stantially the same way as your plow? A.—A portion 
of the same function. It does not perform all of the func- 
tions that mine does.” 


Gunckel, p. 44, f. 92. “QO.—If the pivotal point of 
the Harris lever is upon the tongue and is operated with- 
out being connected with the axle at all, but the lever 
connects with the rear part of the bail so that the axle is 
not a part of the combination, would that be the same 
combination? A.—No; but it would strike me as being 
a very apparent attempt to avoid the patent. But if a 
very important element, the axle, is left out of the combi- 
nation it could not be the same combination.” 


This would seem to make it a very successful attempt 


to avoid the patent. 


Experting.—It is not usual to call the attention of 
the court to the character of the testimony of expert wit- 
nesses, but the expert for defendant in error, Gunckel, is 
either so ignorant or so reckless that it seems important 
to call attention to some portions of his testimony. Many 
other passages than those quoted might be referred to, but 
the following seem to be sufficient: 

Starling, who was first called, p. 33, f. 73, claims 
only to have invented what his patent calls for, and in 
respect to the function in which his plow is supposed to 
differ from the others, p. 34, f. 74, says: “I did not in- 
“ vent that function and I did not invent that result, but I 
“did invent that device in that plow by which that result 
“ is reached.” 

Gunckel, who followed him, p. 42, f. 89, says. “Q.— 
“ Are not all the answers you have given to the questions 
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“ propounded to you based upon the supposition that this 
“ Starling patent is a foundation patent upon the claim he 
“makes here? A.—Certainly; very largely.” 

On p. 43, f. 90, he says: “ A.—Then, as I said be- 
“ fore, I regard, assuming that Mr. Starling was the pio- 
“ neer inventor as to the lever uv, that an equivalent de- 
“ vice was used in the other.” 

“ The Court.—Do not cultivators use the plan of de- 
“ pressing the plow, only they use both feet—they operate 
“on each side? A.—Yes, sir; I think so; dut in my an- 
“ swer I assumed that Mr. Starling was the first inventor.” 

It required a brave man to assume that any one was 
a pioneer in plows as late as 1874, or a pioneer of any 
feature thereof. Starling himself, as we haye seen, dis- 
claimed being a pioneer. : 

Gunckel, p. 43, in relation to the locking device, 
f. 90, testifies as follows: “ QO.—lIs it not claimed in the 
“patent? A.—/t zs not one of the elements set out in the 
“ claim itself.” 


He immediately follows this by the following: 

“A.—I suppose it would occur to any competent 
“ mechanic constructing a plow of that character that he 
“ would have to use some means for locking or else the 
“ plow would be inoperative.” 

Attention is called to this for the reason that in his 
rebuttal he bases the entire case on the supposed absence 
of this admittedly obvious expedient in the prior art. His 
principal objection to the Worrell & Rynerson plow is as 
follows, p. 104, f. 211: “ Q.—What elements do you find 
“absent in the combination of the plaintiff’s first claim 
“ absent from the Worrell & Rynerson patent? A.—A very 
“ material element, wnich is to regulate the depth at which 
“ the plow is to be set and for locking it at that depth.” 
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He says that the first and second Owen patents, in 
respect to the matters involved in the first claim, are very 
much alike. On p. t11, f. 224, he says: “In Owen's 
“ second patent there is no device for docking the lever or, 


+“ 


in other words, for locking the pivotal point of the 


~ plow beam.’ 


On p. 102, f. 207, he finds a guide in the Hay & Free- 
man plow concerning which he testifies as follows: 


e 


O.—lIs that plow, then. capable of the function of 
raising the point of the plow and thereby compelling the 
horses to assist in raising the point of the plow out of the 
ground? A.—It is not, as I understand it. On the con- 
trary, the very function of this guide device is to prevent 
any rising of the forward part of the plow faster than the 
rear part,- or in any direction different from that taken 
by the rear part.” 

He had previously testified on the same page, f. 206, 
that the plow-points would go a little faster. The pecul- 
iarity of this testimony is that there is no such guide in 
the Hay & Freeman patent. All that there is shown and 
described is a guide to prevent the seat and axle from 
turning over when the plow-beam is raised. 

He might as well say that you could not tip a cart 
because the cart-box was attached tothe axle by guide-arms 
so that it would not slip off when the cart was tipped. This 
is all there is of the guide feature in the Hay & Freeman. 
He has totally misapprehended the construction and 
operation of this plow. 

On p. 103, f. 209, he says that the draft of the team 
is applied tothe tongue in the Worrell & Rynerson patent. 
He could not have made this statement if he had under- 
stood this plow or understood the specification, or if he 
had read (as it was his duty to do), the prior Worrell & 
Rynerson patents referred to in the specification of this 
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one. The reasons for these statements will be found where 
this patent is considered in a prior part of the brief; and 
on p. 106, f. 215, he considers that the principal important 
difference between the Starling and the Worrell & Ryner- 
son is in locking the pivotal point of the plow beam. 


He could not have made this objection unless he really 
understood that the Worrell & Rynerson plow was drawn 
by the plow beam the same as Starling and the others. 

Concerning the first Owen patent, p. 108, f. 219, 
he says there is no device whatever in the Owen patent 
by which the pivotal point of the plow beam is fixed; 


_ that this is an essential point, and makes a vital differ- 


ence between the structure of the two plows. We have 
already seen that in his prima facte testimony he agreed 
that this feature, which he here makes essential, was no 
part of Starling’s first claim. 


In the same folio he says that the only means in the 
Owen patent for determining the depth at which the plow 
shall run is by depressing the drop-bar which runs through 
the tongue; yet, as we have elsewhere seen, he agreed 
that in a properly organized plow this should be done 
by the clevis itself, and not by any of the parts carried 
on the wheel frame. The only proper adjustment for the 
regular running depth of one of these plows is by the 
draft clevis, on the front end of the plow beam. The 
want of attention to this fact led the witness into a great 
many errors. : 

On p. 112, f. 227, he states that there is no lever 
shown at all for tilting the bail of the Worrell plow. Figure 
2 of this patent shows the tilting lever, and the specifica- 
tion says that it has one. 


On p. 113, referring to the Harrison patent, he says: 
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“ The rear portion would raise first. The point is pre- 


‘ vented from raising by that cross-piece in the frame. 

We have already seen that “ that cross-piece ” is above 
the front end of the plow beam, and that it performs the 
identical service of Starling’s stop W, that is, the front end 
of the plow beam rises until it strikes this cross piece and 
runs the plow out of the ground. It then acts as a stop so 
that the plow can be raised above the ground. 


In the same folio he testifies as follows concerning 


é 


this plow: “Q.—The draft of the plow is apparently 
“through what? A.—The tongue D and the forward 
“ attachment of that tongue D is at the forward end of the 


“ plow beam.”” He could not have made this statement if 
he had looked at the drawing, in which Fig. 1 shows 
the tongue attached to the frame and not to the plow 
beam, the plow beam being at one end of the frame and 
the tongue near the opposite enc. The specification 
says: “The tongue d is adjustable laterally upon the frame, 
“so as to adapt the plow for use with either two or three 
“ horses.” 

If the tongue was attached to the plow beam, or if 
the draft is through the tongue, its lateral adjustment 
would be wholly unimportant, as moving it upon the frame 
could not affect the operation of the plow as between two 
or three horses; but when used simply as a guide pole, 
and to prevent the cart or sulky from tipping over, it 
would require adjustment according to the number of 
horses used, if, as the fact is, the horses were attached to 
the plow beam. The specification is specific that the 
tongue is attached to the frame. The location between 
the tongue and the plow beam would instruct any one that 
ever saw one of these plows that the hitch of the team 


was direct to the front end of the plow beam. 
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In this patent the point of the plow, as shown in Fig. 
2, is directly under the line of the wheel spindles and for- 
ward of the bail, sothat if the draft was applied to the 
tongue, it would simply roll the plow over until the plow 
beam struck against the ground. A plow cannot bedrawn 
From a point on the beam which is back of the plow potnt. 
Other quotations might be made, but these are deemed 
to be sufficient to justify the proposition that the witness 
either did not know what he was talking about or was 
utterly reckless in his statements. 


ITT. 


Starling’s plow not a good one, p. 29.—" It was admit- 

ted by the pleadings, proved on the trial, and found to be 

a fact by the judge that on or about the §th of December, 

1878, after the defendant had manufactured and sold 

about 35 or 40 plows under the license, the defendant 

gave the plaintiff written notice that the construction of eee 
this sulky plow under the Starling patent was unsatis- 

factory and large quantities of said plows had been 

returned as unserviceable, and that the defendant removed 

(revoked) its license and would thereafter manufacture a 

sulky plow cf its own design.” 

The record, in numerous places, shows that the Star- 
ling plow is not a good one, and that it was long ago aban- 
doned, and it shows that its real defect was in attempting 
to use a shifting lever as gauge lever, but it was not * 
_ thought best to weary the court with citations, as the brief 

_ is already too long, and as its use for a gauge lever is not 

; claimed; such use being not only inconsistent with its use 
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. for the purpose claimed, but is in prohibition of such use. 
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IT. 


Royalty.—If the court shall be satisfied that Starling’s 
first claim is as the patent states, a claim for a combination 
of a bail, plow beam and axle with a /ifting lever, so 
applied that the horses are made to run the plow out of 
the ground; that under the showing of the prior art the 
claim is a valid one, and that the license is a valid and sub- 
sisting one, then Starling is not entitled to royalty for the 
use of a gauge lever which locks the plow into the ground 
at varying adjustments, for the reason that Starling has no 
such claim, and the allowance of any sum or amount of 
money for the use of an unpatented gauge lever is 
erroneous. 

L. L. BOND, 
For Platntiff in Error. 
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Sr. Pau Plow Works, 


Plaintiff in Error, 
vs. 


WILLIAM STARLING, 
Defendant in Error. 


REPLY TO BRIEF OF DEFENDANT IN ERROR. 


I. 


It is not very material in this case whether the findings of 
the court are general or special, because all the vital ques- 
tions were raised by the objections to the introduction of 
testimony and exceptions to the rulings thereon taken in the 
‘‘progress of the trial.” 

Thus the vital question in this case, discussed at pages 14 
to 35 of our brief, and 19 to 26 of Mr. Cairns’ brief, whether 
after the renunciation of the license it still continued in force 
for the term of the patent, so that defendant in error could 


2 


recover on this contract of license for plows made by plaintiff 
in error thereafter of construction ; essentially different from 
the Starling sulky plow, is completely presented by the 
rulings and exceptions at folios 67 and 323 of the transcript. 
Even if it be conceded that ‘the finding’ of the court was 
general, all the questions we have discussed in our brief, 
except those numbered 8, 9, 10, ie and 12 on page 15 of the | 


brief, were raised by ralings on the introduction of testi- 
_ mony. (See pages {+12 of brief, where the pages of the 
- transcript are referred to.) < Ss 


I. | 


But the finding was special and not general. 
_ The Revised Statutes of the United States required the 
dings. practice and Bindings os he Av saaaae by the 
: se dlawecosn ' 
~ Revised Statutes U. Ss, sec. 914. 


Revised Statutes of Minnesota, 1878, chapter 66, 
; reads: ‘ Decision of court, when and how given. 
| a que stion of fact BY the court its decision 
riting “and filed’ ‘With the clerk within 
at whieb ‘the ‘trial took place; in 
4 | ind the conclusions of | 
“upon the decision 


or the failure of 


” 
od 


This statute the learned Judge Nelson was familiar with, 


and in the written decision he filed he found upon every 
material issue of fact and law. | 
1% Folios 284-294, 


Now, we submit this constitutes a “special finding” | 
| under the United States statute. 
> The cases cited on pages 4 ef seg. of Mr. Cairns’ brief to 
show that this court will not consider this *‘ decision,” as the 
Minnesota statute calls it, the special finding that that stat- 
ute requires, and that it is in fact, are all cases where there 
: 3 was no special finding at all, as in Cooper vs. Omohundro, 
1 Wall. 65:69, where the statement was ‘“‘the court does 
find the facts in the case for the plaintiff, and gives judgment 
that the plaintiff recover,” &c. : or where an opinion was 
filed which failed to find upon some material issue of fact, as 
in Dickinson vs. The Planters Bank, 16 Wall. 254-257, where 
r the question was as to the liability of a drawer on a bank 
draft protested after long delay, and the court failed to find 
on the material issues as to when the draft was presented— 
whether there was delay in presentation—whether there was 


excuse for delay, and what notice of dishonor was given. 
These cases are not in point, because Judge Nelson com- 
plied with the Minnesota statute, and in his *‘decision” found 
upon every material issue. 

The court below and counsel for the parties so considered 
and treated this ‘‘decision.” 

The judge in the decision repeatedly uses the words 
“1 find.” 

Folio 287, Transcript. 

The bill of exceptions says. ‘‘ it was found to be a faet by 
the judge that on or about the 5th of December, 1878, * * * 
the defendant renounced its license.” 

Folio 154. 
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This ‘‘finding of fact” was nowhere but in the *‘decision” 
at folio 284-5. 

In the judgment it is recited that ‘‘the court-on February 
Sth, 1887, having filed its written findings herein, wherein it 
finds for the plaintiff as follows, to-wit, ‘the plaintiff ts 
entitled to royalty on 1810 plows at $2.50 each, making the 
amount of $3275, for which sum judgment is ordered.’ ~ 

Now, the only written findings of the court were this 


decision, and from this the finding in the judgment is quoted. 


Second.—lf, however, this *‘decision” is not as we miain- 
tain—a special finding upon the material issues of fact) and 
law—then there is no foundation for the judgment, and it 
must be reversed, and this question is raised by the exception 
to the order entering judgment. 

Folios 204: 327-s. 

Under the Minnesota statute cited there could be no 
judgment except upon a special finding, which must be as 
complete as a special verdict, and ‘Sif a special verdict be 
ambiguous or imperfect—if it find but the evidence of facts 
and not the facts themselves, or finds but part of the facts in 
issue, and is silent as to others, it is a mistrial, and the court 
of error must order a venire de novo; they can render no 
judgment on an imperfect verdict or case stated.” 

Graham vs. Bayne, 18 How. 62. 
Prentice vs. Zane, 8 How. 4. 
Baldwin vs. Allison, 3 Minn. 41: 42. 
Lowell vs. North, 4 Minn. 17:18. 
Cochrane vs. Halsey, 25 Minn. 52. 

The result is that, if this ‘‘decision” is a special finding as 
we maintain, the question is fairly raised whether the facts 
found are sufficient to authorize the entry of the judgment, 


and if they are not, there must be a reversal. 


If on the other hand this ‘*decision™ is not a special fin«l- 
ing, the judgment is unauthorized by the Minnesota law, 
adopted by congress in section 14, U. S. Revised Statutes, 


and the judgment must be reversed. 


A 
A. 
A. 


Even if the finding was general the rulings made in the 


® “decision” which appear by the bill of exceptions to have been 


excepted to at the time and which are brought here by bill of 
exceptions, were made as is clearly shown by Mr. Justice 
Blatchford ‘tin the progress of the trial” since they appear 
to have been brought to the attention of the court. ruled 
pon ana excepted to before iidoment, unl itt the time the 
decision Was rendered. 

Folio 2o-4. 


(‘lements vs. The Phoenix lis. Co.. 7 Blatchford. 51-58. 
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Where after the trial argument, submission sand subse- 
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quent announcement that the court found for the plaintiff, 
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questions of law were allowed to be submitted to be ruled 
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upon, and the learned justice said he could permit this after 
he had announced his decision because the trial **was still 


1) progress. 


Miller Vs. Life Ins. Ek. | Wall. ary 


lV. 

Upon the vital question whether or not after the plaintiff 
in error had renounced its license the defendant could recover 
on the contract for plows made after the renunciation in 
detiance of the patent, the diligence of opposing counsel has 
found no case that holds that the contract in the case at bar 
might not be terminated by notice of renunciation. 

He has cited a large number of cases but on examination 
we find that not one of them presents a case where a naked 
licensee under a license not exclusive, which fixed no time for 
its continuance or amount of articles to be made under it. has 
been held to pay royalty under the contract for articles made 
or sold after renunciation and notice thereof. 

We will not review his cases—they are all distinguishable 
from the case at bar on one or more of the grounds stated in 
pages 20-28 of our former brief. 

We call attention to the cases on which Mr. Cairns scems 
most to rely, to show that a mere licensee may not terminate 
his contract by renunciation but that it continues for the term, 
found on page 25 of his brief. 

In Baker Mfg. Co. vs. Washburn & Moen Mfg. Co., 18 
Fed. Rep. 172, a bill was filed to obtain a modification of a 
license and to restrain the defendant from declaring the license 
annulled on the ground that plaintiff had forfeited it by fail- 
ing to pay the full license fees, and it was alleged that plain- 
tiff had paid the fall fees. It does not appear whether the 
license itself expressly provided for its term of continuance, 
but the court recognized the right of one of the parties to 
annul it, while it continued the preliminary injunction against 
the plaintiffs declaring the license forfeited for nonpayment 


of the royalty which plaintiff had alleged it had paid. 


f* 
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In opening its opinion the court said ‘the preliminary 
injunction is broad enough in its terms to restrain the defend- 
ant’s from annulling, or attempting to annul or revoke the 
complainant's license for any cause whatever, and it therefore 
goes beyond the scope of the bill.” The question in the case 
it bar in no way arose in this case. 

Laver vs. Demett, 109 U.S. 90, Mr. Cairns says, is 
exactly like che cause in question. Let us see. It was a bill 
in equity to have a contract for a naked license so reformed 
as to make it a grant of an exclusive license on the ground of 
mistake, and the court refused the relief asked. The con- 
tract gave the right to the licensee to make, use and vend 
the invention, and he agreed to manufacture and sell it and 
pay a royalty for each machine so manufactured, and agreed 
to pay at least 500 pounds per annum. The contract 
expressly provided that the licensee could surrender on six 
months’ notice, and the licensor could revoke after the 
licensee’s default on thirty days’ notice. 

It will be seen that the contract had no features in com- 
mon with the one at bar; it provided for a fixed amount to 
be paid per annum, while that at bar provides for no amount; 
it provided that it could be surrendered only on six months’ 
notice, and thus fixed the term, while that at bar provides 
no term and no continuance, 

In Kelly vs. Porter, 17 Fed. Rep. 519, the license was 
exclusive. It was expressly provided that it should continue 
for the term of the patent, and should be void only if the 
patentee’s claims were rejected, while in the case at bar no 
such provisions exist. 

In National Rubber Co. vs. Boston, 11 Fed. Rep. 48, the 
action was to recover for royalty upon inventions which had 


been made and sold by the licensee Jefore he gave notice of 
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renunciation. In the case at bar it is to reeover for those 
sold after renunciation. 

In Marsh vs. Harris, 22 N. W. 516, there was a covenant 
in the license that it should continue for the full term of the 
patent, anda covenant by the licensee to pay for the full term 


and not to contest the validity of the patent, and the sume 


covenants are found in Union Mfg. Co. vs. Lounsbury, 42 
Barb. 125. 


There is nothing in any of these cases counter to the pro- 


position maintained by nuthorities cited upon page 16 of our 
former brief. On the other hand, in many of the cases cited 
by Mr. Cairns it is conceded in the opinions to be the law 
that a naked licensee may by renouncing the license terminate 
the license contract and stand just ws he would. from that 
time forth, had no license been made. 

In Lawes vs. Purse, 88S EB. C. L. 880. where a recovery 
was had for royalties upon inventions used by the defendant. 
hefore notice of renun lation, Lord Camp! ell, Chiet eustice, 
said: **No fraud is alleged, no renunciation of the permis- 
sion warning the plaintiff that the defendants meant to claim 
to use the Invention In their own right. is averred. — | think. 
therefore, it would be contrary to all principle to hold this 


plea good Page 932. 

And Erle, Justice, said: ** Then it is clear to me that if 
the defendants go on under this agreement, using the patent 
right by the plaintiffs permission, they must pay him 
whether the patent was valid or not, until at least they give 
notice that they dispute the validity of the patent, and will 
in future use the invention in their own right, and not under 
the permission of the plaintiff. Such a notice would change 
the position of the parties. After it the patentee might sue 


the defendants for an infringement of his patent for any 
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subsequent user, and perhaps in an action on the agreement 
for the price of such subsequent user, the invalidity of the 
patent might be a defense. But there is no such notice here, 
and for the user, till there is such notice, the defendants 
must pay.” 

In Marsh vs. Doge, 4 Hun. 278: 280-281, where the 
plaintiff recovered upon a license for royalties upon machines 
he had usec, the court said: ** Moreover, the defendants Mere 
esto pp d to ¢ eCuy that the rakes were manufactured under the 
¢ plaintiff's Lid NSC. &O long (is they retained the license itself. 
They mere at lit ty fave linguesh it at any time. and they repre 
hound fo do SO) if they snte na d AL deprive the plaintiff of his 
royalty.” 

In Jones vs. Burnham, 67 Maine, 93, where certain cans 
of corn had been packed under a license and without notice 
of renunciation, the court placed its decision, at page 93, on 
the ground that ‘no renunciation of the permission warning 
the plaintiffs that the defendant meant to claim to use the 
invention in their own right is averred.” 

And in Hyatt vs. Ingalls, 49 Sup. Ct. N.Y. 375:379, 
and in Marston vs. Swett, 82 N.Y. 582-534, two cases in 
which the plaintiff recovered royalties under licenses which 
had not been renounced, the courts used these words: 
‘* While the manufacture goes on under such an apparently 
valid patent, it is presumed to be under and in accordance 
with the agreement to pay royalties. If the manufacturer 
does not so intend, and chooses to make the patented article 
not under the patent but in hostility to it, he must give 
notice of that intention, in order that the presumption may 
not attach, or the patentee be misled.” 

There seems to have been no decision by any court, except 


the learned judge below in this case, to the effect that a 
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But if it was competent or material for Mr. Starling to 


show, without pleading it, that his invention antedated the 


patents we proved, we never could understand why it was 


not competent and material for us to prove as we offered to 
do, that the device shown in the Starling patent was in use 
prior to 1872, as we had alleged at folio 13 of the transcript. 
(See folio 204. ) 

It is not correct as Mr. Cairns says, that the testimony 
here offered had been introduced before at page {S; that 
testimony did not relate to the time anterior to IS72, or to 


the use substantially as used by Starling, while the offer did. 


WALTER H. SARBORN, 


Attorney for Plaintiff in Error. 


LS H. McKENNEY 
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MOTION. 


And now comes the said defendant in error and 
having caused a Transcript of Record to be filed herein, 
moves the said Honorable Court to dismiss the writ of 
error herein for want of jurisdiction to review the 
judgment herein. 


STATEMENT. 

This action is one for the recovery of license fees 
agreed to be paid under a contract of license with 
reference to a patent. 

The sum involved (the judgement), is less than 
$5,000, and we contend that it is not a “case touching 
patent rights” under section 699 Revised Statutes U. S. 
That therefore this court has not jurisdiction and the 
writ should be dismissed. | 


FACTS. 
Stated more in detail, it is an action at law brought 
b 


Nebraska, defendant in error, against the St. Paul 


< 


William Starling, a citizen of the State of 


qe 


Plow Works, a corporation of the State of Minnesota. 
The citizenship of the parties gave jurisdiction to the 
Circuit Court. It is brought to recover damages for 
the violation of a contract executed by both parties, 
being exhibit A attached to the complaint. (See Tran- 
script of Record page 3). By this contract Starling 
granted to the corporation a license to make and sell 
the Starling Sulky Plow under patent number 154,295 
dated August 18th, 1874, in specified territory, and the 
corporation agreed “to make said Sulky Plows in a 
good and workmanlike manner and advertise and sell 
them in the usual manner * , * and render an 
account on the first day of January and July of each 
year of all plows sold prior to those dates on which 
the royalty has not been paid, and to pay & = oe 
and fifty one-hundredths dollars for each and every 
plow sold.” 

The complaint alleges a breach of each one of these 
stipulations to be performed by the corporation, and 
specially that defendant has made and sold many of 
the Sulky Plows for which it has paid no royalty, 
(page 2) and asks for damages in the sum of 
$10,000.00. | 

The answer admits the making of the contract of 
license under said patent granted to Starling (page 7) 
and alleges that defendant “has fully kept and per- 


formed all the provisions and terms of said contract.” 


It sets up a notice to plaintiff, given him after the 
license was granted, that it renounced the license 
contract, but it is not pretended that plaintiff acceeded 
to this (page 9). He elected to proceed upon the 
contract instead of treating defendant as an infringer. 
It further alleges want of novelty in the Starling patent, 
setting up certain patents as anticipating it, (pages 6- 
7). On the trial, it was contended by Starling, plaintiff, 
that such would not be a defense against payment of 
royalty for plows actually made and sold, and that 
defendant was estopped by taking a license from 
disputing the validity of the patent against his licensor 
when sued for rent or royalty agreed to be paid. 
Nevertheless, this matter was gone into on the trial, 
but resolved in favor of plaintiff, (see opinion pages 
14 to 18). 

Plaintiff having filed a reply and a jury having been 
waived by written stipulation, the cause is tried by the 
Court (pages 10 to 13). The Court construed the con- 
tract of license, and found that defendant had made 
and sold 1,310 plows for which it had not paid the 
royalty of $2.50 as provided in the contract, and ordered 
judgment for Starling, plaintiff, for $3,275 (page 18). 

Defendant then petitioned for a new trial, ( pages 19 
to 21), which was heard and the Court filed his opinion 
thereon (pages 22 to 24) The motion was denied, 
and judgment was entered for the above sum and 
interest and costs to be taxed, October 10th, 1887 
{pages 24-25). 

-Thereupon defendant sued out this writ of error, 
(pages 25 to 28) and Starling, defendant in error, 


causes a ‘Transcript of Record to be filed in this court 
and printed for the purpose of making this motion to 
dismiss the writ, to prevent “needless and oppressive 


delay.” 


BRIEF. 


The court has held this proper practice, 


Clark vs. Hancock, 94 U. S. 493, 
Thomas vs. Woodridge 23 Wall. 283. 


Section 700 R. S. U.S. is the only act providing for 
the review here of a civil cause where an issue of fact 
has been tried in the Circuit Court otherwise than by 


a jury. 


Boogher vs. Insurance Co., 103 U.S. 90, 


Kearney vs. Case, 12 Wall. 275. 


Unless the case at bar also comes under section 699 
providing for appeals without regard to amount in 
controversy, there is no jurisdiction in this case. The 
provisions Of section 691 limiting appeals in oter 
‘vases to those where the matter in dispute exceeds 
$5,000. apply to writs of error and appeals under 


section 700. 


Elgin vs. Marshall 106 U.S. 578, 
Zeigler vs. Hopkins 117 U.S. 686. 


The provision in section 699 giving the right of 


appeal or writ of error in cases “louching . patent 


rights,’ doubtless means the same as the language of 
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section 629 giving the Cireuit Courts original juris- 
diction, “of all suits at law or in equity arising under 
the paieni or copyright laws of the United Siates.” 

“Touching” does not here refer to a remot€ or 
collateral contact. Such construction would give an 
appeal without regard to the sum in controversy in 
every case of suit on a note given in purchase of a 
patent, or on a contract which related in the re- 
motest degree to a patent, where the citizenship of 
the parties gave the Cireuit Court jurisdiction. 

It means such contact as results from the action 
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An action on a contract to recover license fees 
agreed to be paid for the use of a patent is not 
a case “touching patent rights” or “arising under the 
patent or copyright laws of the United States.” 

Brown vs. Shannon 20 How. 55. 

Albright vs. Teas 106 U. S. 613. 

Wilson ve. Sandford 10 How. 99. 

Hartell vs. Tilghman 99 U. S. 547 (1878). 
Sizer vs. Many 16 How. 97 (1853). 

Burr vs. Gregory 2 Paine 426 (1827). 
Blandhard vs. Sprague 1 Cliff. 288 (1859). 
Hill vs. Whitcomb 1 Holmes 317 (1874). 
Goodyear vs. Union India Rubber Co. 4 Blateh 63. 
Merserole vs. Union Paper Collar Co.6 Blateh 356 
Goodyear vs. Day 1 Blatch 565. 

Brooks vs. Stolley 3 McLean 523 (1845). 
Pulte vs. Derby 5 McLean 328. 

Curtis on Patents Sec. 496. 

Walker on Patents Sec. 388. 


In Brown ve. Shannon above 20 How. 55. The 
Bill was so framed that there was doubt whether 
complainants sought to prohibit the infringement of a 
patent right, or to enforce the specific execution of 
two contracts with reference to patents. 

One of these contracts (made with a _ portion of 
complainants) gave defendant Brown the right to use 
2 patented machines, and no more in one establishment 
within specified territory. 

By the other of said contracts Brown granted to 
others (the remaining complainants) all his right to 
use these machines, which right he had derived 
from the first contract. 

Brown nevertheless continued to use the five 
machines in his establishment, and the action was 
brought to prevent the same. 

The Court says: 

“And the first question, therefore, for this court 
to determine is upon which of these two grounds 
does the bill seek for relief. The jurisdiction of the 
Circuit Court in the one case is materially different 
from its jurisdiction in the other; and while this 
court can exercise no appellate power in a case 
arising under contracts like those exhibited, unless 
the amount or value of the matter in controversy 
exceeds two thousand dollars [now %5,000.] it may 
yet lawfully exercise its appellate jurisdiction when 
a far less amount is in dispute if the party is pro- 
ceeding either at law or in equity for the infringe- 
ment of a patentright to which he claims to be 


entitled, upon looking, however, carefully imto the 


a) 
3 
q 
q 
= 
S 
: 
: 
y 
3 


bill, we think it must be regarded and treated as a 
proceeding to enforce the specific execution of the 
contracts referred to, and not as one to protect the 
complainants in the exclusive enjoyment of a patent- 
right. * * * It is to prevent the fraudulent 
violation of these contracts, therefore, that the com- 
plainants seek the aid of the court and ask for an 
injunction.” 

The court further found that the amount in con- 
troversy was less than that required by the statute 
and dissmissed the appeal. 

The case at bar is a much clearer one of want 


of jurisdiction than that just cited. 


Albright vs. Teas, 106 U. S. 613, was an action 
brought in a state court in equity, for a discovery on 
account of the sums due the complainant for royalties 
under a contract as to patents, and for a decree therefor 
against two of the defendants, A. & C. 

By the contract plaintiff had agreed to assign certain 
patents to A. & C. and the latter agreed, among other 
things, to pay specified royalties. The patents were 
assigned. The answer of A. & C. alleged full per- 
formance of the terms of the contract. There was a 
dispute as to whether certain articles were made under 
the plaintiff's patents or under other patents, and hence 
as to whether royalty should be paid thereon. There- 
upon, defendants removed the cause to the United States 
Cireuit Court. 

Upon final hearing complainant moved to remand the 
cause for want of jurisdiction, which the court did, and 
from this order the defendants appealed. 
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Appellants contended that it was a case “arising 
under the * * * laws of the United States,” and 
removable to the Cireuit Court under the Act of March 
3, 1875, C. 137. 

The Court says: 

“Tt is clear from an inspection of the bill and answer 
that the case is founded upon the agreement.” * * * 

“The appellants insist, however, that evidence was 
taken in the cause by the appellee for the purpose of 
proving that they were using his patented improvements 
in the manufacture of goods for which they paid him 
no royalty, and which they contended did not embody 
the improvements covered by his patents; that the 
testimony developed a controversy on the question 
whether the goods which they manufactured under 
other patents owned by them were, or were not, 
infringements on his patents; consequently, the ques- 
tion of infringement and of construction of the claims 
of his patent were necessarily involved in the case, and, 
therefore, it was one arising under the patent laws of 
the United States. 

“We search the bill of complaint in vain to find any 
averments raising these questions. It makes no issue 
touching the construction of the patents granted the 
appellee, or their validity, or their infringement. The 
only complaint made in the bill is that the appellants 
were fraudulently excluding the appellee from an 
inspection of their books of account, and refusing to pay 
him the sum due for royalties under his contract. And 
the prayer of the bill was for a discovery, an account 


of what was due the appellee under his contract, 
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and a decree for the amount found to be due him. 

“On the face of the bill, therefore, the case_is not one 

arising under the patent laws of the United States.” 

The court says further, as to ascertaining the amount 
of royalty due, “It of course became necessary to 
inquire what goods were manufactured by the appellants 
under the patents of the appellee. In prosecuting this 
inquiry an incidental question might arise, namely: 
what goods were manufactured by the appellant under 
other patents of which they were the owners, or 
licensees? But this incidental and collateral inquiry 
does not change the nature of the litigation. The fact 
that Albright and Cahoone had licenses to use other 
patents under which they were manufacturing goods, 
does not give them the right to litigate their cause in 
the United States courts because certain goods, which 
they asserted were made under other patents, the 
appellee asserted were really made under his. The 
suit, notwithstanding the collateral inquiry, still 
remains a suit on the contract to recover royalties, 
and not a suit upon the letters-patent. It arises solely 
upon the contract, and not upon the patent laws of the 
United States. 

“In fact, it does not appear that there is any dispute 
whatever between the parties in reference to the 
construction of the patents of the appellee. The 
controversy between them, as stated by the appellants 
themselves, is whether certain goods manufactured by 
them embody the invention covered by the appellee's 
patents. This does not necessarily involve a con- 
struction of the patents. Both parties may agree as 


to what the patented invention is, and yet disagree 
on the question whether the invention is employed 
in the manufacture of certain specified goods. The 
controversy between the parties in this case is clearly 
of the latter kind.” 

“The case cannot, therefore, be said to be one which 
grows out of the legislation of congress. Neither 
party asserts any right, privilege, claim, protection, 
or defense founded, in whole or in part, on any law 
of the United States.” 

“We are, therefore of opinion that, even if we go 
outside the pleadings and look into the testimony, the 
ease is not one arising under the laws of the United 
States, and, consequently, that the court of the United 


States had no jurisdiction to entertain it.” 


Likewise in the case at bar defendant claims that 
certain plows admitted to have been made by it, 
were made under another patent than plaintiff's, 
to-wit: a patent to one Berthiaume later than plaintiff's 
patent. 

The only point of difference between the case at 
bar and that of Albright vs. Teas above is that defend- 
ant in his answer attempts to impeach the validity of 
the plaintiff's patent. 

Such circumstance makes no difference. 

First, Because it is still within the reason of the 
rule of that case. If defendant were not estopped from 
disputing the validity of the patent, it was still a mere 


“eollateral inquiry” and the action “still remains a 
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suit on the contract to recover royalties and hot a suit 


upon the letters-patent.” 

Second, Because if such collateral issue as to the 
validity of the patent calls in question a “right . 
under the Constitution, or any * * statuteof * 
the United States,” under Sec. 709 R.S., U.S., granting 


writs of error and appeals to the Supreme Court; yet 


% 


the decision was not ‘‘against * * the right 
claimed.” The decision was for such right, and 
sustained the validity of the patent. Whether there 
would be an appeal on the part of the party claiming 
under the patent, in case a State Court, on such 
collateral issue, held the patent invalid, is another 
question. 

Third, Because to say that an appeal lies in the case 
at bar, is to say that where a defendant,sued on a 
contract of license for license fees, sets up invalidity 
of the patent, as a defense, the answer changes the 
character of the case so that it becomes one “touching 
patent-rights,” and “arising under the patent * * 
laws of the United States.” 


If two litigants then, resided in the same state, and 
plaintiff sued in the State Court for the royalty agreed 
to be paid, defendant would only need to set up in his 
answer that the patent was invalid, and the State Court 
would no longer have jurisdiction. He would then 
be entitled to have the case dismissed. 

When sued in the Federal Court, he would need 
only to omit to dispute the validity of the patent, and 
that court would have no jurisdiction. Or he might 
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enter a special appearance without answering and move 
to have the case dismissed for want of jurisdiction. 


Thus the plaintiff would be left remediless. 


The case of Wilson vs. Sandford, 10 Howard, 99, was 
an action in which it was sought to set aside a contract 
made by the appellant with the appellees, by which he 
had granted them permission to use, or vend to others 
to be used, one of Woodworth’s planing machines, in 
the cities of New Orleans and Lafayette; and also to 
obtain an injunction against the further use of the 
machine, upon the ground that it was an infringement 
upon his patent rights. It was claimed that the 
contract of license had been forfeited by the refusal to 
comply with its conditions. 

The amount in controversy was less than two thous- 
and dollars, and the appellants claimed that this case 
came under the provisions of the act of 1836, granting 
an appeal in “actions, suits and controversies on cases 
arising under any law of the United States, granting 
or confirming to inventors the exclusive right to their 
inventions and discoveries.” 

The Court says: “The peculiar privilege given to 
this class of cases was intended to secure uniformity of 
decision in the construction of. the act of congress in 
the relation to patents. Now the dispute in this case 
does not arise under any act of congress, providing for 
or regulating contracts of this kind. The rights of the 
parties depend altogether upon common law and equity 
principles. The object of the bill is to have this 
contract set aside and declared to be forfeited: and the 
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prayer is ‘that the appellant's re-investiture of title to 
the licenses granted to the appellees, by reason of the 
forfeiture of the contract, may be sanctioned by the 
court,’ and for an injunction. But the injunction he 
asks for is to be the consequence of the decree of the 
court sanctioning the forfeiture, * * and wherever 
a contract is made in relation to them | patent rights | 
which is not provided for and regulated by congress, 
the parties, if any dispute arises, stand upon the same 
ground with other litigants, as to the right of appeal; 
and the decree of the Cireuit Court cannot be revised 
here, unless the matter in dispute exceeds two 
thousand dollars.” 


The appeal was dismissed for want of jurisdiction. 


Hartell vs. Tilghman, above, 99 U. S. 547, was an 
action in equity in which complainant sought to enjoin 
the use of the patent, and for an account of profits and 
damages. The defendants were licensees, but plaintiff 
alleged breaches of the parol contract of license, on 
which he claimed the right to rescind the same. 

The majority of the court held, that a right of 
recission under the circumstances and on the ground 
claimed was inequitable. That the case came within 
that of Brown vs. Shannon, above. That the contract 
governed the rights of the parties in the use of 
complainant's process, and must be the foundation of 
any relief given, and that such a case is not cognizable 
in a court of the United States, by reason of its subject 
matter. 

The Court reviews the prior cases on the question. 
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The above case is much nearer the line of jurisdiction 
than the one at bar. 

(1) There the complainant was attempting to pro- 
ceed against defendant as for infringement, and seeking 
an mMyjunction. 

This is an action on the contract. 

(2) There the complainant asserted all right under 
the contract had ceased, and he was remitted to his 
original rights under the patent. 

Here the action proceeds on the contract only and 
the court found it to be in force and the measure of the 


rights of the parties. 


In the last case a dissenting opinion was filed. 
Although we should regard that as laying down the 
law as applied to that case, it supports this motion with 
equal force. 

The only point of difference between the majority 
and the minority of the court in that case, seems to be, 
whether in fact the action was one in which the rights 
of the parties’ depended on a contract. This the 
majority held to be the case, but the minority held 
that the allegations in the Bill, with reference to the 
contract between the parties, were by way of antici- 
pating a defense which might be set up to the action 
for infringement, and that “This anticipation of the 
defense does not change the nature of the suit;” 
saying further, ‘‘ Perhaps he need not have anticipated 
the defense, but might have left the defendants to 
develop it in their answer. Certainly in that case the 


character of the defense would not have ousted the 
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court of its jurisdiction. If a cause of action is 
cognizable by the United States Court, the defendant 
cannot oust that jurisdiction by his defence to the 
action. He may defeat the action, but he cannot 
destroy the jurisdiction.” | 

So it may be said in the case at bar. Plaintiff might 
have brought his action on this contract in a state 
court, and defendant could not, by his answer, oust that 
court of jurisdiction. 

The minority, in their opinion, further say: 

“Tt is perfectly well settled, I admit, that where a suit 
is brought on a contract of which a patent is the subject 
matter, either to enforce such contract, or to annul it, 
the case arises on the contract, or out of the contract, 


and not under the patent laws.” 


In Sizer vs. Many, 16 How. 97 (1853), the Court 
holds, that under the Act of 1836, in an action for the 
infringement of a patent, where, after a writ of error to 
Supreme Court from the judgment, recovered by 
plaintiff and affirmance of the same, with a mandate 
accordingly to the Circuit Court, costs are taxed below 
at a sum less than $2,000, and a second writ of error 
thereon is allowed, it does not come under the provision 
with reference to appeals in patent cases. 

The Court says: 

“The discretionary power in this respect vested in 


the circuit courts, by the Act of July 4, 1836, See. 17, 


is evidently confined to cases which involve the 
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construction of the patent laws, and the claims and 
rights of patentees under them.” 


The appeal was dismissed for want of jurisdiction. 


Blanchard vs. Sprague, 1 Cliff. 288 (1859), was an 
action by a licensor against a licensee to recover an 
additional license fee over that paid by defendant, under 
the provisions of a license providing for an increase of 
the license fee on notice. 

Judge Clifford held that the dispute arose entirely 
out of the agreement, express or implied, for a license, 
and did not depend upon any act of Congress respect- 
ing patent rights. That “whenever a contract is made 
in relation to patent rights which is not provided for 
and regulated by an act of Congress, the parties, if any 
dispute arises, stand upon the same ground as other 
litigants in respect to jurisdiction of the court. Both 
parties were citizens of the same state and the Bill 


was dismissed. 


In Hill vs. Whiteomb, i Holmes, 317 (1874), Shepley, 
J., held, where the patentee, or his assignee of letters 
patent for an invention, sells to a person a machine 
embodying the patented invention, with a covenant 
that the vendee and licensee shall be the exclusive 
licensee, and have the sole right to use the patented 
invention within a described territory, and thereafter 
sells to another a patented machine in violation of his 
contract, to be used in the described territory, such 
second vendee having notice of the first contract, the 


licensee cannot enforce his rights in the Federal Courts 


enters <a eeieg 3" 


pra ee es 


ae ee 


B Bales + ny 2s 


~ om = 3 re ‘ ons 
Jebect eae. 


Pa Lee A ea eee ee 
wae Betas ie, PER ug 


ene mtg Pate * 
TC I in ee '- ermenst apn tnsm on oe ome 


eg 


ee eae 4 be vie art, ‘eo Papi ah ahh ae eet Se * 


BM 
a 
“ vay tigate cs, 
es “am 
i eee 
i 
: 4 foe 


SN RAIN A guage AE II EN A I AECL AT NT EI LI EET I I NG gag a 


a Ora 


ts 


without regard to the citizenship of the parties, under 
the jurisdiction couferred upon those courts by the 
patent act. (Act of July 8, 1870.) 

Complainant, the licensee, sought to enforce his 
rights both against his licensors and the second vendee 
of a machine. 

The Court says: 

“Is the case supposed a case or controversy arising 
under the patent laws of the United States? I feel 
compelled to come to the conclusion that it is not. It 
is a case arising under a contract in relation to a 
machine embodying in its organization three or more 
patent inventions. But it is a case arising out of the 
contract and the relation of the parties under the 
contract, and not under the patent laws of the United 
States. If the Allen Manufacturing Company were 
the sole manufacturers of a certain description of 
printing-presses not patented, and should sell one of 
such presses to the complainants, with a covenant that 
they would not sell any like press to any other person, 
to be used in the same territory to compete with the 
complainants, and afterwards should sell to another 
person, who had notice of the contract, a like printing- 
press, to be used in the same territory in competition 
with the first vendees, it would present a case furnishing 
precisely the same ground for equitable jurisdiction as 
that claimed to exist in the present case. It would 
present a case cognizable in a court of equity in the 
state of which the parties were citizens, if the court 
should be of opinion that there was not a full, adequate, 
and complete remedy at law. It would. in my opinion, 


ee RN ee eee 
eee 


_— 


a — 


1!) 


present a case for equitable relief in this court, if, by 
reason of the parties being citizens of different states, 
this court had jurisdiction of the case. But it would 
not be, and this case ‘is not, a bill to prevent the viola- 
tion of a right secured by patent. but a right secured 
by contract. The machine purchased by the 
Whiteombs of the patentees had passed out of the 
monopoly and from under the protection of the laws 
of the United States, and was, like other property, 


subject only to the operation of the laws of the state.” 


The ease of Brooks ve. Stolley 3 MeLean. 523 (1845), 
is criticised by the majority of this court in Hartell : 
Tilghman, 99 U. S., 547, being in. some respects 
opposed to the authorities there cited, as “standing 
alone” and “not supported by the better reason.” But 
it is not in conflict with ‘the present motion, it 
supports it. 

It was an action by a licensor of a patent against the 
licensee, seeking of) L722) Mite. against the use of the 
patented planing machine, on the ground that the 
licensee had broken the contract of license, and refused 
to be bound by it and could not longer justify sueh use 
under the license. 

Judge McLean says: 

“It is suggested, that, as the whole controversy im 
the case arises under the contract of license, the parties 
to which being citizens of this state, the Federal Court 
cannot take jurisdiction. This objection would be 
unanswerable, if no right were involved in the 


controversy. except what arises ont of the contract: as, 
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for instance, the Circuit Court could take no jurisdic- 
tion under the contract, of an action, merely to recover 
the sums agreed to be paid by the defendant; but, in 
the present aspect of the case, it is not limited to the 
contract. The complainants set up their right under 
the patent, and allege that the defendant is infringeing 
that right; that the license affords no justification 
whatever to the defendant. The right then of the 
complainants to an injunction, is not founded by them 
on the contract, but on the assignment of the patent. 
If the object of the bill were merely to enforce a 
specific execution of the contract, the Cireuit Court of 
the United States could exercise no jurisdiction in the 
case.” 

It may be added that the action at bar is one “merely 
to recover the sums agreed to be paid by the defendant.” 


In the case of Pulte vs. Derby, 5 McLean, 329, 
complainant had given defendant the right to print 
two editions of a copyrighted work. Complainant 
claimed that defendant was printing a third edition. 
contrary to his wishes and desires, and in fraud of 
his rights, and prayed for en injunction to prevent 
further printing, publishing, or selling, the alleged 
third edition. 

The cvurt held, the acts done by defendant were 
within the scope of the contract, and, as to jurisdiction, 
that the Circuit Court had none, because the rights of 
the parties depended simply on the vontract. 

Referring here to the case in 3 McLean, 523, the 
Court says: 

“In the case of Wilson vs. Stolley, at chambers, 
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where a question somewhat similar was presented, I 
stated that where the controversy grew out of the 
license or contract, the Cireuit Court had no jurisdic- 
tion. In that case, however, Stolley having forfeited 
his contract by refusing to make the payments required, 
it was held that Wilson’s right under the patent was 
Ht ground, f for jurisdiction.” 

It will, noticed then that Judge McLean recognized 
a different rule, as to jurisdiction, where a licensee, 
defendant, has forfeited his license by his conduct, and 
plaintiff ix:s:s:s upon such forfeiture and proceeds upon 
the theory that there is no longer any contract 
subsisting, and seeks injunction; than where a suit is 
upon a contract and against a licensee who has violated 
it, but where the plaintiff, not insisting upon any 
forfeiture, proceeds upon the theory that the license is 
still binding, to compel obedience to its terms, or 
damages for breach thereof. 

The latter is the character of the case at bar. 


In Goodyear vs. Day, 1 Blatch, 565, Nelson, J., says 
“Tt was attempted to sustain the jurisdiction on the 
ground that the suit was brought under the patent act, 
where jurisdiction depends on the subject matter, 
without reference to citizenship or residence; and that 
the gravamen laid was the infringement of patent 
rights. But there is no foundation for this position. 
The bill is not constructed for the purpose of 
presenting a question of the infringement of a patent; 
but is brought for the violation of a contract. We 
can regard it in no other light.” 
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II. 


The writ of error cannot be sustained on the ground 
that the Court went into the question of the 
validity of the patent. 


The Court, on the trial of the case at bar, was in 
doubt whether defendant was estopped to deny the 
validity of the patent, and went into the question, as he 
says, with hesitation, and because the contract contained 
no recital that plaintiff had invented the plow, and 
because the plaintiff had not pleaded an estoppel. [See 
Opinion, Page 15 of Record. | 

In his opinion on the motion for a new trial, he seys: 
(Page 23, Record) ‘‘If error was committed, it was in 
allowing the defendant to show want of novelty and 
patentability of the plaintiff's plow.” 

If this question was not a proper issue in the court 
below, it could not in any view of the case change the 
character of the suit so as to give a right of appeal, at 
least where it was so resolved, as in this case, that no 
injury to either party arose from the error in going 
into it. 

It might be said, that while no estoppel was pleaded 
by plaintiff by way of recital, that the matter was 
intended to be invoked as such, yet the facts relied 
upon to constitute such estoppel were set forth, viz.: 
The license contract and the exercise by defendant 
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of the right thereby conferred by making sulky 
plows. 

We do not regard it necessary to the decision of this 
motion to go into this question of estoppel, but add a 
citation of the cases, supporting, as we believe, by the 
weight of authority our views thereon, and that such 
invalidity would not constitute a defense to the suit: 

Kinsman vs. Parkhurst, 18 How. 289. 
White vs. Lee, 14 Fed. 789. 
Rogers vs. Piessuer, 30 Fed. 525. 
Bartlett vs. Holbrook, 1 Gray, 114. 
Marston vs. Sweet, 66 N.Y. 206. 
- . “ $82 .N. Y. 526. 
Burr vs. Duryee, 2 Fisher, 285. 
Baltimore Car Co. vs. North Balt., 21 Fed. 50. 
Walker on Patents, See. 307. 


But the fact that the question of validity of a patent 
arises collaterally in an action on a contract, does not 
oust a state court of jurisdiction. 

The case of Merserole vs. Union Paper Collar Co., 
6 Blatch, 356 (1869), was an action in equity, brought 
by licensees against the licensors, to have the contract 
of license cancelled on the ground that the patent was 
void, for want of novelty, having been fraudulently 
represented to be valid. The citizenship of the parties 
did not give the court jurisdiction. 

In deciding the case Blatchford, J., said: 

“If the license and the agreement of the plaintiffs 
are void, because the patents are void, the fact that the 
plaintiffs must show that the patents are void, in order 
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to get rid of the license and the agreement, does not 
make the case one arising under the patent act, so as 
to give to this Court jurisdiction of it. A State Court 
has jurisdiction to decree the license and agreement to 
be void and inoperative for fraud, or any other adequate 
reason; and the fact that, in the investigation, the 
State Court will be obliged to inquire whether there 
was any thing new in the patents which could operate 
as a consideration for the license and the agreement, 
cannot deprive the State Court of jurisdiction or confer 
it on this Court. It is true, that a State Court cannot 
take cognizance of a suit brought for the infringement 
of a patent, nor of a direct suit brought to decree a 
patent to be void; but, as is well said by Chief Justice 
Williams, in Rich vs. Atwater (16 Conn., 409-414): 
‘That the validity of patent rights is a_ subject 
peculiarly within the jurisdiction of the courts of the 
United States, is true. But, it is equally true, that, 
when they come in question collaterally, their validity 
must become a subject of inquiry in the State Courts. 
Thus, in a suit upon a note, if it is claimed that the 
note was given for a patent right, and the patent is 
invalid, and so there is no consideration for the note, 
the State Courts constantly exercise jurisdiction.’ 
A long line of decisions of the highest courts of the 
states might be added, but is deemed unnecessary. 


el 


The Court has decided two cases at the present term 
which are in point: 
Dale Tile Mfg. Co, vs. Hyatt, 8 Sup. Ct. Rep. 
Feliz vs. Scharnweber, 8 Sup. Ct. Rep. 


. a» | ait 
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In Dale Tile Mfg. Co. »s. Hyatt, the State Court had 
not passed upon the question of validity of the patent, 
although it was raised in the case. 

The Supreme Court Says: 

“Whether that Court was right in its suggestion, that 
it would have no jurisdiction to determine the validity 
of such re-issue if incidentally drawn in question in an 
action upon an agreement between the parties, we need 
not consider, in as much as it expressly declined to 
pass upon any such question, because it held, that in 
this action to recover royalties due under agreement, 
the defendant, while continuing to enjoy privileges of 
license, was estopped to deny the validity of the patent, 


. ‘7 
or any re-issue thereof. 


If it should be held that the case at bar properly 
involved the validity of the Starling patent, as a 
collateral question, then it. is necessary to decide 
whether such is a federal question. 

If decided to be a federal question, then there are 
two distinct characters of federal questions,—which 
is it? 

(1) Of the one, State courts have concurrent juris- 
diction with the Federal courts to pass upon them, 
with the right of appeal under R. S. U. S. section 709 
to this court from a final judgement or decree of “the 
highest cowrt cf a Siate in which a decision of the suit 
could be had;” provided “the decision is against the 
title right privilege or immunity specially set up or 
claimed * * under such constitution * statute 

* or authority,”’namely, of the United States. 
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When arising collateralty, if it be this character of 
“federal question,” there is no appeal, unless the 
decision be ag.zis: the “right,” ete. But the decision 
was ‘or the right claimed, holding patent valid. Nor 
in any event is there an appeal from a Circuit Court of 
the U. S., where .: ch federal question was decided, 
unless the amount in dispute exceed $5,000. This 
section provides only for appeals from State courts. 

(2) Of the other character of “federal question,” 
the United States courts have exc.usive jurisdiction. 
Such are “all swi/s at law or in equity ar.sing under 
the patent or copyright laws of the United States.” 

But this court has repeatedly held, as we have 
seen, that an action on a contract relating to a patent 
is not such suit. And we have seen that it leads to an 
absurdity to hold, if defendant in his answer raise the 
question of validity of the patent, so that it becomes 
involved collaterally, such fact changes the character of 
the suit so that it is one “arising under the patent 
laws.” Where litigants reside in the same state, the 
licensor would be at the mercy of his licensee. (See 
Ante, page 12. ) 

Hence we are forced to the conclusion, that in no 
view of this case can a writ of error lie to this Court, 
and the same should be dismissed. 

Respectfully Submitted, 
CHAS. S. CAREINS and 
D. S. FRACKELTON, 
Counsel for Defendant in Error. 
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When arising collaterally, if it be this character of 
“federal question,’ there is no appeal, unless the 
decision be wgis: the “right,” ete. But the decision 
was ‘or the right claimed, holding patent valid. Nor 
in any event is there an appeal from a Cireuit Court of 
the U. S., where .: ch federal question was decided, 
unless the amount in dispute exceed $5,000. This 
section provides only for appeals from State courts. 

(2) Of the other character of “federal question,” 
the United States courts have exc.wsive jurisdiction. 
Such are “all si/s et law or in equity av.sing under 
the patent or copyright laws of the United States.” 

But this court has repeatedly held, as we have 
seen, that an action on a contract relating to a patent 
is not such suit. And we have seen that it leads to an 
absurdity to hold, if defendant in his answer raise the 
question of validity of the patent, so that it becomes 
involved collaterally, such fact changes the character of 
the suit so that it is one “arising under the patent 
laws.” Where litigants reside in the same state, the 
licensor would be at the merey of his licensee. (See 
Anie, page 12. ) 

Hence we are forced to the conclusion, that in no 
view of this case can a writ of error lie to this Court, 
and the same should be dismissed. 

Respectfully Submitted, 
CHAS. S. CAREINS and 
D. S. FRACKELTON, 


Counsel for Defendant in Error. 
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ST. PAUL PLOW WORKS, 
Plaintiff in Error, 
vs, 
WILLIAM STARLING, 


Defendant in Error. 


BRIEF FOR DEFENDANT IN ERROR. 
STATEMENT. 

This is an action at law for breach of a_ contract. 
The contract is set forth on page 3 of the record. By 
its terms, Starling grants to the St. Paul Plow Works 
the right to make and sell the Starling sulky plow un- 
der patent number 154,293 dated August 18th, 1874, and 
the Plow Works, among other things, in consideration 
thereof, agrees to pay $2.50 to Starling for each plow it 
sells. 

Starling, plaintiff below, brought suit and the citizen- 
ship of the parties gave jurisdiction to the circuit court. 
The complaint alleges a breach of the several under- 
takings of the Plow Works and seeks to recover dama- 
ges therefor and especially the $2.50 royalty on plows 
sold. The answer admits the contract, but denies the 
breaches. It sets up further a notice given to Starling 
after it had operated under the contract for a time, to 
the effect that it renounced the license. 

It also alleges want of novelty in the Starling patent 
and sets up six certain patents as anticipating it, viz.: 
the patents set forth in the records excepting those to 
Berthiaume and Haslup. 
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HISTORY OF THE CASE. 

When the Starling sulky plowcame upon the market, 
it proved eminently successful, as attested by the testi- 
mony of a dozen witnesses in the case who had used the 
plow for’years and others who had manufactured and 
sold it. It overcame difficulties which others had not 
been able to meet. (Record page 101.) 

The St. Paul Plow Works in December, 1877, sought 
and procured alicense to makeandsellit. After the con- 
tract had been in force for a year, the plow works gave 
notice that it would make no more of these plows; 
claiming as a reason therefor that the construction of 
the plow was unsatisfactory and useless. 

Upon this point it was contended by Starlingthat the 
plow gave the fullest satisfaction when made by other 
plow companies. That if those of defendant below did 
not, it was because of defective workmanship. “hat 
the defective workmanship was either designed to 
furnish a supposed excuse to avoid paying rent, 
or was the result of want of skill or appliances for 
making the same (page 101). 

Thereupon without any interim the plow works, un- 
der direction of its foreman, one Berthiaume, having 
modified slightly the workmanship and certain details 
in the make up of the plow as theretofore made by it, 
continued to make and sell the same, now under the 
name of “Star” instead of “Starling.” Up to this time 
the plow works had made and sold thirty-five to forty 
plows ( page 14) and paid royalty on twenty-seven ( 27 ) all 
told (page 32). It refused to pay any further royalty. 

About 15 months after this change, said foreman of 
its shops, Berthiaume, procured to be issued to himself 
a patent No. 225,207 dated March 9th, 1880, for certain 
details in the manner of constructing plows after the 
Starling model (page 161). Of these several details 
patented by Berthiaume, but a single feature was em- 
ployed in the so called “Star” or “Berthiaume” plows 
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made by the Plow Works, and that feature related to the 
foot lever for depressing the point of the plow by down- 
ward pressure on the front part of the beam. 


Hence it should be borne in mind that the plow ex- 
hibited in the Berthiaume Patent, is not the so called 
“Star” or “Berthiaume” plow, of which the court found 
that defendant below had made 960. (Page 14.) 


In process of time, Berthianume as foreman or super- 
intendent of the Plow Works shop, was succeeded by 
one Harris. He, a second time, modified slightly the 
plow, and for convenience again, as before, the plow is 
given the superintendent’s name and is designated the 
“Harris Plow.” (Page 14.) Of these, defendant below 
made and sold 350. (Paye 14.) Starling having re- 
fused to consent to a termination of the contract and 
the Plow Works having refused to pay rent for the 
grant held in possession by it, the issues are joined, a 
jury is waived and the cause tried by the court. The 
court finds for the plaintiff in-the sum of $3,275, being 
royalty on 1310 plows at $2.50. 

Plaintiff in error then made a motion for a new trial 
upon four grounds, (page 22), one being newly discov- 
ered evidence consisting of the Haslup patent. (Page 
165.) The court denied the motion for a new trial, 
His opinion thereon is set forth at page 22. Judgment 
was entered and piaintiff in error sued out this writ 


thereon. 


Afterwards, defendant in error moved this court to 
dismiss the writ on the ground that $5000 was not in- 
volved and the case was not one “touching patent rights” 
under section 699 revised statates U. S. This court re- 
fused the motion on the ground that it was a case in 
which the validity and the infringement of a patent had 
been controverted, and that such isa case “touching 
patent rights.” The opinion of this court will be found 
in 127 U. 8S. 376 (8 S. C. Reporter 1327), 
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3 BRIEF. 

This cause having been tried by the court, is review- 
able only under section 700 R.S. US. in connection 
with section 699. Section 700 is the only act providing 
for the review here of a civil cause where an issue of 
fact has been tried in the circuit court otherwise than 
by a jury. 

Boogher vs. Insurance Co., 103 U. S. %. : 
Kearney vs. Case, 12 Wall. 275 

Elgin vs. Marshall, 106 U.S. 578. 

Zeigler vs. Hopkins, 117 U. S. 686. 

Section 700 then is the measure of what is reviewable 
here, and authorizes two things: 

Ist.—The review of “the rulings of the court in the 
progress of the trial of the cause, if excepted to at the 
time.” 

2nd.—-“The determination of the sufficiency of the 
facts found to support the judgment.” 

The second is allowable only where there are special 
findings. 

The finding in this case is general, and hence the 
rulings of the court only may be reviewed. The opinion 
of the court below is not a-sufficient special finding of 
the facts within the statute. 

Dickinson vs. Planter, 16 Wall. 250. 
Cooper vs. Omohundro, 19 Wall. 65. 

Insurance Co. vs. Tweed, 7 Wall. 44. 

Insurance Co. vs. Boone, 95 U.S. 117. 

Phillips U. S. 8S. C. Practice pp. 230, 237. 

But if there were special findings, there is no assign- 
ment of error to cover a review under the 2nd branch 

| weve of section 700. 
ry vagaimal R.S. U.S. 
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THE ASSIGNMENTS OF ERROR. 
a Pl lain tiff in error makes 20 assignments of error (page 
4Ge het _— may be grouped broadly in two classes. 
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Ist.—General findings of the court and conclusions 
embodied in the same. 

2nd.—Rulings of the court. 

The lst group. includes assignments 1, 2, 4, 6, 7, 8, 9, 
10, 11, 12, 13. These are not proper assignments. 
When the finding’is general, nothing is open to review 
except the rulings of the court inthe progress of the 
trial. This phrase does not include the general finding 
of the court, nor its conclusions embodied in such gen- 
eral finding. 

Cooper vs. Omohundro, 19 Wall. 69. 
Martinton vs. Fuirbanks, 112 U. S. 670. 
Santa Anna vs. Frank, 113 U. S. 3339. 
Phillips U. S. S. C. Practice 225. 

The first alleged error is the order for and entry of 
judgment, and the second is that the court found that 
Starling was entitled to royalty on 1310 plows. These 
are mere conclusions based on facts found by the court 
from the evidence adduced in the trial. Error cannot 
be predicated of them unless there was some error back 
of them, and the latter when appearing in a ruling must 
be assigned as error. 

The 4th alleged error is that the court held or found 
that the plows made by the plaintiff in error infringed 
the first claim of the Starling patent. The ultimate fact 
which the,court was seeking, was what plows were em- 
braced by the contract. He proceeded on the theory 
that a plow which would constitute an infringement of 
the patent, must fall within the contract to pay royalty. 
Hence the use of the term “infringed.” Upon con- 
sideration of the plow exhibits and testimony before 
him, the court found as a fact in his opinion that the so 
called “Star” or “Berthiaume” plows and “Harris” 
plows infringed. This is a finding of fact and undoubt- 
edly supports the judgment on this branch of the case. 

‘The question of infringement is a question of fact. 

Walker on Patents, Sec. 540 and 657. 
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The court below found infringement as an ultimate 
fact. His description ofthe “Berthiaume and Harris 
plows so designated” is confined to a few suggestions 
(page 141). Itis errorto suppose that the Berthiume 
patent issued in 1880, shows and describes the plow 
made by defendant below. The court nowhere so 
states, and such is not the fact. The setting up of that 
patent as the one under which defendant below was 
operating is claimed by defendant in error to have been 
a mere ruse. As the court below says, infringement by 
these plows of the Starling patent was manifest. 

Errors 6 to 11 inclusive are that the court held or 
found that the several patents named do not anticipate 
the Starling patent. The question was that of novelty 
of the Starling patent and is again a question of fact 
found by the court. It supports the judgment and is 
not reviewable. 

Jennison vs. Leonard, 21 Wall. 307. 

“Anticipation is a question of fact and therefore not 
reviewable,” nor can it “be brought up by objection to 
a ruling allowing evidence whose competency depends 
upon the non-existance of such anticipation.” 

Bischof vs. Wetherhed, 9 Wall. 812. 
Curtis on Patents, Sec. 446. 
Walker on Patents, Sec. 75. 

But if the solution of the question of nevelty could be 
brought here for determination, there is no exception 
upon which it can be based. No exception to any rul- 
ing of the court in the progress of the trial is taken up- 
on that ground or that raises that question. These al- 

_ leged “rulings” were made by the court in his opinion, 

aioe with an order for judgment. They are not 

“rulings” nor were they “in the progress of the trial” 

_ within tra meaning of the statute. They belong to a 
period wl mn the progress of the trial has ceased. 

is submitted to the court and taken under 

t and afterwards at his _—-, he privately 
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prepares his opinion, concluding with an order for judg- 
ment. This appears the fact by the record in this case 
(page 13). The trial is concluded, and case submitted 
January 25th and the opinion filed February 8th. The 
alleged rulings belong to a period when the court is 
performing the office of a jury, which is incapable of 
evolving “rulings” and can only find facts. 

This court has said in a case tried below without a jury; 
“In ordering judgment for the plaintiff, certain proposi- 
tions of law are announced by the judge as having been 
held by him. These are important only as they neces- 
sarily and of themselves affect the question, whether 
the facts found are sufficient to support the judgment,. 
and they are no more important than if they had not 
been thus announced. No speéific exception is, or can 
be taken to them.” 

Jennisons vs. Leonard, 21 Waill., 307. 
See also Cooper vs. Omohundro, 19 Wall., 65. 


QUESTION OF VALIDITY OF STARLING PATENT. 

There are further cogent reasons why the court ought 
not and cannot fairly review the question of the valadi- 
ty of the Starling patent. 

Ist.—The alleged anticipating matter is contained in 
prior patents and depends on what is the outward em- 
bodiment of the terms and drawings vontained in them. 
That is evolved by testimony and the testimony is con- 
flicting. The court below was aided, too, by plow spec- 
imens at hand and by following the testimony of the 
witnesses before him in connection therewith. Return- 
ing voluminous evidence on the question of novelty 
can’t convert this case into a chancery appeal. 

Graham vs. Bayne, 18 How., 62. 
Boogher vs. Insurance Co., 103 U. 8.97. 
1 Sanders Pleading and Evidence, 6A0. 
Parsons vs. Bedford, 3 Peters, 448. 

The Abbotsford, 98 U. S., 444, 445. 


§ 


Saulet vs. Shepherd, 4 Wall., 502. 
Norris vs. Jackson, 9 Waill., 127. 
Dickinson vs. Planter, 16 Wall., 250. 


2nd.—The court in his opinion briefly mentions some 
of the differences in construction and mode of operation 
between the Starling and the other patents, but does not 
mention or purport to mention all of them, or all that 
controlled him in his determination. 

3rd.—The court found as follows: “Neither of these 
patents have the combination of the plaintiff for the 
purposes described in his patent and do not anticipate 
the invention” (page 144). Ifthe court went back of 
this finding of fact and reversed the same, it would have 
to find from the evidence the fact that the information 
contained in the prior patents “is full enough and pre- 
cise enough to enable any person skilled in the art to 
which it relates to make the thing covered by the 
patent sought to be anticipated.” The court’s opinion 
below does not embody such a finding. When this 
court had stepped out of its province to find that fact, it 
could return within the sphere given it by the statute 
and find the patent is not novel. 

Seymour vs. Osborne, 11 Wall., 516. 
Walker on Patents, Sec. 57. 


4th.—The burden of proof of a want of novelty rests 
upon him who avers it, and every reasonable doubt 
should be resolved against him. Under this rule, a 
_ patent enjoys the same presumption of novelty, that an 
unconvicted prisoner does of innocence. 
: Coffin vs. Ogden, 18 Wall., 120. 
Walker on Patents, Sec. 76, and cases there cited. 


_ Sth.—To negative the novelty of Starling’s combina- 
tion, the prior patent must be capable of the functions 
and the mode of operation possessed by his combination. 


a - The court below finds the contrary. 
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Morey vs. Lockwood, 8 Wall., 230. 
Bates vs. Coe, 98 U. S., 48. 
Imhaeuser vs. Burke, 101 U. S.. 660. 
Parks vs. Booth, 102 U. S., 104. 
Winens vs. Denmead, 15 How., 330. 


6th.—The court below has not found, nor could this 

court on review appreciate to what extent the improve- 
ments made by Starling enhance the utility of a sulky 
plow. The bill of exceptions does not contain nor pur- 
pert to contain the testimony on the score of utility. 
This has a proper bearing upon the validity of a patent. 

Loom Co. vs. Higgins, 105 U. S., 580. 

Clough vs. Barker, 106 U. S., 166. 

Clough vs. Mtg. Co., 106 U. S., 178. 

Seymour vs. Osborne, 11 Wall., 516. 

Cantrell vs. Wallick, 117 U. S., 689. 

Seymour vs Osborne, 11 Wall., 516. 


7th.—The question of invention is distinct from that 
of novelty. The record does not purport to bring that 
question up. The case is not one where the court can 
take judicial notice of facts supposed to void the patent 
on that score, nor one in which the patent is void on its 
face. Invention is a question of fact. 
Poppenhusen vs. Folke, 5 Blatch. 49. 


Sth.—It could not be reviewed here in any case with- 
out all the testimony bearing upon that question, in- 
cluding that as to utility of the particular combina- 
tions patented. 

Smith vs. Vuleanite Co., 93 U. S. 499. 
Hall vs. Wiles, 2 Blateh. 194. 


9th.—_The court below went into the question of 
novelty of the Starling patent because there was no re- 
cital or admission in the contract of license that plain- 
tiff had invented this improvement and because the 
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plaintiff “joined issue on the defense of want of novelty 
set up in the answer” and did “not plead an estoppel.” 
On the motion to dismiss, this court held the case was 
one “touching patent rights,” beeause “the question 
whether that patent was valid, and whether it had been 
infringed, were put in issue by the pleadings and decid- 
ed by the circuit court.” But this court refrained from 
wny decision whether under the facts in this case an 
estoppel upon defendant below to deny the validity of 
the patent existed and whether such estoppel was avail- 
able under the pleadings. The matter of estoppel was 
little more than suggested in the briefs on that motion, 
with no attempt to present it fully. We now urge that 
this court cannot consider the question of validity of 
the Starling patent, because the consideration of that 
question below. was error. (See record, page 45.) 
Plaintiff in error cannot base a ground of interfering 
with the judgment upon what was erroneously gone 
into on the trial. 

10th.—We desire to make 3 points on this question 
of invalidity of the Starling patent. 

a. ‘The question. of invalidity raised did not con- 


stitute a defense to the cause of action set forth in the 


complaint. 

b. This matter is.available under the pleadings in 
favor of the plaintiff below. 

c. This is not affected by the allezed renunciation o 
the license. 


(A.) INVALIDITY NO DEFENSE. 

There are many cases in the circuit and state courts 
so holding. Colt J. in the district of Mass. in a recent 
case says: “The rule is now well established thatthe 
mere invalidity of the patent is not a sufficient defense 
to the payment of royalties under a license because the 
licensee may still continue to enjoy all the benefits of a 
valid patent. * * In other words, it is not enough 
for a licensee to prove that the patent is void, but he 


1] 


must also show that he has been deprived of the ben- 
efits secured to him under his license.” 
McKay vs. Smith, 39 Fed. 557. 

Inthe above case, Judge Colt refers to a number of 
cases, among others, toan opinion of Lowell C. J.,in which 
the latter very carefully reviews the authorities. Judge 
) Lowell’s conclusion is that the mere invalidity of the 
| patent is not a sufficient defense, but “that something 
corresponding to eviction must be proved, if a licensee 
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would defend against an action for royalties.” 

| White vs. Lee, 14 Fed. 789. 

; In some of the cases where invalidity of the patent 
has been sought to be interposed as a defense to a suit 
on a license contract for royalties, the ground upon 
which it is rejected has been spoken of as “estoppel,” 
and in others that the matter in law does not constitute 
a defense. While these are different grounds, we would 
submit that both are correct. They present a double 
reason why the defense is not available. This court 


has recognized the double ground. 
Kingsman vs. Parkhurst, 18 How. 293. 

Where rights in a patent are conveyed to another and 
the latter agrees to pay a stipulated sum for each spec- 
imen made and sold, or made and used, “the invalidity 
I of the patent would not afford a bar to the com plain- 


: ant’s right to an account.” 
Kinsman vs. Parkhurst, 18 How. 289 (292). 


‘ Opinion by Justice Curtis. 
Bartlett vs. Holbrook, 1 Gray 114. 
' Holding that a licensee in defense to a suit for ac- 
crued royalty on sales cannot deny the validity of the 


patents are 
Hyatt vs. Ingalls, 49 Sup. Ct. N.Y. 378. 
Jones vs. Burnham, 67 Me. 93. 


Marston vs. Sweet, 66 N. Y. 206. 
Marsh vs. Dodge, 4 Hun. (.N. Y.) 278. 
. Hall Mfg. Co, vs. American ete., 48 Mich, 331. 


(12 N. W. 205). 
Wilder vs. Adams, 2 Wood & M. 329. 

That a licensee is estopped to deny validity of a pat- 
ent by taking a license and operating under it fora 
time. And that there is no implied covenant by a licen- 
sor to protect a licensee from infringers. 

National Rubber Co. vs. Boston ete., 41 Fed 48, 
( Dist. of Mass. ). 

That it is no defense to such a suit, that plaintiff is 
not the true inventor. 

Birdsell vs. Perego, 5 Blatch. 251. 

That a licensee while receiving benefits under an ap- 
parently valid patent is obliged to pay his royalties, 
and the invalidity of the patent is no defense. 

McKay vs. Smith, 39 Fed. 556, (D. Mass.). 

Covell vs. Bostwick, 39 Fed. 421. (S. D. of N. ¥.) 

March vs Harris Mfg. Co. 62 Wis. 276. (22 N. 
W. 516.) 

Hyatt vs. Ingalls, 49 Sup. Ct. N. Y. 375. 

Patterson's Appeal, 99 Pa. St. 521. 

Angier vs. Eaton, etc. 98 Pa. St. 594. 

Laver vs. Dennett, 109 U.S. 90. 

Davis vs. Gray, 17 Ohio St. 330. 

That the licensee cannot deny the validity of the pat- 
ent, nor the title of the patentee while he is not inter- 
fered with. 

Jones vs. Burnham, 67 Me. 93. (See this case as 
lo authority of Sexton vs. Dodge, 57 Barb. 88.) 

That where no fraud is practiced, one who agrees 
with full knowledge to pay royalty under a patent can- 
not afterwards deny its validity. 

Eureka Co. vs. Baily Co., 11 Wall. 488. 

That royalties on sales are due and collectable, al- 
though the patent is actually invalid, since benefit there- 
from has accrued the licensee. 

Smith vs. Stardand Laundry Co., 11 Daly (N. Y.) 


¢. 


—_ Sn Pt Mia 


pave ii ad 


13 


Marston vs. Sweet, 66 N. Y. 213. 
Maston vs. Sweet, 82 N. Y. 526. 
(That Marston vs. Sweet above is erroneous on one 
point, see Walker on Patents, Sec. 307.) 
Although a patent may not be good for all it claims, 
a licensee having the benefit of it cannot take advan- 
tage of its invalidity in a suit for royalties. 
Milligan vs. Lance ete., 21 Fed..570. (S. D. N. Y.) 
Although a patent may have been found invalid, that 
is no defense to a suit for royalty for the use of a ma- 
chine, where defendant has used the machine and has 
not been evicted. 
McKay vs. Jackman, 17 Fed. 641 (S. D. N. Y.). 
That where an licensor sues the licensee for fees, the 
licensee cannot attack the patent unless he can prove 
eviction. 
Rogers vs. Reissner, 30: Fed. 525 (S. D. N. Y.). 
Where the licensor affirms the contract and is pur- 
suing his remedies under it, the licensee is estopped 
from denying the validity of the patent. 
Baltimore Car Co. vs. North Balt., 21 Fed. 50 (D. 
of Md.). 
Burr vs. Duryee, 2 Fisher 283. 
Forncrook Mfg. Co. vs. Barnum etc., 54 Mich. 552. 
It is equally the English doctrine that tho invalidity 
of the patent is no defense to an action to recover 
license fees. 
Lawes vs. Purse, 88 E. C. L. 930. 
Smith vs. Neale, 89 BE. C. L. 67, 89. 
Norton vs. Brooks, 7 H. & N. 499. 
Hall vs. Conder, 89 BE. OC. L. 22. 
Baird vs. Neilson, 8 Cl. & Fin. 726. 
Trotman vs. Wood, 16 C. B. ( N. S.) 479. 
Taylor vs. Hare, 4 B. & P. 260. 
Adie vs. Clark, 2 Law Rep. App. Cas. 423. 
“That no warranty of validity of the letters patent is 
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implied in any license given thereunder.” Also on the 
general subject see: 

' Walker on Patents, Sec. 307. 

Robinson on Patents, Sec. 1252. 


By above cases it appears that invalidity of the 
Starling patent was not a defense. That there must 
have been something equivalent to eviction, which was 
not true, nor was it pleaded. That the reason of the 
rule is tuat a licensee otherwise gets the benefit of what 
he contracted for, and a license contract does not imply 
any warranty that the patent is valid. That neither the 
rule nor its reason depends on any stipulation in the 
license not to dispute its validity or any recital that it 
is valid. 


In some cases the licensor and licensee are considered 
as in._the analogous position of landlord and tenant, and 
the principle of estoppel is applied, which may be held 
concurrently with the above view. 


“Tt has sometimes been said that if the patent of the 
leenser is void, there can be no consideration for the 
contract, since a void patent creates no monopoly, and 
where there is no monopoly there can be no actual im- 
munity. This position is, however, incorrect, for while 
the patent remains unimpugned by a decree of inva- 
lidity, the ability of the patentee to enforce it, and con- 
sequently the immunity from its prohibitions enjoyed 
by the licensee, are presumed to be legitimate and real. 
Hence it has been held in other and better considered 
cases, that if the patent is apparently valid, the licen- 
see, under its assumed protection has enjoyed advan- 
tages of which, without the license, he would have been 
deprived, and that his obligations under the license 
continue until he is disturbed in his enjoyment by a 
superior patent, or until the patent under which he 

acts has been declared invalid or annulled. 
Robinson on Patents, Sec. 151. 
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(B.) IT IS AVAILABLE FOR. PLAINTIFF BELOW. 

If, as appears by above cases, invalidity of the patent 
is no defense to a suit for royalties agreed to be paid, 
then no defense on that score was pleaded by defendant 
below. If issue was taken on it, as pleaded, it was not 
a material issue, and the issue is immaterial here. 

If we adopt the second ground, thata licensee is ,93- 
topped to deny the validity, then this in no way in- 
validates. the other groynd, nor is the estoppel waived 
by joining issue in the reply, instead of “‘pleading an 
estoppel.” | 

The pleading was under the code of Minnesota, which 
does net require matters of law, nor conclusions from 
faets to be pleaded, but facts only. 

Statutes Minn. 1878, Chap. 66, Title 6. 

The facts out of which the estoppel arose were plead- 
ed, viz: the license eontract, set forth in the complaint 
and admitted in the answer, and the making and selling 
of the plows by defendant below. (Pages 2, 3 and 7.) 
This is all that. is. required at most. 

The complaint alleged that plaintiff “being the origi- 
nal and first inventor of a new and useful improvement” 
&c., that the Starling patent was issued to him, (page 
1.) By the answer, ‘defendant denies that the said 
plaintiff was the original and first inventor of any new 
or useful improvement,” &c. If this had been the only 
defense set. up, the answer would have been bad on de- 
murrer, without any pleading of estoppel. It is not 
“new matter” and calls for no reply. 

Stat. Minn. 1878, Chap. 66, §100, as amended Laws 
1879, Chap. 15, §1. 

If it be treated as “new matter,” in the answer, then 
the statute permits the pleading in the reply of “any 
new matter, not inconsistent with the complaint, consti 
tuting a defense to such new matter in the answer.” 
But the faets “conatitesting a defense to such new matter 
in the answer” had already been pleaded in the com- 
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plaint, viz: the relationship of licensor and licensee, and 
plaintiff could but repeat at most, the facts he had al- 
ready pleaded. This he did in the words, “ Wherefore 
plaintiff reaffirming his said complaint, asks judgment 
as in said complaint prayed for.” (Record page 10.) 
To have added further to the reply “and defendant is 
estopped by the facts set forth in said complaint to deny 
the validity of said patent granted to “Starling,” would 
have been pleading a mere conclusion of law, and would 
be bad pleading. 

By the law of Minnesota, which controls the matters 
of pleading in this case, (Revised Statutes U. S., sec. 
914.) facts which are to be invoked by way of estoppel, 
do not have to be set out as such. You donot have to 
attach a card to each fact pleaded: “This fact is to be 
invoked by way of estoppel,” or “This fact is to be es- 
tablished by other facts creating an estoppel.” 

Caldwell vs. Auger, 4 Minn, 156 (217). 
Coleman vs. Pearce, 26 Minn. 123. 

In Caldwell vs. Auger, the court says: 

“It is claimed by the counsel for the respondents, 
that under the code an estoppel in pais should be plead- 
ed, in order that it may be given in evidence. It is not 
claimed, nor is it true, that this was necessary under the 
old system of pleading. Nor do I find, either on prin- 
ciple or authority, that such pleading is required under 


the code. The principles of pleading under both 


systems are thesame. The facts upon which the parties 
relied, were not less required to be pleaded under the 
old system than under the new.” 

In Coleman vs. Pearce, the court says: 

“In answer to the first point made by the defendant 
in support of the order, it is sufficient to say that in 
Caldwell vs. Auger, 4 Minn. 156, (217) it was expressly 
decided that matter constituting an estoppel in pais 
need not be pleaded as such, to enable a party to take 


17 


never since been questioned in this court.” Such re- 
mains the law of Minnesota and establishes a rule 
stronger than is necessary for this case. 

Take the matter this way for instance; The complaint 
alleges that Starling was the first inventor of the patent- 
ed plow and that it was new. The answer denies these 
facts. (Page 6.) Under the law of Minnesota those 
Jacts are established against defendant, even contrary 
lo the truth, by any facts constituting an estoppel, with- 
out pleading the latter facts. These cases hold that 
ownership of property and conversion of property re- 
spectively may be proved by estoppel by simply alleg- 
ing ownership or conversion in the complaint and no 
more. But in the case at bar, plaintiff below went much 
farther, and alleged in his complaint the facts which 
constitute the estoppel in law, and reaffirmed them in 
his reply. 

Caldwell vs. Auger, 4 Minn, 156 (217. ) 
Coleman vs. Pearce, 26 Minn. 123. 


The matter of invalidity of the Starling patent was 
gone into on the trial, against the objection of defend- 


ant in error. 
(See record page 45. ) 


(C.) THE RENUNCIATION ALLEGED DON’T AVOID ESTOPPEL. 

There is nothing in the alleged renunciation of the 
license by defendant below to change the rule binding 
iton this question of validity of the Starling patent. 
There is no claim that the Starling patent is invalid as 
a ground upon which it was renounced, or that defend- 
ant below purposed to manufacture in hostility to it, or 
that it had been compelled to pay tribute toa prior 
patentee, or that it had been in any manner evicted. 
If it had been evicted from what it bargained for, it 
perhaps, could have given notice that it renounced the li- 
cense and would thereafter make in hostility to the patent 
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Then if the patent turned out invalid, it might have es- 
caped from subsequent royalties but not from prior royal- 
ties. 

But the ground of the alleged renunciation (page 9) 
is quite the opposite and is simply and solely that the 
construction of said sulky plow under plaintiff's patent 
was “unsatisfactory and useless,’ and it, ‘‘at the same 
time gave notice that said defendant corporation would 
thereafter manufacture a sulky plow of its own design 
and renounce its license and all claim of right to con- 
struct plows in accordance with the patent.” (See 
answer on page 9 and bill of exceptions, page 29. ) 


This.amounted:to:a continuing recognition of the va- 
lidity.of the Starling : patent, for in connection with its 
renunciation of the) license it. also says it renounced 
“all claim of right to construct plows in accordance 
with” that patent... It hadno intention of assuming a 
position hostilie to-Starling’s patent, it said, but would 
make a different plow. Then it proceeded to make a 
plow so-near identical with whatit made before, that 
the court’ below finds it wasa “manifest” infringement, 
and that the Starling plow is not useless as alleged. 
Evidently it had blundered at. first.in the manner of 
making them, if its statements are true, and was just 
finding out how. 


We will have something to say upon the right of de- 
fendant. below to annul the contract, by this renunci- 
ation; in. considering the 3rd error assigned. But as- 
suming for the present that the contract remained in 
foree, such. alleged renunciation could not prevent the 
application of estoppel, or the rule that invalidity was 
no defense. 

The foregoing is not to: be understood as a confession 
that Starling's patent is anticipated by the patents set 
up or invalid: We affirm the contrary, with the 
fotee of’ positive conviction, but decline to dis- 
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cuss & question so manifestly beyond the rulings fall- 
ing under this writ of error. 
LICENSE RENOUNCED. 
Errors ITT, XVIT and XVIII. 
(Pages 168 and 172.) 

Plaintiff in error claims that it had the right to ter- 
minate the license contract by a notice; and if was error 
for the court to rule that the defendant below could 
not terminate the license without the consent of Star- 
ling. 

Answer page 9. 
Bill of exeptions, page 29. 
Opinion of Court, page 141. 

The contract has no provision for its’ termination Or 
for renunciation. The Plow Works: distinctly bound 
itself to do several things: 

ist.—“To make said sulky plows in a good and work- 
manlike manner.” 

2nd.—To “advertise” them; “in the’ usual manner.” 

érd.—To “sell” them in the usual manner. 

4th.—To render accounts and to pay royalties. 

( Contract page 3.) 

It agreed to do this in consideration of the license 
given it under the Starling plow patent, and also in 
cousideration of a license given it under another patent 
to Starling, No. 151,804 for whiffletrees, by the same 
instrument, which in no manner has been attempted to 
be impeached. On the ground by which it sought to 
reuounce the contract, the court below has found against 
it. The court finds that the Starling plow is useful and 
that itis not true that its construction is “unsatisfactory 
and useless.” When made by others it had been satis- 
factory and useful. toa marked degree as appeared by 
the proof. 

The plow works contiaued without interruption after 
the alleged renunciation to make the plow in almost 
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identically the same from. These it admits were satis- 
factory and useful. 

The ground of this alleged renunciation then, must 
have been either a huge blunder, or else one known by 
the Plow Works to be false and a pretense to avoid doing 
what it had agreed to do. 

If one party to the license contract could terminate 
it, then thesother could; and the same shoe put upon 
the other foot might have pinched very hard. 

The position of plaintiff in error seems to be that a 
mere license grants no continuing rights and is revoc- 
able at will and may be abandoned at pleasure. True, 
“a mere license” may grant no continuing right. But 
a contract of license under a patent is more than amere 
license that is revocable at will. 

A licensee is granted certain privileges under the 
license contract and assumes certain liabilities in return 
therefor. He is not then allowed after he has enjoyed 
the privileges to throw off his contract liabilities and 
stand in the position of one never possessing any of 
those privileges. 

A license is not revocable except by mutual consent 
or by fault of the parties unless it contains a stipulation 
providing for revocation. 

Kelly vs. Porter, 17 Fed. 519. 

National Rubber Co., vs. Boston &c.,41 Fed. 48. 

Marsh vs. Harris, 62 Wis. 276 (22 N. W. Rep. 
516). 


A license unlimited as to time runs for the entire 


_ term of the patent. 


Kelly vs. Porter, 17 Fed. 522. 
Hodge vs. H. R. R. R.,6 Blatch. 165. 
Pattersons Appeal, 99 Penn. St. 524. 
Paper Bag Cases, 105 U. S. 771. 
When a license is forfeited by the act of a licensee as 
by repudiating the same or other act effecting such re- 
sult, and the licensee continues to make specimens of 
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the article covered thereby the licensor has an option 
to. sue him as an infringer or-to sue him for promised 
royalties. 
Woodworth vs. Weed,1 Blatch. 166. 
Cohn vs. Rubber Co., 3 Bann. and Ard. 572. 
Union Mfg. Co. vs. Lounsbury, 42 Barb. (N. Y.) 
125. 
Union Mfg. Co. vs. Lounsbury. 41 N. Y. 363. 
Walker on Patents, 309. | 
Union Paper Co. vs. Nixon, 105 U.S. 771. 
Patterson's Appeal, 99 Penn. St. 524. 

[In Woodworth vs. Weed, by the terms of the license 
it became forfeited on failure to pay any note given for 
the license at maturity. Such failure having occurred 
and the licenses forfeited, Nelson J. held “it was 
optional with plaintiff to resort to his remedy at com- 
mon law to enforce the collection of the notes, or to 
treat the rights of defendant as forfeited,” and proceed 
as for infringement, sesking an injunction. 

Woodworth vs: Weed, 1 Blatch. 166. 

In Cohn vs. National Rubber Co., the defendant's 
licensees had refused to perform on their part and had 
repudiated the license. Judge Clifford held, thatin such 
case, “they may be treated by the owner of the patent 
at his election, as infringers. He may have his remedy 
by suit upon the license, in case they have repudiated 
the license, or he may elect to treat them in future 
as infringers of his exclusive rights under the patent. 

3 Bann. & Ard. 568. 

Union Mfg. Co. vs. Lounsbury, was a case where the 
licensors served upon the licensees a notice alleging a 
breach of the license by the licensees, and forbidding 
the defendants to use or exercise the right granted by 
the license for any purpose whatever. 

The defendants licensees, thereupon refused to pay 
royalty, but continued to make and claimed that right 
free of their contract to pay royalty. The plaintiffs 
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licensors, took no step afterwards towards rescinding 
the agreement under which the tariff or royal- 
ty occurred. There seemed to have been no 
mutual agreed rescission of the license. The 
court maintained the action on the license 
contract, against the objection of defendant. 

Union Mfg. Co. vs. Lounsbury, 42 Barb. (N. Y.) 

125. 

No recission of a license should take effect, as against 
both parties, until judicially declared, except in accord- 
ance with the express terms of the license itself, or by 
mutual consent. Where one party attempts to rescind, 
then the other may acquiesce therein and thus effect 
such recission; but if he do not see fit to acquiesce, we 
cannot, on principle, see why a party toa license con- 
tract should be coerced by the act of the other party to 
terminate that contract, any more than to terminate a. 
contract by which land is leased to another. Opn any 
supposed ground for terminating the contract, as fraud 
and misrepresentation &c., the party so claiming ought 
to be required to bring his action to have it judicially 
determined before he should be permitted to say that 
his subsequent acts are not done under the contract. If 
a licensee continues to make and sell a machine which 
is covered by the license, after he has said he will make 
no more and has renounced his license, on a suit for the 
royalty, the licensor should not be required to try col- 
laterally whether there was aright to make free of the 
license and in his own right, any more than a landlord 
who sues a tenant for rent, when the latter claims the 
right to occupy free, and in his own right, should be re- 
quired to try the latter claim ina suit for rent. 

In the case at bar the Plow Works had, on the ground 
that the plow was unsatisfactory and unsaleable, given 
notice it would make no more, and renounced the license. 
_ {Answer paragraph 7th, page 9.) That is, it said it 
 . would move off the landit had been occupying But it 
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did not. It continued in possession. It run a simple 
open ditch from a pond of water so as to drain it and 
then said “‘all is satisfactory and lovely now, but this 
is my land, and everybody’s land.” The law says “Hold 
on, you can't say that. There is a contract of letting 
which you signed, accepted avd occupied under.” 
“True,” says the tenant, “but that it all gone. I told 
you I was going to move off because the land was too 
wet.” “Yes,” says the landlord, “but you didn’t move 
off. You continued to occupy and use that land right 
along.” The tenant can answer only, “The ditch has 
been in there ever since, anyway, and I have been call- 
ing it the ‘Star’ farm instead of the ‘Starling.’”’ 

No lawyer could contend, that such a notice followed 
by such conduct and continued use of the property, 
would give a tenant any right to set up title in himself 
or others. No more can the licensee under a patent 
prima facie valid, who so conducts himself. 

In this illustration we have stated the case most fa- 
vorably for the Plow Works. For the moment we have 
conceeded that there was something unsatisfactory in 
the Starling plows as at first attempted to be used by it, 
but which could be and was remedied by using simple 
and obvious means. But the facts are the contrary. 
The court found that exact construction operative and 
useful. Witnesses who had used some of those first 
plows made before the notice was given, were on the 
stand and testified that the plows worked well, and did 
good work, only they were not well finished, and seemed 
carelessly put up. There was no basis of trath then for 
the alleged “renunciation” it made. It was not shown 
that the Plow Works ever claimed to anybody that it 
was not making these plows under the Starling patent. 
The fact is that it did not renounce its license. The 
court simply found that it “gave notice” that it renounced 
its license. The fact which the court finds is a naked 
notice. That is true, and is quite different from an ac- 
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tual, accomplished renunciation. There is all the differ- 
ence there was between the two sons in doing the will 
of their father, to work in his vineyard. The Plow 
Works is like the one who said, “I gosir,’ and went not. 
It is the tenantof land saying, “I will move and live on 
another piece of land, and renounce my lease,” but not 
moving. Such conduct can be the basis of no change 
in the contract relations of the parties. The court be- 
low finds no fact as the basis of a right to renounce the 
contract, nor that it was in fact renounced, but simply 
that a naked notice was given followed by opposite con- 
duct. The contract continues, and with it all its force 
and effect, including estoppel and obligation to pay the 
promised compensation. The contract is a unit, and its 
living principles cannot be torn assunder while it has 


life. 


LICENSE NOT EXCLUSIVE. 

It was contended below that there was a difference in 
the law applicable to this case, because the license is 
not exclusive. We do not find such a distinction made 
in the cases, nor on principle sound. A patent repre- 
sents an exclusive monopoly. A licensee not exclusive 
gets a share of this; an exclusive licensee gets nothing 
different. He only gets more of the identical same sub- 
stance. One isasole tenant and the other is tenant in 
common with others, who may exercise the rights pro- 
tected by the patent. The latter can no more termi- 
nate his contract of lease at his option, or dispute his 
lessors right, than such a tenant of land or 
a sole tenant of land. Cases of parol licenses 
as to land do not apply. It is the policy of the 
law as to conveyances of lands or interests therein, 
that it must be done by instruments in writing and 
usually under seal. Hence a parol license to make use 
of lands for any purpose, is given effect only as long as 
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the owner sees fit. But the same privileges duly given 
by deed in writing upon consideration, would be irrevo- 
cable. Nor does it turn upon the question of the ex- 
clusive character of the privileges given. A privilege 
as to land exclusive in character, given by parol, is 
equally revocable with one not exclusive. 
Johnson vs. Stillman, 29 Minn. 95. 


In a case of a license exactly as the present, not ea- 
clusive, the licensor was restrained by injunction from 
attempting to declare the license terminated or revoked. 

Baker Mfg. Co., vs. Washburn & Moen, 18 Fed. 
172, by McCrary, J. 


This court has refused to permit a licensee, under a 
license exactly like the one in question, to terminate it. 
Laver vs. Dennett, 109 U. S. 90. 


And it is held that licenses nof exclusive, under letters 
patent, are not revocable except by mutual consent, or 
by fault of the parties. 

Cases above cited. 

Kelly vs. Porter, 17 Fed. 519. 

National Rubber Co., vs. Boston, 41 Fed. 48. 
Marsh vs. Harris, 62 Wis. 276. 


We add other cases, heretofore cited, in which the 
license was not exclusive, and this fact made no differ- 
ent rule on the question of estoppel to deny the validity 
of the patent or of the right to terminate the license. 

Union Mfy. Co. vs. Lounsbury, 42 Barb. (N. Y.) 
125. 

McKay vs. Jackman, 17 Fed. 641. 

Eureka Co., vs. Baily Co., 11 Wall. 488. 

Jones vs. Burnham, 67 Me. 93. 

MaKay vs. Smith, 39 Fed. 556. 

National Rubber Co., vs. Boston, 41 Fed. 48. 

White vs. Lee, 14 Fed. 789. 
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BERTHIAUME PATENT. 
Error XII. 

If the court below had found that Starling’s patent 
anticipated Berthiaume’s later patent, it would have 
been a finding of fact and not reviewable and also im- 
material. Such finding is the error assigned, but he 
made no such finding. This patent is an interloper in 
this case. Jt does not show or describe any one of the 
1310 plows made by defendant. It is one of the ear 
marks of the false and fraudulent design to pretend to 
make another plow. It was born because its life was 
wanted to give a supposed standing before the public or 
some unsuspecting court in case they were called upon 
to, pay for the so-called ‘“‘other plows,” which had the 
failing of not being “other plows.” 

The so-called “Berthiaume” plows obtain that name 
as the “Harris” doin this case, not from any patent, but 
‘the name of the foreman or superintendent in the St. 
Paul Plow Works shops, who designed the so-called 
changes, and as a mere matter of convenience. There 
is no finding of the court that any of the 1310 plows 
are like that patent. These “‘Berthiaume” plows were 
sold under'the name of “Star” plows. (Answer, para- 
graph 5, p. 8. Opinion, pg. 14. ) 

A licensee, when sued on the license, cannot defend 
by setting up rights under a subsequent patent to justi- 
fy his non-performance of duty or question 
the validity of plaintiff's patent, unless he shows fraud 
in the plaintiff. 

Fornerook Mfq. Co., vs. Barnnm etc., 54 Mich. 552. 
(20 N. W. 583) by Cooley, C. J. 


HASLUP PATENT. 
Error XTIT ( Page 165.) 
It is claimed as error that the court found the Has- 
lup patent does not anticipate Starliug’s. This patent 
has noright tobe in the record. It first madeits appearance 
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on the motion for a new trial below as newly discovered 
evidence. The court refused the motiou for a new trial, 
and in his opinion says it does not anticipate (page 24). 
This is not reviewable for many reasons. It is nota 
“ruling” nor in the “progress of the trial,’ nor has it 
been excepted to. Moreover the court could not review 
this without reviewing the refusal to grant a new trial. 

But a refusal to grant a new trial is not subject to 

review by this court. 
Cooper vs. Omohundro, 19 Wall. 65. 
Such a review is not within the powers conferred by 
the act under which this appeal is authorized. 
Section 700 R. S. US. 
OFFER OF EVIDENCE AS TO PATENTS. 
Error XIV ( Page 139). 

This is based onan exception to a ruling of the court 
refusing an offer of testimony. The testimony offered 
was further explanation of the patents set up in the 
auswer, made late in the case. 

When plaintiff below rested his opening ease, these 
patents, except Starling’s, had of course not been intro- 
duced (page 54). If we regard the validity of the 
Starling patent as at issue, proof on that point was 
made out by his letters patent, prima facie, and plain- 
tiff rested. Then defendant below took up its defense, 
introduced the alleged anticipating patents against 
plaintiff's objection (page 45), and proceeded with an 
exhaustive expert explanation of their views of these 
patents—-how they operated—how the different parts 
were related—-why they were substantially the same as 
Starling’s, in their opinion. In short went into their 
full case as to why they believed these to anticipate 
Starling, by three expert witnesses, Woodward, Haupt 
and Harris. 

Record, pages 45 to 100. 
Then plaintiff below went into the subject of these 
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patents by way of rebuttal, to show why they did not 
anticipate, using two witnesses, Gunckel and Starling, 
(pages 101 to 138). Then it was that defendant made 
their offer of further evidence to show why they were 
right and plaintiff below was wrong, in the testimony 
given. The court refused the offer “stating he had 
heard sufficient testimony to enable him to understand 
the action of the several devices” (page 139). 

The trial had already consumed over 5 days ( pages 
11 to 13), during which much more time had been con- 
sumed on those patents by defendant than by plaintiff 
below. An examination of the testimony will show that 
the points proposed to be proved, had already been 
covered and gone over at the proper time by the three 
expert witnesses of defendant below, who claimed to find 
the same combinations working in the same way, (pages 
45 to 100). But if the points had not been included or 
specifically mentioned in defendant's main case the 
time for defendant below to make outa case of invalidity, 
was before it rested its testimony on that matter. There- 
after it was discretionary with the court whether it 
permitted defendant below to go into the question. 

Plummer vs. Mold, 22 Minn. 15. 

Beaulieu vs. Parsons, 2 Minn. 37 (26, 30). 
People vs. Mather, 4 Wend. (.N. Y.) 229, 249. 
Farmers Ins. Co., vs. Bair, 87 Pa. St. 124. 
Thompson on Trials, Sec. 349. 

Where a defendant has had the opportunity of intro- 
ducing the same evidence in his case in chief, the court’s 
refusal to permit him to put it in by way of surrebuttal 
is not error. 

Asay vs. Hay, 89 Pa. St. 77. 
Thayer vs. Davis, 38 Vt. 163. 

The mode of conducting trial, the order of introduc- 
tion of evidence &c. belong to the practice of the circuit 
courts and the supreme court will not interfere. 

Phila. R. R. Co., vs. Stimpson, 14 Pet. 448, 
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Johnston vs. Jones, 1 Black, 209, 226. 

The only remedy for surprise isa motion for a new 

trial, and its decision is not reviewable here. 
Muthall vs. Keenan, 18 Wall. 342. 

After several days’ testimony on the subject it may be 
fairly presumed the court was able to understand tuese 
patents, and no refinement should be resorted to to en- 
force a needless and wearisome lengthening out of the 
matter. 

Moreover the position we take that invalidity of the 
Starling patent was no defense and defendant below 
was estopped to show it, disposes of this alleged error. 

This tilting up of the point of the plow and locking 
the plow in the ground appears in plaintiff's opening 
case both direct and cross examination as follows: 

Record, marginal pages 70, 81, 84, 90. This was 
sufficient to apprise defendant below that it would be 
claimed that an alleged anticipating patent must possess 
these points and to warn it to make its proofs on those 
points when it reached its defense in chief. 

This it proceeded to do but was anxious for another 
bout on surrebuttal. The following are some of the 
pages of the record where it appears defendant below 
had already gone into the specific points: Record, 
marginal pages 99, 105, 112, 113, 114, 122, 128, 128, 186, 
137, 148, 144, 178, 180, 181. It would seem to have 
been pretty well elaborated by defendant below already. 

EVIDENCE ON Price or PLOws. 
Error XV ( Record Page 139). 

Defendant below offered to prove on surrebuttal that 
©. A. Carter in 1876 at Princeton, IL, sold “substan- 
tially’ the so called Berthiaume plow for $45, when a 
plow “substantially” the Starling plow had no sale in 
competition at the price of $25. The court sustained 
the objection of plaintiff below, that such evidence was 


immaterial. ( Page 139.) 
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This offer is qualified by the word “substantially.” 
The court found and the fact is that the so called Ber- 
thiaume plow, is substantially the Starling plow. This 
offer then, amounted to one of proof that one party could 
sella plow for $45 while another could not sell “‘sub- 
stantially” the same plow for $25 which was immaterial. 

But if they were different plows and one was made 
exactly as the 960 made by the Plow Works, and the 
other was the Starling plow eractly, such evidence 
would not tend to make out any issue in the case. It 
would not be proper evidence on the question of whether 
the Starling plow was useful as contended by plaintiff 
m error. That fact should be established by direct evi- 
dence of how the Starling plow operated in the field 
The party or parties who sold the Starling plow in com- 
petition may not have been competent salesmen and 
Carter may have been an extra good one. The party or 
parties who attempted to sell the Starling may have 
been of bad reputation or unpopular, so that the people 
of the community would not be willing to purchase of 
them even a good article, and Carter on the other hand 
may have been well known and popular. The court 
could not go into an inquiry as to all these matters to 
see whether any weight was to be attached to the cir- 
cumstance. 


Moreover it was too late in the case to insist on their 
right to further testimony on the question of utility of 
the Starling plow. Defendant below went into the 
question on their main case in defense, and it was now 
diseretionary with the court to admit even proper testi- 
mony on that issue on defendant's surrebuttal. 

See cases under error 14. 


‘The court was in no way partial, for it refused to per- 
mit plaintiff below on rebuttal to go into matters be- 
longing to his case in chief, as to the mode of operation 
of plaintiffs first claim. (Record page 138.) 
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EVIDENCE ON PRIOB USE OF LEVER. 
Error XV J. 
( Record page 101.) 
Defendant offered to prove that the lever device 
shown in the Starling patent was used on two sulky 
plows prior to 1872. (Page 101.) 


ist.--This in itself was immaterial if trae. He did. 


not offer to prove that.it was combined with the same 
or substantially the same elements in such way that 
such combination operated in the same way for the 
same purposes as in the Starling first claim. The mere 
existence of that element in some other device with dif- 
ferent relationships and associated parts or fanctions 
would not tend to make out anticipation. 

2nd.—It was incompetent, because the fact was not 
pleaded in the answer, nor plaintiff otherwise notified. 
If validity of the Starling patent was a proper issue, 
plaintiff below had a right to know what matters would 
be set up to defeat his patent, so as to defend his rights, 
otherwise a licensor would be at the mercy of a licensee 
whom he sued for royalties. In case of actions at law 
or in equity for infringement, the manner in which the 
notice is to be given is provided for by section 4920 re- 
vised statutes U.S. This act does not create the right 
to such notice, but directs and regulates how it may be 
given. The right would subsist under any rational 
form of pleading, and since the code pleading is mod- 
eled on that of equity, we must look for it in the an- 
swer. 

Of course where there are no averments to authorize 
proof offered, it is properly rejected. 

Wilcox vs. Hunt, 13 Pet. 378. 

In a suit on a license contract, novelty cannot be con- 
sidered without “notice of the witnesses or other evi- 
dence” to be used to impeach the patent. 

Evreka Co. vs. Bailey Co., 11 Wall. 492. 
But strange to say this identical matter had thereto- 
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fore been brought out on cross and re-direct examination . 
from the same witness and as to the identical same | 
plows, Deere & Buford, now proposed to be testified | 
about, and he testified, those levers did not work “the 

same” nor “substantially the same,” but merely oper- 
ated to engage a “wheel lift” or “horse lift.” (Record 

page 98.) 


HARRIS PLOW TESTIMONY. 
Error XIX. 
(Record page 44.) 

It is alleged as error that the court refused to strike 
out the testimony of plaintiff below with reference to 
the Harris plow. This evidence was given for the pur- 
pose of showing that the Harris Plow, so called, fell 
within the license contract. Whether under the evi- 
dence it did, was a question of fact for the court to de- 
cide. In no view could it be error unless on the whole 
evidence it appeared that there was nothing tending to 
show that the Harris plow would constitute an infringe- 
ment of the Starling patent. 

But this court could not review this question 
without reviewing a question of fact, and in any 
event this record does not contain plaintiff's ev- 
idence with reference to the Harris plow. (See 
judge’s certificate, record page 145.) Moreover the 
# court in his opinion says, as the fact is, that the 
@ Harris was “substantially the same,” as the Berthi- 
be aume so called, and both “manifestly infringed” the 
Starling. (Record page 14L.) 
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EVIDENCE AS TO DATE OF INVENTION. 
Error XX. 
(Record page 139. ) 
It is contended it was error for the court below to 
permit plaintiff to introduce evidence of the date of the 
Starling invention on rebuttal. The court does not in 


bo 


any way take account of this testimony in deciding the 
case, and the mere admission of erroneous testimony by 
the court when being tried without a jury would not be 
error, unless it appeared that such evidence influenced 
the result of the case. Otherwise it is presumed that 
the court laid it aside. 

But it was not error to receive and consider such testi- 
mony. On the question whether a prior patent an- 
ticipates one sued on, it does not anticipate, al- 
though identical, unless it is prior to the date of re- 
duction of the plaintiff device to working form, and the 
plaintiff is permitted to rebut the proof of anticipation 
by showing the date of invention. 

Klizabeth vs. Pavement Co., 97) U.S. 180. 

Loom Co. vs. Higgins, 105 U.S. 580, 592. 

National Spring Co. vs. Union &e., 12 Blatch. 80, 
96. 


The plaintiff is not required to allege the date of his * 


inveation in order to introduce proof thereof when the 
circumstances call for it. 
Wilder vs. McCormick, 2 Blatch. 33. 
Byerly vs. Cleveland, 31 Fed. 73. 
On principle this is correct, for the letters patent 
themselves pleaded apprise the defendant as to who 
claims to have been the inventor, and where he resided 
at the time of his application, so that defendant is di- 
rected to the means of discovering the date of invention 
and can prepare himself to prove the existence of an- 
ticipating matter prior to that date, if he sees fit to set 
up that defense. It is quite different as to pleading the 
defense of use of the patented machine by others prior to 
the invention thereof by the patentee. Unless this be 
pleaded fully or notice be given under the statute, plain- 
tiff would have no means of preparation in advance. 
In the case at bar, the present residence of the inven- 
tor was alsogiven,-and he is alleged to be the original and 
firs tinventor of a new apparatus. The latter is recom- 
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mended by Walker on patents as necessary in suits on 
patent rights. (Walker on Patents, Sec. 424). Plaintiff 
below then hada right to prove the fact he alleged; 
Proof on that fact, except as established prima facre by 
the patent, was immaterial, till defendants patents were 
introduced. Hence it-properly belonged to plaintiff's re- 
buttal, subject to defendants right to follow by its evi- 
dence on that point. We claim that firstinvention was 
made out by estoppel, as against this defendant on 
plaintiff's opening case. But conceding for the moment 


that it belonged to plaintiff's opening case, wholly, and. 
the court permitted later in the trial, then that was 


wholly discretionary with the court and not reviewable. 
See cases. cited above under error 1A. 


WHAT PLOWS ARE COVERED BY THE LICENSE. 

In the consideration of this case below defendant 
asked to: have the words “Starling Sulky Plow” in the 
contract of license so control it as to make it mean 
something else than the ordinary license under a patent. 

We shall show: 

First:—That such construction is not reasonable. 

Second :—That defendants below themselves have ad- 
mitted: and construed it tobe the ordinary license under a 
patent. 

Third:—That in such case the contract of license 
calis for the payment of the stipulated royality as to 
every specimen which would otherwise be an infringe- 
ment. | 

Ist.—It is a common practice for the name of the in- 
ventor' to be applied to the device covered by his patent. 
Itis the “Bell Telephone” the “Edison Telephone,” 
the “Worrall Plow,” the “Starling Plow,’ and by the 
use of these terms parties mean simply to designate the 
particular device or form of machine shown in 
their respective patents. That is the common, ordinary 


meaning’ of-such phrases. 
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Nor does the contract stop with this phrase. It pro- 
ceeds to designate the patent, under which the license is 
viven. With what show of fairness and good faith 
could Starling have thereafter claimed that he had not 
given defendant a full license under his patent? 

Or if, for the sake of argament we should adopt the 
new position of defendant, and say it was a license 
to make the “Starling Sulky Plow” as made by the 
Princeton Manufacturing Co.—like the plow sent them; 
then we say that was a plow made in exact accordance 
with Starling’s patent,--so conceded on all hands, and we 
are in the same position as before. If the expression 
“Starling Sulky Plow” in the contract meant a plow 
which was not constructed in all respects like the 
patent, there might bea slight difference as to the 
position in which defendants ‘would be placed by the 
license. There is no difference whatever between the 
“Starling Sulky Plow” shown and described in the 
patent mentioned in the license, and the “Starling Sulky 
Plow” made at Princeton, and which defendants pur- 
chased. So the construction suggested by defendants 
could not change the case. 

2nd.—But defendant below has always understood 
this license to mean the ordinary license under a pat- 
ent. In the answer (see answer, paragraph 4th, page 7), 
with reference to the license, defendant “avers that the 
only contract effected between the parties was that the 
defendant should manufacture and sell some sulky plows 
according to the plan of said plaintiff’s patent in a good 
workmanlike manner’ &c. Nota word about its being ac- 
cording to the plan of some plow sent defendant, or some 
plow known to the public as the “Starling Sulky Plow.” 
Again defendant expressly admits the plow of the pat- 
ent, and the plow of the license to be identical in par- 
agraph 5th of the answer, page 5. 

The fact is that the purpose of defendant below in 
purchasing a specimen of the Princeton Manufacturing 


Co. was to enavle them to procure patterns from which 
to work under their license, with one tenth the cost, 
trouble and expense that would be required if they 
merely took the patent and worked these out for them- 
selves. Starling in one of his letters in evidence said in 
substance that defendant ought fairly to allow the 
Princeton Co. some compensation for their free use of 
the patterns worked out by the Princeton Company. 

3rd.—Counsel for defendant below said that defend- 
ant did not agree not to make other sulky plows. True, 
but it did agree to pay royalty on such plows as the 
license covered; and the license covered whatever 
would be an. infringement of the Starling patent. 
Otherwise the license was not a license. The 
trouble with the so-called “other sulky plows” is that 
they were not ‘‘other sulky plows.” 

But defendant below claimed they were not Starling 
plows, because they did not contain all the three claims 
of the patent. That is, his proposition is this: “The 
contract of license does not relate to or cover any plows 
except such as contain the three claims.” If this be 
true, then if defendant the next week after the license 
was given, had made and sold a plow to some farmer 
who did not wish any rolling coulter (the subject of 
Starling’s 3rd claim ),—a plow made in every respect as 
the Starling plow, only not provided with the coulter, 
plaintiff might at once have sued both the plow works and 
the farmer for infringement of his patent. It would 
have beén useless for the farmer to say, “I bought my 
plow of a firm whom you licensed to make and sell 
plows containing every claim of your patent, containing 
every claim that I use.” 

Plaintiff's only answer would have to be, “You are 
greatly in error, sir; the greater does not include the 
less.” 

Now if the license gave defendants the right to make 
and sell plows containing but one or two of Starling’s 
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claims, as well as those containing three, then defend- 
ant below agreed to pay license on all plows contain- 
ing one or two of the claims. If defendant got the 
right, it must pay the compensation. The agreement of 
defendant is to pay $2.50 “for each and every plow 
sold.” 

There is but one royalty agreed to, and that is to be 
paid for “every plow sold,” which defendant below had 
a right to make and séll under the license. If a plow 
given contained Starling’s first claim, then defendant 
had a right to make and sell it under the license. If 
covered by the license, it became one in the list of 
“every plow sold” for which defendant was to pay $2.50 
whether containing one or the three claims. 

The royalty extends to “every plow sold” and “every 
plow sold” by the defendants had only the natural lim- 
itation that it should be a plow which the license 
covered, whether it contained one or more of the claims. 
The parties chose so tocontract and not provide a differ- 
ent royalty for a case where a plow contained less than 
the three claims. If the parties had intended otherwise, 
they certainly would have so provided by the contract. 
But we do not understand this proposition is contest- 
ed as toa suit on the license. A large proportion of 
the patents issued contain more then one claim, but 
we have never known a case of a license where any 
difference was made as to the royalty to be paid in case 
of including less than all the claims in any specimen. 

We may add in this connection that the case cited 
by defendant's counsel delow, Burr vs. Duryee, 2 Fish- 
er 275, isin point as to what alicense covers. There 
was this difference, that license was for use merely of a 
machine or rather of feo specimens of a patented ma- 
chine and no more. The court held that that contract of 
license was not violated by the use of any more ma- 
chines unless such further machines infringed the patent 
under which the license was given. It turned entirely 
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upon the point whether such further machines did or 
did not infringe. Now ifa license under a patent to 
use two machines and no more, means but two whether 
made like the patent exactly, or only so as to infringe 
it, a license to make and sell plows, means a license to 
make and sell such plows as are exactly like the patent 
or such as would infringe it. 

The test of whether machines come under a license 
contract or not, is whether they “contain matter covered 
by the patent.” | 

Eureka Co. vs. Baily Co., 11 Wall. 492. 
4th.—Counsel contended also, that Starling should 
have been driven toan action for infringement to re- 
cover for these plows, because to sue under the contract 
would compel defendant below io pay too high a royalty 
unless it used all three claims in each specimen, Ifsuch a 
rate is too high, it may be a reason why the Plow Works 
should have made a different contract for the use of less 

than all the claims. It has no further force. 

Put it this way; Defendant continued to use the claim 
or claims he regarded most valuable. Even a _ license 
fee established on a patent of more than one claim, is 
conceded to be a measure of damages in a suit for in- 
fringing one, where it appears that the latter is the one 
of prime importance which gives the patent its royalty 
value in the market. Starling granted a number of 
licenses besides the one in question, and there was an 
established royalty. If it. were a material matter, then 
there would be no difference in recovery on a suit for 
infringement. 

We ask that the judgment be affirmed, and that the 
writ of error be dismissed. 

CHARLES 58. CAIRNS, 
Attorney for defendant in error. 


Minneapolis, April Ist, 1891. 
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UNITED STATES CIRCUIT COURT FOR THE 
DISTRICT OF MINNESOTA. 


WILLIAM STARLING. 
Plaintiff, 


US, 
ST. PAUL PLOW WORKS, 
? Defendant. 


Testimony of Henry Robinson of Lennox, in the state 
of Lowa, taken before N. P. Nelson, a notary public, by 
the virtue of the stipulation, copy whereof is hereto 
attached as stated in the return thereto. 

Int. 1. State your name, age, place of residence and 
occupation. 

A. Henry Robinson, age 61 years, Conway Taylor 
Co., Lowa, keeping hotel. 

Int. 2. How long and where have you been engaged 
in farming? 

A. 12 years in the town of LaPrarie, Marshali coun- 
ty and state of Lllinois 

Int. 3. How many years experience have you had ia 
practical use of plows, if any? 

A. 12 years. 

Int. 4. Are you acquainted with William Starling, 
the plaintiff in this action ? 

A. Iam. 

Int. 5. State whether you are acquainted with the 
sulky plow for which Starling, plaintiff in this action, 
procured a patent from the United States about the 15th 
day of August, 1884, which plow is called and will be 
referred to in these interrogatories as the “Starling 
Plow.” 

A. Iam, but my recollection now is that patent was 
issued in 1874, during the whole time he was inventing, 
perfecting his plow and obtaining patent for same, 


we were near neighbors. 
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Int. 6.—If you ever used the Starling sulky plow, 
state when and where it was. 

A. In 1876, at La Prairie, Marshall county, Llinois. 

Int. 7.—Where and by whom was the Starling plow 


. TTI, 


which you used (if any) made? 

A. At Peoria, Illinois, by the Peoria Plow Company. 

Int. 8.—State whether you have a correct drawing, i 
picture or representation of the said Starling plow used 
by you, and if so, you may hand it to the person or com- 
missioner taking your testimony and have him annex it 
to your deposition, marking it Exhibit “A.” 

A. I have, and it is marked Exhibit “A” and here- 
with attached. 

Int. 9. State whether the Exhibit “A” attached to 
your deposition is a true representation of the said 
Starling plow used by you, and if not, state in what way 
or particular it is different. 

A. I should say that it was an exact representation. 

Int. 10. Describe the character of ground and soil 
in which you used this Starling plow, and relate the 
facts which led to your using it? | 

A. In the fall of 1876, while living at La Prairie, 
Ills, I had a piece of ground to plow, that was wet in | 
the spring and failed to make a crop, but alarge growth 
of weeds grew on the ground which I desired to plow 
under in the fall; I was the owner of a Skinner gang 
and sulky plow, but could not do the work satisfactory 
with them, as the ground had become quite dry and hard 
and could notkeep the plow intheground. [borrowed a | 
Starling sulky plow, and done the work in a good 
workmanlike manner, turning the weeds well under for 
the reason that the lever of the Starling firmly locked : 
the plow in the ground so that the entire weight of 
the plow, the carriage and the plowman were all 
used in holding the plow in the ground, which was 
not the case with the Skinner plow, as the weight of 
% “69 tenes plow was all there was to hold it in the 
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ground, and was easily thrown out by a large growth of 
weeds or when the ground was unusually dry and hard. 

Int. 11. What kind of work did this Starling plow 
which you used, do in the kind of ground and soil in 
which you used it? 

A. It done good and satisfactory work. 

Int. 12. If you ever used or saw said Starling plow 
used in ground where it was difficult to get a plow to 
scour, you may so state and state how it worked in such 
soil. 

A. I never used it nor did I ever see it used inground 
where it would not scour, it always worked well, in any 
and all kinds of soil as far as I ever knew. 

Int. 13. What acquaintance have you with the work- 
ing of other sulky plows, and state the names of other 
plows, with the workings of which you are acquainted, 
whether by using them yourself or seeing them used. 

A. I never used any but the Skinner and Starling, 
but saw a number, names of all I could not state, but 
among them were the Furst & Bradley, manufactured 
at Chicago, Ill, one made at Moline, IIL, and I think 
another made at Peoria, Il. 

Int. 14. State how the working of said Starling plow 
compares with the working of the other sulky plows 
with which you are acquainted. 

A. The working of the Starling sulky plow was the 
equal and in certain conditions of the ground it was the 
superior of any I ever used or knew, had I not owned 


_ the Skinner plow, would have bought a Starling in pref- 


erence to any other. 

Int. 15. State whether there is any respect in which 
said Starling plow did not work satisfactorily? 

A. It always worked well and satisfactory as far as 
I ever knew. 

Int. 16. State whether you ever knew ofa sulky 
plow before the Starling plow was introdueed and be- 
fore August 18, 1874, having the axle, the crank-bar or 
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bail (which. attaches the plow tothe axle at either 
side), and the lever for raising the plow out of the . 
ground and locking it in the ground, all these parts | 
combined, formed and operating like, or substantially 
like those in said Starling plow, and if so state when 
and where? | 
A. I never did. ‘ 


Int. 17. If any advantages in the working of a sulky 
plow are produced by the conbination of plow, crank-bar 
(or bail) axle, and lever meutioned in the last question 
(interrogatory 16) in said Starling plow, state what they 
are. | 

A. Inthe working of a sulky plow the advantages 
are‘all in favor of the crank-bar (or bail) for the reason 
that it would do good work where others failed, because : 
the lever and crank-bar, firmly locked the plow in the | 
ground and could not raise out, without litting the plow 
carriage and operator altogether, whereas the others 


that were in use before the Starling was invented, being | 
hung on a pivot beam would easily tilt up and throw the 
plow out of the ground. 
When it came in contact with an extra amount of rub- | 
bish or hard ground, and another reason is: it has been 
adopted and now used by the manufacturers of all other 
sulky plows that I know of. j 


Int. 18. State how the amount of draft in using said 


Starling plow compares with that of other plows of 
equal size. | 

A. I never saw the draft tested by an instrument 
but have seen two horses operate the Starling sulky 
with apparentiy the same ease as three horses would, the 
same size of other Sulky plows. 

Int. 19. Mention any good qualities that you have 
not named which your experience with the said Starling 
Plow has taught you it possesses. 

A. The Starling Sulky being operated by a crank- 
bar (or bail) attached to the axle and raised and 
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lowered by a lever attached to the bail, raised the for- 
ward end ofthe beam where the whiffletrees are 
fastened as well as the end to which the plow: is at- 
tached at the same time, thereby raising whiffletrees so 
as not to interfere with travel of the team. 

The other makes of plows in use before Starling  in- 
vented his hung on a pivot, the forward end of beam 
had to be lowered when not working so that the whiffle- 
trees would be nearly on the ground, and would hit the 
horses heels, which was dangerous as the: horses. were 
liable to kick when so hit, and also by the use of the 
jointed foot lever attached to the forward end ‘of. the 
Starling plow beam the plow could be made to enter 
the ground much sooner than those that do not have 
that device. 

Int. 20. State, if you know, the extent to which said 
Starling sulky plow has been used among the farmers 
in the community where you have resided. 

A. It met with as ready sale and was as generally 
used as any and I should say more of them were in use 
in the community where I lived than any one other 
make. 

Int. 21. State, if you know, what the reputation of 
said Starling plow is or was at the time of your ac- 
quaintance thereof, among the farmers im such com- 
munities where it was used for plowing. 

A. The reputation of the Starling plow was far 
better than any of the plows that did not have bis in- 
vention, viz: the crank bar (or bail) to operate it with, 
and was as good or better than any of those that had 
adopted the use of the bail. It had the reputation of 
being a lighter running plow than any other and) much 


easier on the team and the operator. 
CROSS-EXAMINATION. 


X. Int. 1. If you answer in the affirmative the oth 
interrogatory—then state the names of all the other 
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Letters patent number 143,147 dated September 23, 
1873, to J. D. Harrison. 

If you ever did, state when and where in each case. 

A. I never saw any of them nor any copies. 

X. Int. 7. State the names of each of the sulky plows 
with which you compare the Starling plow in answer to 
interrogatory 18, and then state how the draft of the 
Starling plow compares with each of them one by one. 

A. The Skinner, Furst & Bradley, Wier and Deere, 
never saw any test with Dynamometer, only judge from 
the working of the team, the horses seem to handle the 
“Starling” much easier than any of the others of the 
same size. 

X. Int. 8. State any qualities which any sulky plow 
you ever used or saw used has, which are in any respect 
superior to those of the Starling blow. 

A. I could not state any. 

X. Int. 9. State the names and place of residence of 
all the farmers whom you know have used the Starling 
plow and the times when each of them used it and the 
places where. | 


A. I canonly remember the following: E. C. Root, 
Halleck, D1, E. Stowell of Halleck, Ill., Calvin Stowell, 
Charles Stowell of Lawn Ridge, IL, John Robinson of 
Cromwell, Ia., Join King of La Prairie, Lll., Richard 
Davidson of LaPrairie Center, Ill, R. McCullough, 
Chillicothe, Ill, and Ed. Leigh of Sparland, ll. The 
time was about 1875 and 1876 on their respective farms. 

X. Int. 10. If in answer to interrogatory 21 you state 
the reputation of said Starling plow state the names and 
places of residence of every person who told you any- 
thing about the reputation of said plow and the times 
when they so told you and state all they said. 


A. Cannotgive names or repeat any conversation 
had in regard to the plow, don’t remember. 
| (Signed) Henry Roprnson. 
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t Subscribed and sworn to before me this 8th day of 
October, 1886. 
| Notarial Seal.] N. P. NELSON, 
f | Notary Public. 
| 
| EXHIBIT “A.” 
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| Return. | 
UNITED STATES OF AMERICA. '| 
> 88. 


District OF MINNESOTA. \ 
I, Osear B. Hillis, clerk of the circuit court for the 
district of Minnesota, do hereby certify that the fore- 
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going isa copy of a deposition of Henry Robinson on 


file in the case therein named, that said deposition was 
read in evidence upon the trial of said cause, together ‘ 
with eight other depositions of witnesses taken in said 
cause upon the same interrogatories; which depositions 
are each on file in said cause and were also read in 
evidence at said trial; that I have carefully compared 
the foregoing copy with the original thereof, which is 
in my custody as such clerk and that such copy is a cor- 
rect copy of such original and of the whole thereof in 
the case therein named. 

Witness my hand as clerk and the seal of said court, 
done at my office in St. Paul, Minnesota, this 30th day 
of March, A. D. 1891. 

Oscar B. HILLis, 

{ Court seal. | Clerk. 

(Copy of deposition certified as above returned and 
filed in this court. ) 
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SUPREME COURT 


—- OF THE —— 


UNITED STATES. 


October Term, 1890. No. 329. 


ST. PAUL PLOW WORKS, 
Plaintiff in Error, 


v8. 


WILLIAM STARLING, 
Defendant in Error. 


SUPPLEMENT TO BRIEF FOR DEFENDANT IN 
ERROR: 


Construction of the Claim. 


(sUBJECT TO OBJECTION STATED BELOW.) 


A. It is contended now, as in the motion for a new 
trial, that the court construed the Starling first claim 
wrongly. In our view of this case that question would 
be material only on the point of what plows fell within 
the license contract, or, in other words, infringed Star- 
ling’s patent. It is objected that the court below did not 
properly construe this claim as to the element lever L. 
That he construed it to be the kind of lever shown and de- 
scribed in the specification, namely, a locking lever, a spring 
lever, instead of a lever in the abstract, existing only in 
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the mind of counsel. It is insisted that the court should 
shut its eyes to the specifications in construing claims, 
and give to the terms employed in the latter such mean- 
ing only as occurs to it when staring at vacant space. 

We submit that when Starling in the specification calls 
the lever a “spring lever” (page 147), describes it as 
locking, that the spring feature is in order that it may 
spring laterally into notches to “hold it in any position 
into which it may be adjusted; “that this was sufficient to 
apprise the court and the world that he meant that kind 
of lever in hisclaim. He was not required to say in his 
claim the “ locking lever L,’ or the “ spring lever L,” any 
more than to say the “ articulating crank bar K.” Onmit- 
ting such word with reference to the crank bar is not 
pretended to cut out of it the feature by which it articu- 
lates upon journals at its forward ends. It is no more an 
essential feature of a literal crank bar that it shall itself 
articulate, than that a lever shall be a spring lever and 
lock. Indeed, the common office of a crank or crank 
bar is to turn something else to which it is rigidly at- 
tached without articulation itself. But when one is 
shown and described which does articulate, that is the 
kind which the law finds, and most reasonably is carried 
forward into the claim. 

Nor would Starling be bound,,.in his claim, to expressly 
mention.the notches into which his spring lever enters 
in order to insist that the lever of his claim is one pos 
sessing the spring or locking feature, any more than he 
is required to specifically claim the “ bolt or pin attached 
to plate F,” mentioned in the specification (see top page 
147), without which the crank bar could not articulate or 
operate, in order that he may be privileged to say that 
his crank bar is an articulating crank bar. As the pin 
in the one case, so the notches in the other are incidental 
to the parts operating upon and within them in the living 
machine, They are fairly intended, when those parts of 
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which they are incidental are incorporated in the claim. 
Any other doctrine would lead to ridiculous results. 
Given such a crank bar as is described, or such a spring- 
locking lever as is described by Starling, it would at once 
occur to the mind of a mechanic that some means for 
| holding the forward ends of the crank bar and permit- 
ting it to articulate thereon, and some means for locking 
the spring lever, was intended and required. Otherwise 
the plow would be inoperative, at least so far as the pur- 
poses and mode of operation set forth in the specification 
isconcerned. (See testimony of expert, Gunckel, page 43, 
where it is evident that this is his meaning insteaa of as 
construed by Mr. Bond, page 44 brief, considering the 
question Mr. Gunckel was answering, the context, and how 
a witness is cut off in a rapid cross-examination before 
his meaning has sometimes been made entirely clear. 
Mr, Bond does not print the question in his brief.) 
The construction of claims should be reasonable and 
liberal, with the view of covering the actual invention. 
Winans v. Denmead, 15 How., 340. 
Tondeur v. Chambers, 37 Fed., 333. 
Citing Turrill v. R. R. Co., 1 Wall. 491; Klein v. Rus- 
sell, 19 Wall. 483. 


— enema) “eine 


Russell vy. Mallory, 10 Blatch., 146. 


a Pitts v. Edmunds, 1 Bissell, 175. 

7 Morris v. Barrett, 1 Bond, 256. 

A Ames v. Howard, 1 Sumner, 482. 
Davoll v. Brown, 1:W. & M., 53. 

, Roller Mill Co. v. Coombs, 39 Fed., 25. 

i" 


Above cases, we believe, fully illustrate the law on this 
point. 
b. If the unreasonable construction contended for by 


‘- counsel be allowed to stand, it would not avoid infringe- 
4 ment. The Berthiaume and Harris plows fall under it, 
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whether we take the locking into account or not. The 
only difference, as the court says, “is only such mechani- 
cal change as increases the power of the lever from a 
single toa compound action, reversing its movement from 
a lever moving forward to one pulled toward the driver,” 
page 141. 

Woodward, expert for the plow works, admits the 
changes made from Starling to Berthiaume plows are 
mechanical. 

The court asks— 

“Q. You speak of that compound action in order to 
“make a pull instead of a push lever. That is nothing 
“more than a mere mechanical change that a mechanic 
“who was skillful, when he saw the operation of it, could 
“change without invention ? 

“A. I think that is so; yes, sir. 

“(. That is as to this first claim ? 

“A. Yes, sir.” 


(Marginal, p. 104.) 


C. But there is nothing to raise in this court the ques- 
tion of construction of the claim. There is no ruling of 
the court on which an assignment of error is or could be 
made to apply, to raise it. Ifthe case had been tried by 
a jury, it could arise on a charge or refusal to charge the 
jury as requested. Counsel should have asked the court 
to rule upon it in the progress of the trial, and noted an 
exception, which is not done. 

The 12th assignment in the record can’t raise it. The 
court never found, and could not find, in this case that 
Starling anticipated the Berthiaume patent. Moreover, 
Mr. Bond assumes that the so-called “Star” or “ Berthi- 
aume” plows are Berthiaume patent plows. Mr. Bond, 
not having been present at the trial below, probably ac- 
ts for the error. Starling’s first claim would, in fact, 
ate the same claim in the later patent of Berthi- 
the latter makes no such claim, although it 
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The 19th assignment can’t raise it, because the court 
had the right to receive and consider the testimony with 
reference to the Harris plow on any construction of the 
claim. Both counsel for the plow works concede, and 
the court says, the Harris is substantially the same as 
the Berthiaume (page 141). We have seen that it is ad- 
mitted that the changes from the Starling to the Berthi- 
aume were only mechanical, and that it infringes the 
former on either construction contended for. 


(Marginal, p. 104.) 


Nor can it be raised on the assignments of errors 7 to 
12, that the court found the several prior patents do not 
anticipate the Starling patent. This finding includes 
mixed questions of law and fact, and is conclusive as to 
both. On these assignments it is not necessary to add 
more than we have already said. 

(Brief, pp. 5, 6, 7.) 


" 


And, in any event, it would be immaterial as to the 
construction of Starling’s first claim on the question of 
anticipation, if anticipation is no defense, or the plow 
works is estopped to deny the validity of the patent. 

(Brief, p. 10, etc.) 


D. Mr. Bond assumes that a change of position was 
made by the plaintiff below as to the construction for 
this claim, outlined in the evidence, on opening case 
from that in the rebuttal. He assumes that counsel and 
experts for Starling had not examined the patents thrust 
under their noses months in advance by the answer; that 
they were caught and had to make a sudden change of 
base in rebuttal. Mr. Bond is too good a lawyer to be 
eaught in such manner himself. 

The claim is not true in any particular, and an exam- 
ination of the evidence will show it. Let it be read in 
order as it came to the ear of the court below, and not by 
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any forced conjunction of parts not belonging together. 
Let it be read, too, in the light of the fact that the open- 
ing case of plaintiff below is taken up with testimony as 
to the so-called Berthiaume and Harris plows, and not the 
alleged anticipating patents. That testimony, given in 
open court, filled in with operation of plows as a part of 
the answer, is not designed to be so well understood by 
an appellate court as by the lower. 

The matter of Starling’s lever being a locking lever was 
distinctly brought out on opening case. 

(Marginal, pp. 70, 81, 84, 90.) 


a « 
paget: 5 * 


But the record does not contain all the evidence on the 
question of infringement—not all of Starling’s opening case. 
(See Certificate, p. 145.) 


Mr. Bond was not present at the trial, which accounts 
for his error in trying to spell out a difference with only 
half the letters to work with. 


Anticipation again. 


We have said, and still contend, that this court can 
not go into the question of anticipation, and what we 
append on that point is not to be understood as receding 
* from the position, but subject to the objection, because 
we believe such is the law, and not because we fear the 
outcome on a full understanding of these patents, such 
as the court below was able to acquire. 

(Brief, p. 7, etc.) 


Mr. Bond takes up the several patents alleged to an- 
ticipate in detail. If this court holds that this is in sub- 
stance a chancery appeal, then we submit that none of 
these patents anticipate, for the following among other 
reasons « ; 


Pa 
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Hay & Freeman pate nt. 
Patent, p. 148. 
Testimony of plaintiff below. 
Gunckel, pp. 101 to 103. 
Starling, p. 127. 


Mr. Bond says there are only two ways of getting plows 
out of the ground. One is to tip the plow sidewise so as 
to slide out on the share, as is common with walking 
plows, but impracticable with wheel plows. The second 
is to tip up the point so the horses may raise it out as 
they move forward, as in Starling’s claim, p. 147. We 
submit a third, which is the only possible method of 
getting the Hay & Freeman out, viz., to lift it bodily. 
This is true, because the draft is on the tongue H, which 
is and must be attached rigidly to the frame F carrying 
the plows, so that the parts rise in a horizontal plain, as 
clearly shown by dotted lines im Fig. 1. There is no 
point of articulation between the rear end of the plows 
and the end of the tongue at the neck yoke of the horses. 
It really rises in an are of a large circle, of which the 
ring at the neck voke or front end of the tongue is the 
center, and the heel of the plow is on the circumference. 
This would make the heel rise a very little faster. By | 
some clerical error, which was overlooked, the word — 
“points” occurs in a question to Mr. Gunckel, page 102, 
where the word “heel” should be. That this is so, see 
the context. Mr. Bond, who was not at the tria! below, 
alone notes this apparent inconsistency. 

(Brief, p. 45.) 


This plow has not a lever performing the functions of 
Starling’s. There is no method of locking it in the 
ground. Mr. Sanborn makes the novel suggestion that 
it is locked by the weight of the plow and its beam. On 
the same principle any walking plow is “ locked ”—an 
obvious fallacy. 
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Worrell & Rynerson Patents (Patent, p. 160). 


Gunckel testimony, pp. 103 to 108. 
Starling testimony, pp. 127 to 130. 


Here again the draft is on the tongue. Mr. Bond alone 
insists otherwise. On motion for new trial below, Mr. 
Sanborn so admitted in his brief. He claimed the 
point of the plow might rise because it would not be 
weighted by any whiffletrees. He said, quoting from 
his brief, “the forward end of the plow beam (Worrell 
& Rynerson) being light and having no heavy whiffletrees 
or tackle upon it, must, with the point of the plow, tilt up- 
ward in the same way Starling’s is claimed to do, only 
more quickly and decidedly, because it is not held down 
by any weight whatever on the end of the beam.” 


Mr. Bond contends (p. 17, brief) that the court below 


was in error in finding that the draft here is on the 
“draft pole” G, because the patent refers to prior ones 
procured by Worrell & Rynerson not contained in the 
record, and asks the court to look at these as essential to 
an understanding of the present specification. It does 
not refer to these former ones as explanatory of, or a part 
of mechanism now patented, but merely says this patent 
“is intended to be an improvement upon our patents of July 
26, 1870, and March 28, 1871” (p. 161). Under such 
reference we know norule of law that would import those 
specifications into the present one. Such reference calls 
attention to improvements, to differences between the 
present and former patented mechanisms, and not to 
similarities. It is fair to assume that, granting those 
former were plow-beam hitches, the change of hitch to a 
“draft-beam,” which should also perform the office of a 
pole or tongue, is a part of the “ improvements.” 

But if we further consider this as a chancery appeal, 
and an extraordinary one, by taking up matters in and 
out of the record, and take up all the patents of this man 
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Worrell, the correctness of the court below becomes in- 
controvertable. We find that in patents 105,849, July 
26, 1870, and 113,234 and 113,235, March 28, 1871, to 
Worrell & Rynerson, where the draft is through the plow 
beam, the part performing the office of a tonque is never called 
a “ draft-beam,” but simply “pole” and “ tongue,” while in 
the patent to the same man, John Worrell, of Clayton, 
Ind., issued after the three just mentioned, and a part of 
this record (p. 157), where the draft is clearly from 
the tongue, that part is uniformly called the “ draft 
pole,” as in the patent under consideration it is called the 
“ draft-beam.” In the patent, page 157, it is perfectly evi- 
dent from inspection of the drawing that the draft is not 
and could not be from the plow beam. Worrell and Wor- 
rell & Rynerson made a change or supposed improvement 
to their plows as to the place of hitching, and, consistent 
with that change, thereafter uniformly applied the signifi- 
cant term “draft” to the pole or beam through which 
the draft of the team operates. If this is to be explained 
away,then terms mean nothing or anything. It is too 
uniform and consistent to be explained on the ground of 
mistake. Nor is it true that “draft beam” ox “ draft pole” 
is ever used where the draft doés not operate upon and 
through that part. We challenge counsel for an instance. 

The distinction drawn by Mr. Bond (brief, pp. 16 and 
17) between a sulky plow and a sulky attachment for 
plows is not warranted by facts or custom. A sulky to 
which a walking plow is attached is as truly a sulky plow 
as if the plow had never been used out of a sulky. To 
many plows that are called sulky plows by common con- 
sent, a walking plow could be used for the corresponding 
part of the sulky plow. When put in, the clevis or hitch 
at the front end of the plow beam could be omitted and 
the draft applied through a draft pole or draft beam, 
which was also a tongue, as well as if the plow had not, 
as an incident to its life’s history, done service with a 
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plowman plodding his “weary way” behind. The dis- 
tinction sought to be drawn is too refined and technical. 


It is far fetched. 
The court also understood the Worrell & Rynerson 


patent correctly as to the impossibility of tipping up the ch 
point of the plow by the foot lever so as to enable the ‘ 
horses to pull it out of the ground: The other Worrell yy 


and Worrell & Rynerson patents are equally incapable of 
this mode of operation, partly on account of the front 
plow beam lever. In 105,849 they say the lever H, cor- 
responding to H' here, may be used to “aid in removing 
the plow from its furrow by pressing the front end of the 
beam downward,” so that the heel may be turned back 
and up more readily by the foot lever. That is equally 
the only way H* here can be used for the purpose while the 
plow is in motion, when we consider how greatly the draft 
on the draft-pole G will cause a downward pulling on the 
part I when the plow is at work. 

(Marginal, p. 218.) ’ 2 


This plow does not possess any combination to operate ia 
in the manner of Starling’s first claim, nor the character 

of lever, nor any having the mode of operation of Star- 

ling’s lever. Moreover, it is the law that nothing can : 
anticipate by the fact that it might perform the function 

of a later patented device in some degree if such mode y 
of operation is accidental or contrary to the law of the a 
earlier mechanism. ) s 
Clough v. Barker, 106 U.S8., 175. 


First Owen’s Patent (Patent, p. 150). 


Gunckel testimony, pp. 108 to 110. 
Starling, marginal, pp. 264 to 268. 
This plow has no locking lever. The lever and ratchet T 
_ can be used simply to raise the plow up, but not to lock + i 
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it-in any desired depth in the ground, either as against 
upward or downward movement; that is, its hand lever 
is not the kind nor has it the mode of operation of 
Starling’s. 

As to the operation of the bar D* and stop d’ at the 
front end of the plow beam, we are left in no doubt by 
the specification. Owen says: “After the plow is fairly 
“in the ground he removes his feet from the bar and allows it 
“to rise until stop d* strikes the under side of the tongue.” 

Specification, p. 152. 
Opinion of Court, p. 143. 


It is of no consequence that the cut shows stop d* below 
the tongue, as the figure does not show the plow in the 
furrow at work, but upon the surface at rest with the 
plow beam at front end somewhat depressed. When in 
operation the inventor specifies its law to be that stop d: 
rests against “the under side of the tongue.” This will 
effectually prevent any tipping up of the point by oper- 
ating the lever, if the point of adjustment of the plow to 
the crank bar would admit it, which it does not. Clearly, 
then, any tipping up of the point would be accidental 
merely, if it were possible, and contrary to the law of the 
machine; and the case of Clough v. Barker, 106 U.S., 
175, cited above, would apply. 

The suggestion by Mr. Bond, page 22, that the swivel 
arrangement by which the bail is attached to the crank 
bar in Owen’s first patent is the same as that of Berthi- 
aume’s patent, and that the latter, without knowing it, 
simply went back to the Owen patent, and-if it does not 
anticipate Starling the 1,310 plows do not infringe Star- 
ling—is a most singular position. None of the 1,310 plows 
have the swivel arrangement of Owen or Berthiaume. Every 
one of the 1,310 plows have the locking lever of Starling and 
the parts of his first claim so combined as to enable the horses 
to draw the plow out of the ground by tipping up the point, 
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while the Owen’s plow does not have a locking lever nor parts 
for tipping up the point of the plow so as to enable the horses 
to pull it out. Do these facts make no difference in the 
position of counsel ? 


Second Owens’ Patent (Specification, p. 153). 


Gunckel testimony, marginal pp. 223 to 226. 
Starling testimony, marginal pp. 268 to 276. 


This plow, on every question that might relate to 
anticipation, is confessedly the same as the first Owens’ 
paterit, It might be added, only, that the lever and 
ratchet arrangement déscribed has the additional fea- 
ture of permitting the plow to be locked so far as further 
downward motion is concerned, but can not be locked to 
prevent upward motion. That is, the weight of the axle 
wheels and driver can not be brought into play to 
insure the plow remaining in the ground and running 
steady, as to flying up. This feature, always important, 
is imperative where very hard ground is to be plowed or 
ground on which there is much trash, such as weeds or 
cornstalks. The rolling coulter, moreover, used on such 
plows, tends to lift the plow up in cutting thick weeds or 
heavy stocks. Owens’ plow would not do efficient work 

_ in hard baked ground. 

See our brief, page 40 (if we may be permitted), as to 
Mr. Henry Robinson’s experience. 

That we have stated the operation of second Owens 
ratchet and lever correctly, see opinion of court, pages 17 
and 18 (instead of page 144, which seems to be errone- 

_ ously printed). The ccurt is brief as to description, but 
_ evidently means only, for he says only, “the lever used 
Ue will lock the plow so as to prevent it from going deeper.” 

(See top page 18). A study of the ratchet arrangement, 
; ae li as the language of the specification on marginal 
age 309 ‘of the specification, will demonstrate that it can 
perate only as above set forth, and is so intended. 


? 
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J. Worrell Patent (Patent, p. 157). 


Gunckel testimony, marginal p. 227. 
Starling testimony, marginal pp. 276, 277. 


As we have seen above, the draft is upon the draft 
pole and tongue F", as in the other patent issued to this 
Worrell and one Rynerson. The specification calls F" 
the “draft pole” (p. 157), and the plow beam shown is 
not shown with any means to attach horses. It is not 
such a plow beam as is ever used for the application of 
the draft to it. Its vertical thickness is very slight, and 
this would render it unfit to receive at its front end the 
strain of the horses in pulling the plow through the 
furrow. 

What we have said above as to the Worrell and Ry- 
nerson patent will equally apply here and need not be 
repeated. Whether the plow in fact hasa front lever or 
not, is immaterial, as it would be no nearer approach to 
Starling than the Worrell and Ryverson then. It can’t 
be locked through the bail by a locking lever, nor the 
point tilted up so as to assist the horses to pull it out of 
the ground. 

It may be added here that it-is proper to call a “ draft- 
pole” or “ draft-beam ” a “ tongue,” because, in addition 
to receiving the draft strains it also performs the office 
of a tongue. Buta tongue which does not receive the 
draft is never called a “ draft-pole ” or “ draft-beam,” for 
the obvious reason that it does not perform the office of the 
latter. 


Harrison Patent (Patent, p. 158.) 


Gunckel testimony marginal, pp. 228, 229. 
Starling testimony marginal, pp. 277, 280. 


This is a horse or wheel-lift plow, what Mr. Bond 
calls a lever, l, is called an “arm, 1,” in the patent, and 
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its office is simply and only to engage a pawl into action 
with a ratchet at the hub of the wheel. The specifica- 
tion says— 


“By means of arm, |, the driver may throw the pawl. 
k, into action with the ratchet at his option, when the 
forward rotation of the wheel, A, will cause the elevation 
of the plow” (p. 159). 


Such a lever has not the purpose, relation to parts, or 
mode of operation possessed by Starling’s lifting and 
locking lever. That element of Starling’s claim must be 
regarded as absent, and hence Harrison’s patent can’t 
anticipate. 

What Mr. Bond suggests as to the front end of the 
beam rising through the action of the pawl and ratchet 
in lifting the plow from the ground, springs from his 
zeal for his cause and not from the Harrison patent. If 
immaterial when produced by different action of differ- 
ent parts it is none the less impossible. 

Figure 2 of the patent represents the plow down in the 
furrow in operation, with the front end of the plow beam up 
against the front cross bar c of the frame. This, of itself, 
would prevent the action suggested. Harrison suggests no 
such action. The rolling of the plow upwards by the 
action of the wheel raises the heel of the plow first and 
fastest. | 

From the fact that there is no clevis shown on the 
plow beam it would seem that the forward end of the 
beam is attached to the cross bar ¢, as stated by expert 
Gunckel, page 113. Such an attachment seems to be in- 
dicated by small dotted lines in Fig. 2. The court below 
says this patent has “no hand or foot lever arrangement 
for raising the plough out of the ground.” There is 
nothing to fix the depth of the furrow or lock the plow 
there. 
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All the patents. 


Gunckel marginal, pp. 229 to 231. 
Starling marginal, p. 280. 


The court says— 


“ Neither of these patents have the combination of the 
plaintiff for the pur poses described in his patent, and do not 
anticipate the invention” (p. 144). 


Haslup Patent. 


Counsel concede this is not properly in the case. We 
have already objected to it, and do not waive the objec- 
tion herein. 

Nevertheless, the court below has properly understood 
the patent. It was presented to him on lengthy affi- 
davits, not in the record, by experts pro and con. 

‘The position of the plow in the dotted lines gives no 
warrant for saying the point can tip up. The view is a 
“perspective ” one, as stated in the specification, and the 
dotted lines show the plow in an impossible position, viz., 
the beam above the axle H. The view being perspective, 
when the figure is cast upon a plain surface, it helps to 
give the effect of an unnatural position. 

The specifications say distinctly, not that the point of 
the plow turns up, as shown in dotted lines, nor that the 
beam is above the axle, but that “the front end of the 
“plow-beam is held by the brace R, as shown in dotted 
“lines.” The dotted lines show it above the horizontal hook 
of brace R, so as to hold it securely against rising or fall- 
ing. This would render it impossible to tip the point. 
A correct side or rear view instead of the perspective 
should show the beam horizontal when so “held” by 
brace R. Any mechanic would so understand it. The 
word “held” is significant, not of a mere stop, but of a 
device catching and holding “as shown in dotted lines.” 
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So that under the language of the specification, it can not 
be objected that the position of the dotted lines with ref- 
erence to R is an error of the draftsman, as in carrying 
the dotted lines over the axle instead of omitting them 
in crossing it, nor for the same reason can it be said that 
it is apparent, merely, as the tipping up of the point, pro- 
duced by a perspective view. The language calls for the 
one; it does not call for the others. 

If it be insisted that the point is turned up while the 
beam is “held” by R, then the plow would be inopera- 
tive until made over, and an inoperative mechanism 
could not anticipate. 

Mr. Bond thinks the depth of furrow is regulated by 
the lever k, and that pin ih operates in connection with 
lever k to fix the depth of the furrow, instead of in con- 
nection with lever O,as stated by the court below (p. 24). 

The lever k is simply a leveler lever to adjust the wheel 
that runs in the furrow, 7. ¢., on lower ground, so that 


the plow will remain level and the axle horizontal. Jt 
has nothing to do with the depth of furrow. That must be 
controlled through the sleeve L, and is clearly shown to 
be done by inserting the pin h through holes in the cir- 
cular plate P, so as to lock the sleeve. The specification 
SAYS: 


“ The depth to be plowed is regulated by a pin h, and pin- 
holes in the circular plate P.” 


For what the court below says of this plow, see opin- 
ion, pages 23, 24. We quote only his conclusion: 


“The driver can not regulate the depth to be plowed 
“and lock the plow in the ground while it is in motion. 
“The pin prevents the plow being raised by the lever, 
“and it could not be operated while in motion, so as to 
“raise the point of the plow and make the horses pull it 
“out of the ground. The Haslup plow does not have the 
“ combination of the plaintiff for the purposes described in the 
“ patent, and does not anticipate his invention.” 
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He denies the motion for a new irial, because if this 
patent “had been offered under the ruling of the court at 
“ the trial it could not have changed the result” (pp. 23, 
24). 

Expe rting. 


Mr. Bond makes’ this head the occasion of criticism 
upon expert Gunckel, in which he clearly demonstrates 
how unfairly the zeal of a counsel may treat the testi- 
mony of a witness, whose testimony he did not hear, and 
does not now care to understand. We say this with all 
respect to counsel. 

‘or instance, counsel prints, on bottom page 43, brief, 
a question and answer, without its context, leaving the 
impression that all of his testimony was based on the 
supposition that the patent of Starling was a foundation 
patent. The court and none at the trial so understood it. 
The point in hand, then, was Starling’s second claim only, 
and what Gunekel had said about it. The foundation 
suggestion went no further. 

Read cross-examination of Gunckel (marginal, pp. 87 
to 89, inclusive), and this will appear lucidly. 

It is suggested that “a plow can not be drawn from a 
point on the beam back of the plow point,” and this court 
would be asked to infer in consequence that certain plows 


have a plow-beam hitch where none is shown, instead of 
a tongue or draft-pole hitch. We submit that with the 
forward end of the plow beam steadied by any suitable 
attachment there, such a hitch, as above specified, is 


practicable and operative. 
Miscellaneous. 


If it is to be claimed that Starling’s plow is not a good 
one here, as Mr. Bond suggests, without the testimony of 
the case below all up, then we must. point to the deposi- 
tion of Mr. Robinson in our brief, pp. 89 to 48. 
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The opinion of the court below is assailed because he 
suggested the locking feature of the lever in connection 
with tipping up the point of Starling’s plow, to have the 
horses pull it out of the ground. A moment’s considera- 
tion will show that when the point is tipped up by a for- 
ward movement of the lever, the latter may be dropped 
into a notch and remain locked there, while the raising 
of the plow out of the ground is proceeded with by the 
team, to the extent determined by the point at which it 
is locked; and when that point is reached, the plow will 
have returned to a horizontal position. We understand 
the court to mean simply this in his first opinion. His 
way of putting it, on motion for new trial on this point. 
is not assailed, and shows he did not misundcrstand the 
operation. (See p. 24.) 


This supplemental brief is respectfully submitted in 
answer to the brief of Mr. Bond, which was filed April 


17, 1891, after the time specified under the rules of the 
court. We insist on the points and objections made in 
our main brief. 


CHAS. 5S. CAIRNS, 
Attorney for Defendant in Error. 
Apri 18, 1891. 


N. B.—Our references to assignments of error follow 
the numbers in the record, and not of Mr. Sanborn’s 
brief. 

Also, wherever we have used the words “ Berthiaume 
plow,” we mean the plow of the 960 found by the court 
to have been made by the plow works, i. ¢., the “Star,” 
and not the Berthiaume patent plow, unless the latter is 
clearly specified. The same is to be understood of the 
testimony of the witnesses in the record. 


